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PREFACE

The task of writing a second edition of a book on intellectual property law brings with it a
number of challenges. In part this is because a lot has changed since the first edition of this
text was published. The most important of these changes include the complete overhaul of
UK design law, the establishment of the Community design rights, and the implementa-
tion of the Information Society Directive in the United Kingdom. We have also taken
account of jurisprudential developments in the other fields where there has been less
legislative change. These include the House of Lords’ decisions in Designers Guild and NLA
v. Marks & Spencer, the Pension Benefits decision at the EPO, the ECJ’s burgeoning, if
inconsistent, case law on trade marks (including the Sieckmann, Libertel, Linde, Baby-Dry,
Doublemint, Gofkid, and Fitnessworld decisions), and the impact that human rights has
had on the law of confidentiality. We have also tried to accommodate the expanding body
of critical literature that has developed in the last couple of years (which has served to
enrich and enliven many aspects of intellectual property law).

Another challenge that we have had to face arises because the law in this area changes
rapidly and (so it seems) constantly. While we have attempted to take on board imminent
changes, there are a number of changes on the horizon that readers should be aware of.
These include the implementation of the EPC 2000 (which will replace the EPC), the likely
development of a Community Patent, the appeal to the House of Lords in the Kirin
Amgen, as well as the implementation of the Droit de Suite Directive. Perhaps the most
important challenge relates to the decision as to the material that is included and excluded
in an intellectual property law textbook. While there is a large amount of material that
most people would expect to see in an intellectual property textbook, there are some areas
where there is less agreement. This might be the case, for example, with geographical
indications of origin, which we have dealt with in some depth. In part this is a reflection of
the economic and cultural importance of this topic. Another reason for including this
material is that geographical indications of origin may extend beyond food and agri-
culture to deal with other subject matter (such as indigenous creations). A related problem
concerns the extent to which we should include material from ‘outside’ of intellectual
property law: a decision that depends on how we define intellectual property law in the
first place.

In writing the second edition we have accumulated a number of debts. In particular we
would like to thank Rebecca Day, Christian Fahey, Jay Sanderson, and Michelle Russell for
their valuable research assistance. We would also like to thank Tanya Aplin, Robert Burrell,
Jonathan Griffiths, Michael Handler, Stephen Hubicki, Simon Malynicz, Mustafa Safiyud-
din, and Leanne Wiseman for reading and commenting on chapters. Their comments were
invaluable. We would also like to thank Johnson Okpaluba, Priyanka Sinha, and Hiroyuki
Takatsuka for pointing out errors in the first edition. For help in obtaining permission to
use various images, we would like to thank Sarah Abbott, Jeanette Arnold, Alex Cameron,
Tony Catterall, Roger Edwards, Guy Farmer, Charters McDonald-Brown, Ian Morris, and
Johnson Okpaluba. We would like to thank the staff at OUP (particularly Kate Whetter)
for their help and forbearance. We would particularly like to thank Clair Milligan and
Leanne Wiseman for their patience, tolerance and on-going support.
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INTRODUCTION

1 INTRODUCTION

Intellectual property law regulates the creation, use, and exploitation of mental or cre-
ative labour.! The term ‘intellectual property’ has been used for almost one hundred and
fifty years to refer to the general area of law that encompasses copyright, patents, designs,
and trade marks, as well as a host of related rights.* Intellectual property law creates
property rights in a wide and diverse range of things from novels, computer programs,
paintings, films, television broadcasts, and performances, through to dress designs,
pharmaceuticals, genetically modified animals and plants. Intellectual property law also
creates rights in the various insignia that are applied to goods and services from rujITSU
for computers to ‘T CAN’T BELIEVE IT'S NOT BUTTER for margarine. We are surrounded
by and constantly interact with the subject matter of intellectual property law. For
example, you are reading a copyright work bearing Oxford University Press’s trade mark
and a picture by Barbara Kruger which is protected by copyright. You are probably sitting
on a chair protected by design rights and marking the book with a pen the mechanism
for which has, at some stage, been patented. Alternatively you may be typing notes into a
computer, which no doubt has parts (such as the mouse) which are protected by patents
and design rights (in the shape of the product as well as the semi-conductor chip
topographies inside).

While there are a number of important differences between the various forms of intel-
lectual property, one factor that they share in common is that they establish property
protection over intangible things such as ideas, inventions, signs, and information. While
there is a close relationship between intangible property and the tangible objects in which
they are embodied, intellectual property rights are distinct and separate from property
rights in tangible goods. For example, when a person posts a letter to someone, the
personal property in the ink and parchment is transferred to the recipient. If the recipient
is pleased with the letter, they can frame it and hang it on the wall; if they are unhappy
with the letter they can burn it; or, if it is a love letter, they might store it away in which
case it will pass under the recipient’s will when they die. Despite the recipient having
personal property rights in the letter as a physical object, the sender (as author) retains

1 According to Art. 2, para. viii, WIPO Convention (1967) ‘Intellectual property’ includes ‘the rights
relating to—literary, artistic and scientific works—performances and performing artists, photographs and
broadcasts—inventions in all fields of human endeavour—scientific discoveries—industrial designs,—trade
marks, service marks, and commercial names and designations-protection against unfair competition and all
other rights resulting from intellectual activity in the industrial, scientific literary or artistic fields.”

2 See Sherman and Bently, 95-100.

© L. Bently and B. Sherman 2004



2 INTRODUCTION

intellectual property rights in the letter.’ The author will be the first owner of copyright in
the letter, which will enable them to stop the recipient (or anyone else) from copying the
letter or from posting it on the Internet.

For many, the fact that intellectual property rights are separate from the physical objects
in which they are embodied may be counter-intuitive. For example, if someone owns a
recipe book, why should they not be able to photocopy a couple of recipes to send to a
relative? Similarly, if someone owns an animal or plant, should they not be able to buy and
sell seeds from the plant, or offspring of the animals? Or if someone purchases bottles of
perfume in Singapore, should they not be able to sell them in the United Kingdom? One of
the consequences of intellectual property rights being separate from property rights is that
the legal answer to these questions might well be ‘no’.* As rights over intangibles, intel-
lectual property rights limit what the owners of personal property are able to do with the
things which they own.

While the law has long granted property rights in intangibles, the law did not accept
‘intellectual property’ as a distinct and (relatively) non-controversial form of property
until late in the eighteenth century.’ In granting property status to intangibles the question
arose as to how and where the boundary lines of the intangible property were to be
determined. That is, once it was accepted that the law should grant property rights over
intangibles, the question arose: how was the object of the property to be identified and its
limits defined? While in real and personal property law, questions of this nature are
answered by reference to the boundary posts and physical markers of the objects in
question,® one of the defining features of intangible property is that these reference points
do not exist. As a result, each area of intellectual property law has been forced to develop
its own techniques to define the parameters of the intangible property. These include
schemes of deposit and registration techniques of representation (such as the patent
specification and claims), statutory rules and legal concepts such as the requirement
of sufficiency of disclosure (in patent law),” and the originality requirement (in copyright
law).8

One fact that will become apparent as we look at the various forms of intellectual
property law is that they share a similar image of what means to ‘create’ (or produce), for
example, a book, a design for a car, or a new type of pharmaceutical. More specifically, it is
commonly assumed that it is an individual, rather than a God, machine, a force of nature,
or a muse that creates ideas, information, and technical principles. It is also assumed that
the act of creation occurs when an individual exercises their mental labour to manipulate
the underlying raw material.

3 Commercial practices frequently operate in apparent ignorance of the distinction: see R. Deazley, ‘Col-
lecting Photographs, Copyrights and Cash’ [2001] EIPR 551 (describing, and doubting, the legitimacy of
certain claims to copyright ownership of photographs used by the press).

4 J. Litman, ‘Consumers and the Global Copyright Bargain’ [1998] IPQ 139, 145. (‘The copyright statute is
a law that most people, at least in the United States, don’t believe in, that is, they don’t believe copyright law
says what it says’.)

5 It was not called intellectual property until midway through the nineteenth century.

6 And Latin maxims such as cujus est solum, ejus usque ad coelum et ad infernos (the owner of soil is
presumed to own the airspace above and the matter below as far as the centre of the earth).

7 Which effectively means that the property claimed must correspond to the invented subject matter: see
Ch. 20.

8 See Sherman and Bently, 25, 153-5, 185-93.
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Another fact that will become clear as we progress through the book is that intellectual
property law is highly politicized. On the one hand there are groups who represent existing
(or putative) right holders which have tended to argue that the existing laws provide
inadequate protection: that, for example, the threshold for patent protection for genetic-
ally modified biological material is set too high, that copyright and patent protection need
to be explicitly extended to cover multimedia works and software, that trade marks owners
are not sufficiently protected against cyber squatters who acquire related domain names,
and so on. At the other extreme, there are a range of groups who oppose stronger intel-
lectual property protection: whether they be representatives of the developing world,
consumers and users of intellectual property (such as home tapers, digital samplers,
appropriation artists, ‘netizens’, and librarians), defenders of free speech, classical liberal
economic theorists, competition lawyers, postmodern theorists, ecologists, or religious
groups. While there is a tendency to caricature such debates about intellectual property as
battles between good and evil, there are many shades of opinion between these extremes
that deploy a diversity of more nuanced arguments.’

While anyone reading recent commentaries on music on the Internet or the legal status
of genetically modified plants and animals may be led to think otherwise, intellectual
property law has a long and rich history. Despite this, intellectual property has only recently
become part of the typical law school syllabus (although textbooks or treatises have existed
since the middle of the nineteenth century). In part, the growing interest in intellectual
property may be attributed to the fact that in the last decade or so, intellectual property law
has come to be widely viewed as an area of primary economic and social importance.

The remainder of this chapter provides an introduction to some topics that impinge
upon all areas of intellectual property law. After looking at some of the justifications that
have been given for the grant of intellectual property rights, we explain the key inter-
national and regional structures that are central to an understanding of British intellectual
property law.

2 JUSTIFICATIONS FOR INTELLECTUAL PROPERTY

Legal and political philosophers have often debated the status and legitimacy of intel-
lectual property.'® In so doing, philosophers have typically asked ‘why should we grant
intellectual property rights?’ For philosophers, it is important that this question is
answered, since we have a choice as to whether we should grant such rights. It is also
important because the decision to grant property rights in intangibles impinges on
traders, the press and media, and the public.!! Moreover, because the conventional

9 See, e.g. A. Thierer and C. Crews, Copy Fights: The Future of Intellectual Property in the Information Age
(2002).

10 For a useful collection, see A. Moore (ed.), Intellectual Property: Moral, Legal and International
Dilemmas (1997).

1 In Av. B[2003] QB 195,205 para. 11 Lord Woolf CJ observed that ‘any interference with the press has to
be justified’. For emphasis on free speech, see P. Drahos, ‘Decentring Communication: The Dark Side of
Intellectual Property’, in T. Campbell and W. Sidurski (eds.), Freedom of Communication (1994); J. Waldron,
‘From Authors to Copiers: Individual Rights and Social Values in Intellectual Property’ (1993) 68 Chicago-
Kent LR 841. For emphasis on the relationship between intellectual properties, identity and alterity, see
R. Coombe, The Cultural Life of Intellectual Properties: Authorship, Appropriation and the Law (1998).
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arguments which justify the grant of private property rights in land and tangible resources
are often premised on the scarcity or limited availability of such resources, and the impos-
sibility of sharing, it seems especially important to justify the grant of exclusive rights over
resources—ideas and information—that are not scarce and can be replicated without any
direct detriment to the original possessor of the intangible (who continues to be able to
use the idea or information). As we will see, philosophers have not always found intel-
lectual property rights to be justified,'? and there are now many commentators who doubt
that all intellectual property rights are justified in the form they currently take.

The justifications that have been given for intellectual property tend to fall into one of
two general categories. First, commentators often call upon ethical and moral arguments
to justify intellectual property rights. For example, it is often said that copyright is justified
because the law recognizes an author’s natural or human rights over the products of their
labour.”” Similarly, trade mark protection is justified insofar as it prevents third parties
from becoming unjustly enriched by ‘reaping where they have not sown’.

Alternatively, commentators often rely upon instrumental justifications that focus on
the fact that intellectual property induces or encourages desirable activities.!* For example,

the patent system is sometimes justified on the basis that it provides inventors with an

15

incentive to invest in research and development of new products,” or an incentive to

disclose valuable technical information to the public, which would have otherwise
remained secret.'® Similarly, the trade mark system is justified because it encourages
traders to manufacture and sell high-quality products. It also encourages them to provide

12 A. Plant, “The Economics of Copyright’ (1934) Economica 167; S. Breyer, ‘The Uneasy Case for Copy-
right: A Study of Copyright in Books, Photocopies and Computer Programs’, 84 Harvard LR 281; R. Brown,
‘Advertising and the Public Interest: The Legal Protection of Trade Symbols’ (1948) 57 Yale L] 1165 (on trade
marks); N. Kinsella, ‘Against Intellectual Property’ (2002) 15 Jo. Libertarian Studies 1. Different theories may
work better for different intellectual property rights: L. Paine, “Trade Secrets and the Justifications of Intel-
lectual Property: A Comment on Hettinger’ (1990) 19 Philosophy & Public Affairs 247; Sirena, Case C-40/70
[1971] ECR 69 (the ECJ admitted that the interests protected by industrial property merited a higher degree
of protection than trade marks.)

13 Universal Declaration of Human Rights Art. 27(2); Article 11-17 (3) of the draft European Constitution
(18 Jul. 2003) CONV 850/03; Charter of Fundamental Rights of the European Union, (7 Dec. 2002), Art. 17.
For a critical assessment of such claims, see P. Drahos, ‘Intellectual Property and Human Rights’ [1999] IPQ
349. On the theoretical basis of these claims, see J. Hughes, ‘“The Philosophy of Intellectual Property’ (1988) 77
Georgetown LR 287 (exploring application of Locke and Hegel); A. Moore, Intellectual Property and Informa-
tion Control: Philosophical Foundations and Contemporary Issues (2001) (rejecting utilitarian argument and
favouring a version of Lockean theory); W. Gordon, ‘Property Right in Self Expression’ (1993) 102 Yale L]
1533. On desert, see L. Becker, ‘Deserving to Own Intellectual Property’ (1993) 68 Chicago-Kent LR 609. The
ethical justifications provide an important basis for the claims of indigenous peoples over their traditional
knowledge: see, e.g. M. Spence, ‘Which Intellectual Property Rights are Trade-Related?’, in Francioni, F. and
Scovazzi, M. (eds.), Environment, Human Rights and International Trade (2001), 279-80 (describing the
claims to inclusion of such rights in the TRIPS framework as based on commutative justice).

14 For an overview, see E. Hettinger, ‘Justifying Intellectual Property Rights’ (1989) 18 Philosophy & Public
Affairs 31; F. Machlup and E. Penrose, ‘The Patent Controversy in the Nineteenth Century’ (1950) ] Economic
History 1, 10 ff; T. Palmer, ‘Are Patents and Copyrights Morally Justified?” (1990) 13 Harvard ] Law and Public
Policy and reprinted in A. Thierer and C. W. Crews, Copy Fights: The Future of Intellectual Property in the
Information Age (Washington DC: Cato Institute, 2002).

15 For an example, see W. Landes and R. Posner, ‘An Economic Analysis of Copyright Law’ (1989) 18 J
Legal Studies 325.

16 For a different, but nevertheless influential, instrumental argument see E. Kitch, ‘The Nature and
Function of the Patent System’, ] Law ¢ Economics 265 (incentive to exploit).
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information to the public about those attributes.!” Instrumental arguments are typically
premised on the position that without intellectual property protection there would be
under-production of intellectual products. This is because while such products might be
costly to create, once made available to the public they can often be readily copied. This
means that (in the absence of rights giving exclusivity) a creator is likely to be undercut by
competitors who have not incurred the costs of creation. The inability of the market to
guarantee that an investor in research could recoup its investment is sometimes called
‘market failure’.

These justifications are examined in more detail in the introductory sections dealing
with copyright, patents and trade marks.'®

3 INTERNATIONAL INFLUENCES

One of the defining characteristics of intellectual property rights is that they are national
or territorial in nature. That is, they do not ordinarily operate outside of the national
territory where they are granted.'® The territorial nature of intellectual property rights has
long been a problem to rights holders whose works, inventions, and brands are the subject
of transnational trade. Throughout the nineteenth century, a number of countries that
saw themselves as net exporters of intellectual property began to explore ways of protect-
ing their authors, designers, inventors, and trade mark owners in other jurisdictions.
Initially, this was done by way of bilateral treaties, whereby two nations agreed to allow
nationals of the other country to claim protection of their respective laws. Towards the end
of the nineteenth century a number of (largely European) countries entered into two
multilateral arrangements: the Paris Convention for the Protection of Industrial Property
of 1883 and the Berne Convention for the Protection of Literary and Artistic Works of
1886. While the detail of these treaties is left for later chapters, it is worth observing here
that both treaties adopted as their central criterion of protection the principle of ‘national
treatment’. The principle of national treatment is fundamentally a rule of non-
discrimination. This provides that a member state of the Paris and Berne Union (country
A) must offer the same protection to the nationals of other member states (say country B)
as country A gives to its own nationals. The beauty of the principle of national treatment
is that it allows countries the autonomy to develop and enforce their own laws,” while
meeting the demands for international protection. Effectively, national treatment is a
mechanism of international protection without harmonization.

While the principle of national treatment provides rights owners with some protection
in other jurisdictions, it only offers a partial solution. One problem that national treat-
ment fails to address is that where a country A requires registration as a prerequisite for
protection, for the right holder in country B to protect their creations in country A,
they must endure the time and cost of registration. One of the goals of international

17" See, e.g. W. Landes and R. Posner, ‘The Economics of Trademark Law’ (1988) 78 TMR 267.

18 See below pp. 327, 327-9, 699-702.

19°On the ability of UK courts to decide issues of infringement of foreign intellectual property rights, see
Ch. 47.

20 Although this is usual, it is not a necessary consequence of national treatment: see Ch. 47.
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intellectual property law since the end of the nineteenth century has been to reduce the
inconvenience caused by registration. In the copyright field, this was achieved by requiring
members of the Berne Union to grant copyright protection without the need for for-
malities (such as registration). In the field of trade marks, a mechanism was developed
whereby a national trade mark owner could make an ‘international registration’ which
would take effect almost automatically in designated countries.?! A similar procedure for
international application for patents was not developed until 1970.%

The expansion of international arrangements for the protection of intellectual property
has continued over the last century. Over this time, the Paris and Berne Conventions have
been revised on a number of occasions, their membership has expanded (particularly as
former colonies achieved independence), and a number of new treaties have been
formulated. Most of these treaties have been developed and are supervised by the World
Intellectual Property Organization (WIPO), which has its headquarters in Geneva.”® It
continues to be the main forum for the development of new intellectual property
initiatives at an international level.

Early intellectual property treaties were largely established between countries with a
shared interest in recognizing such rights (even if arrangements often implicated colonies
which had quite different interests). For a long time, countries such as the USA, USSR, and
the People’s Republic of China remained outside the treaty arrangements, often believing
that as ‘net consumers’ of intellectual property, recognition of the rights of foreigners
would work against their national economic interests. The persistent refusal of the USA to
protect British copyright owners in the nineteenth century was a cause of great annoyance.
While more acceptable arrangements were made in the twentieth century, the USA did not
join the Berne Convention until 1988.

By the 1980s, the USA had realized that it was a net producer of intellectual property-
based goods and, along with the EC and Japan, began to advocate for higher levels of
intellectual property protection on a global basis. Frustrated by the difficulties
encountered under the traditional treaty arrangements,?* the developed countries began
to employ tactics that were much more aggressive than had hitherto operated at WIPO.»

21 The Madrid Agreement concerning the International Registration of Marks 1891. (However, given that
trade mark procedures remained a matter for national law, this system proved unattractive to some countries,
including the UK.)

22 The Patent Co-operation Treaty. Discussed at pp. 344-5, 349, 365-6 below.

23 WIPOQ, a specialized agency of the UN, was established by a treaty signed in Stockholm on 14 July 1967
(replacing ‘BIRPT’, the body which supervised the Berne and Paris Conventions). See K. Pfanner, ‘World
Intellectual Property Organization’ (1979) 10 IIC 1. The most important treaty falling outside WIPO supervi-
sion is the Universal Copyright Convention of 1952, which operates under the auspices of UNESCO. K. Idris,
‘WIPO and the Rule of Law in a Changing World’ (1999) 61 The Review 11.

24 The frustrations of the developed world can be traced back to 1967 with the Stockholm Protocol to the
Berne Convention: H. Sacks, ‘Crisis in International Copyright: The Protocol Regarding Developing Coun-
tries’ (1969) J Business Law 26. This was compounded by the failure to revise the Paris Convention between
1980 and 1984: K. Beier, ‘One Hundred Years of International Cooperation: The Role of the Paris Convention
in the Past, Present and Future’ (1994) 15 IIC 1; Opinion 1/94 (1994) ECR I 5267, 5294. Yet more disap-
pointment followed WIPO’s failure to combat copyright piracy: see M. Blakeney, ‘Intellectual Property in
World Trade’ (1995) 3 International Trade Law Review 76 (which provides a concise overview of the origins of
TRIPS). See also K. Beier and G. Schricker (eds.), GATT or WIPO? (1996).

25 See E. Uphoff, Intellectual Property and US Relations with Indonesia, Malaysia, Singapore and Thailand
(1991). In addition, the US Semiconductor Chip Protection Act 1984 heralded a return of reciprocity, rather
than national treatment, as a technique for recognition of foreign entitlements: non-US nationals could not
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More specifically, in the 1980s the US Government started to take advantage of its trading
power to threaten trade sanctions against countries that did not offer sufficient protection
to American intellectual property rights owners.?® Frustrated by the experience of WIPO-
controlled treaty negotiations, the USA also sought to bring intellectual property protec-
tion within the General Agreement on Tariffs and Trade system (GATT).

The GATT was formed after the Second World War with a view to stabilizing and
liberalizing trade conditions on a worldwide basis. In 1986, a new round of negotiations
begun which included ‘“Trade Related Aspects of Intellectual Property Rights” (or TRIPS)
on the agenda. When compared with WIPO negotiations, the TRIPS negotiations had a
number of advantages. First, it brought intellectual property rights within a broader
framework, thus making it clear to the parties that although it may not have been in their
interest to accept stronger intellectual property standards, these would be offset by other
advantages elsewhere.?”” Secondly, as non-Governmental Organizations (NGOs) and other
organizations are largely excluded from the treaty process, the GATT negotiations are
conducted in a more streamlined manner between countries. The negotiations that began
in 1986 were concluded in 1993, and became part of the World Trade Organization
agreement signed in Marakesh in April 1994. There are 146 parties to the Agreement.?’

The TRIPS agreement covers all the main areas of intellectual property.*® For the most
part, it requires members of the WTO to recognize the existing standards of protection
within the Berne and Paris Conventions.>! It also demands substantive protection for
rights neighbouring copyright,” trade marks,” geographical indications,”* designs,”
patents,® topographies of integrated circuits,”” and undisclosed information.*® Perhaps

obtain the benefit of the 1984 Act unless similar laws were in place in the claimant’s country. Japan and the
EC responded by enacting equivalent laws.

26 Most notoriously, under ‘Special 301’ of the Omnibus Trade and Competitiveness Act of 1988, Pub L,
No. 100—418, 102 Stat 1176-9 the US Trade Representative conducts an annual audit, placing countries which
fail to give adequate and effective protection on a ‘watch list’, followed (currently in the case of the Ukraine)
by sanctions (the withdrawal of trade privileges). For annual reports and current watch lists see www.ustr.gov.
The European Community also applied retaliatory measures against countries with inadequate intellectual
property protection, under Council Regulation (EEC) No. 2641/84 of 17 Sept. 1984 on the strengthening of
the common commercial policy with regard in particular to protection against illicit commercial practices OJ
L 252/1 and Council Regulation (EEC) No. 4257/88 of 19 Dec. 1988 applying generalized tariff preferences for
1989 in respect of certain industrial products originating in developing countries OJ L 375/1.

27 P. Gerhart, ‘Why Lawmaking for Global Intellectual Property is Unbalanced’ [2000] EIPR 309.

28 Opinion 1/94 [1994] ECR 1 5267, 5269 (describing the Uruguay round as ‘[tJhe most complex negoti-
ations in world history’).

29 China became a party in December 2001.

30 See Beier and Schricker; D. Gervais, The TRIPS Agreement— Drafting History and Analysis (2nd edn.
London, 2003); C. Arup, The New WTO Agreements: Globalizing Law Through Services and Intellectual Property
(2002); P. Drahos, ‘Global Property rights in Information: The story of TRIPS at the GATT’ (1995) Prometheus
6; J. Reichman, ‘Universal Minimum Standards of Intellectual Property Protection under the TRIPS Compon-
ent of the WTO Agreement’ (1995) 29 The International Lawyer 345. M. Spence, ‘Which Intellectual Property
Rights are Trade-Related?” in Francioni, E and Scovazzi, M. (eds.), Environment, Human Rights and Inter-
national Trade (2001) 279-80 (attempting to locate a principled basis to justify the scope and content of TRIPS
and permit its coherent development, and arguing that TRIPS Art. 7 fails to provide such a basis).

31 TRIPS Art. 2(1), Art. 9. 32 TRIPS Art. 14.

33 TRIPS Arts. 15-21. For a conclusion that the TRIPS agreement covers trade names, see EC v. US, WTO/
DS176/AR.

34 TRIPS Arts. 224 35 TRIPS Arts. 25-6. 36 TRIPS Arts. 27-34.

37 TRIPS Arts. 35-8. 38 TRIPS Art. 39.
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the most significant difference between TRIPS and the existing treaties is in the detailed
provisions on enforcement of intellectual property rights in Part III. Prior to TRIPS
matters of procedure, remedies, and criminal sanctions had largely been left to national law.

TRIPS has had an important impact on the general development of intellectual prop-
erty law since it came into force on 1 January 1995.° As the procedures of enforcement
through the International Court of Justice are cumbersome, little could be done where a
country ratified but did not comply with an intellectual property treaty. However, as a
result of TRIPS being part of the WTO Agreement, if a country fails to bring its laws into
line with TRIPS, another member may complain to the WTO and set in motion a so-
called ‘dispute resolution procedure’.*® This involves initial consultations between the
parties, followed by the establishment of a panel of three experts that produces a report
that the parties either accept or appeal. Where a successful complaint has been made
against a nation, it is usually required that the relevant laws are amended so as to comply
with the TRIPS agreement,*' though the possibility exists for the parties to the dispute
to reach an alternative arrangement.*” The consultation procedures have been invoked
over twenty times, and—perhaps surprisingly—most of the disputes have between
developed countries,” rather than between developed and less-developed countries.**
There have been Panel Reports in only six disputes,® three of which were subject of

39 Developed countries were granted a transitional period of one year, developing countries 5 years. The
WTO has been called a ‘global regulatory ratchet in place for intellectual property, which for the time being is
being worked by a technocratic elite’: P. Drahos, ‘Intellectual Property and Human Rights” [1999] IPQ 349,
370. Although TRIPS has had little direct impact on UK law, in general because the standards embodied in the
Agreement reflect pre-existing European, standards, it has been frequently referred to in cases interpreting
UK (and European) legislation: see, e.g. IBM/Computer program product T-1173/97 [1999] OJEPO 609 (refer-
ring to TRIPS Art. 27); S. v. Havering Borough Council (20 Nov. 2002), para. 11; Libertel Groep BV v. Benelux
MerkenBureau, Case C-104/01 [2004] FSR (4) 65 (ECJ).

40 TRIPS Arts. 63—64; Understanding on Rules and Procedures Governing the Settlement of Disputes. The
detailed rules of procedure are currently under review, with a May 2004 deadline.

4l Procedures exist for determining a time-scale, if necessary by way of arbitration.

42 Asoccurred in ECv. US, WT/DS 160 (where, following Panel Report that US violated TRIPS Art. 13, the
EC accepted compensation in lieu of change in US law). It has been observed that agreements of this sort
enable those who are rich enough to buy themselves out of compliance with TRIPS standards, and that this, in
turn, undermines the moral force of the TRIPS agreement.

43 See, e.g. US v. Japan, WT/DS 28 (retrospective rights for sound recordings); US v. Portugal, WT/DS 37
(patent term); EC v. Japan, WT/DS 42 (retrospective rights for sound recordings); US v. Ireland, WT/DS 82
(copyright enforcement); US v. EC/Denmark, WT/DS 83/1 (enforcement, provisional measures); US v. Swe-
den, WT/DS 86/1 (enforcement, provisional measures); EC v. Canada, WT/DS 114 (‘regulatory review’ and
‘stockpiling’ exceptions to pharmaceutical patents); US v. EC/Greece, WT/DS 124/1 (enforcement of film
copyright); US v. EC/Greece; WT/DS 125/1 (enforcement of copyright in relation to Greek TV stations);
Canada v. EC, WT/DS 153 (EC supplementary protection certificates breach TRIPS Art. 27 on non-
discrimination between technologies); EC v. US, WTI/DS 160 (public playing of music); US v. EC, DS 174
(geographical indications, beer); US v. EC, WT/DS 176 (US legislation on Cuban confiscations); US v.
Canada, WT/DS 179 (patent term); Australia v. EC, WT/DS 290 (geographical indications).

44 US v. Pakistan, WT/DS 36, US v. India, WT/DS 50, EC v. India, WT/DS 79 (all on protection of
pharmaceutical patent rights pending full recognition); US v. Argentina, WT/DS 171 (pharmaceutical
patents); US v. Argentina, WT/DS 196, (on patents/confidential test data); US v Brazil, WT/DS 199 (local
working of patents, compulsory licences); Brazil v. US, WT/DS 224 (discrimination in patents).

45 US v. India, WT/DS 50 (holding that India failed to provide a suitable set of procedures regarding filing
of patent applications relating to pharmaceuticals, and granting exclusive marketing rights, largely affirmed
on appeal); EC v. India, WT/DS 79/1 (largely following WT/DS50), EC v. Canada, WT/DS 114 (holding that
Canadian exception to patent protection allowing ‘stockpiling’ prior to expiry of patent term breached
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appeals.® Although there are aspects of the process that might be thought to need
improvement,* so far the enforcement machinery has been effective without any need to
resort to trade sanctions.

Although TRIPS is the single most important development in international intellectual
property law of the last thirty years, it does not appear to have permanently eclipsed the
role of WIPO. Indeed, not long after the Marakesh Agreement was signed, two new
intellectual property treaties were formulated and agreed through WIPO: the 1996 WIPO
Copyright Treaty and the 1996 WIPO Performers and Phonograms Treaty. These
reincorporated the Berne-plus elements of TRIPS into an exclusively intellectual property
environment, as well as adding new TRIPS-plus elements. Other WIPO initiatives will
continue to play a significant role in international intellectual property law (albeit now in
tandem with the WTO).

Although the intellectual property instruments that have been developed at the inter-
national level have occasionally recognized the peculiar needs of the developing and least
developed countries (most notably in terms of transitional periods),* the globalization of
intellectual property standards has largely been a process whereby the wish-lists of various
developed-world lobby groups are inscribed into public international law.* One notable
exception to this is found in the 1992 Convention on Biological Diversity (CBD), which
recognizes the rights of the (indigenous) peoples who preserve biological resources to
share in the benefits arising from the commercial exploitation thereof.® This has
prompted further calls for greater protection for traditional intellectual resources of the
developing world; notably plant culture, medicinal products, and indigenous folklore.>!
Recent years have also witnessed growing resistance to the wholesale imposition of IP
standards on the developing world.>? Most importantly, the Ministerial declaration at the

TRIPS, but finding ‘regulatory review” exception compatible with TRIPS Art. 30); US v. Canada, WT/DS 170
(Canada’s patent term of 17 years from grant violated TRIPS Art. 33, affirmed on appeal); EC v. US, WT/DS
160 (holding that ‘business’ exemption, but not ‘home-style’ exemption, to liability for public playing of
music from broadcasts, violated TRIPS Art. 13); EC v. US, WT/DS 176 (US law on Cuban confiscations
mostly related to ownership of trade marks, an issue not covered by TRIPS; largely affirmed on appeal).

46 US v. India, WT/DS 50 (overturning Panel’s finding on extent of requirements of TRIPS Art. 70.8, but
finding India in violation nevertheless); US v. Canada, WT/DS 170 (affirming Panel’s finding that Canada’s
patent term based on grant violated TRIPS Art. 33), EC v. US, WI/DS 176 (overturning a number of Panel
findings, as regards scope of TRIPS, national treatment, and most favoured nation standard, but largely
affirming that US law on Cuban confiscations concerned ‘ownership’ of trade marks, a matter for Member
States).

47 One problem is the possibility of successive actions by different complainants over identical issues, as
occurred in US v. India, WT/DS50 and EC v. India, WT/DS 79.

48 TRIPS Arts. 65-7.

49 P. Gerhart, ‘Why Lawmaking for Global Intellectual Property is Unbalanced’ [2000] EIPR 309;
D. Halbert, ‘Intellectual Property Piracy: The Narrative Construction of Deviance’ (1997) 10 International
Journal for the Semiotics of Law 55. R. Sherwood, ‘Why a Uniform Intellectual Property System Makes Sense
for the World” in M. Wallerstein, M. Mogee, R. Schoen (eds.), Global Dimensions of Intellectual Property Rights
in Science and Technology (1993).

50 See p. 347-8.

51 See V. Shiva, Protecting our Biological and Intellectual Heritage in the Age of Bio-piracy (1996).

52 See, e.g. V. Shiva, Protect or Plunder? Understanding Intellectual Property Rights (2001). For a more
general exploration of the appropriateness of imposing western legal concepts on other cultures, see
R. Burrell, ‘A Case Study in Cultural Imperialism: The Imposition of Copyright on China by the West’, in
L. Bently and S. Maniatis, Intellectual Property and Ethics: Perspective on Intellectual Property, Vol. iv (1998).
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Doha review of TRIPS in December 2001 acknowledged the primacy of the right to life
and health over the protection of intellectual property rights.> Moreover, the UK gov-
ernment established a Commission on Intellectual Property Rights which investigated the
relationship between intellectual property rights and ‘development’, health, and food-
security, and proposed that such considerations be integrated in national and inter-
national policy-making.** While such acknowledgment of the different position and
interests of developing countries is a welcome development, a number of commentators
have observed a parallel trend for further ‘ratcheting up’ of standards through bilateral
trade negotiations (particularly between the US and developing world countries).” The
progressive geographical extension of higher standards for intellectual property rights
through such trade arrangements raises the spectre of further norm-setting in the multi-
lateral arena. Indeed, Ministers agreed at the meeting in Doha agreed to negotiate the
establishment of an international registration system for geographical indications of
wines and spirits, and to provide higher levels of protection for names of agricultural
products.>

4 REGIONAL INFLUENCES

If an understanding of some of the basic aspects of international intellectual property is
important for students of intellectual property law, familiarity with European Union law is
essential. This is because the majority of developments in UK intellectual property law
over the last thirty years have had their origin in the European Community and, since the
Maastricht Treaty came into force in 1993, the European Union. Moreover, any future legal
developments are likely to stem from, or at least be directed through, the Community/
Union.

Although the European (then ‘Economic’) Community was established by the Treaty of
Rome 1957 (hereafter ‘The Treaty’), this has been amended by the Treaty on European

33 WTO, Declaration on the TRIPS Agreement and Public Health (20 Nov. 2001) WT/MIN(01)/DEC/2.
See above at pp. 345-6.

54 See Commission on Intellectual Property Rights, Integrating Intellectual Property Rights and Develop-
ment Policy (2002). The Commission was established by the Secretary of State for International Development
in 2001 to consider how intellectual property rights regimes could be designed to benefit developing coun-
tries, to reduce poverty and hunger, improve health and education, and ensure environmental sustainability.
See also, Royal Society, Keeping Science Open: The Effects of Intellectual Property Policy on the Conduct of
Science (2003) (recommending that developing countries should not be required to implement tranches of
legislation until their level of development is such that the benefits of implementation outweigh the disadvan-
tages, though without giving an indication as to how this could be calculated). For a defensive response to
these reports, see S. Crespi, ‘Intellectual Property Rights Under Siege’ [2003] EIPR 242. See also C. May, ‘Why
IPRs are a Global Political Issue’ [2003] EIPR 1.

35 See, e.g. Commission on Intellectual Property Rights, Integrating Intellectual Property Rights and Devel-
opment Policy (2002), 162—4. For a recent example, see Ch. 17 of the US—Chile Trade Agreement, requiring
implementation in Chile of standards well-above those in TRIPS. An EU-Chile Agreement, while less ambi-
tious, also contains TRIPS-plus obligations: see Council Decision of 18 Nov. 2002 on the signature and
provisional application of certain provisions of an Agreement establishing an association between the Euro-
pean Community and its member states, of the one part and the Republic of Chile, of the other part [2002]
O] L 352/1, esp. Art. 170.

56 See below at p. 963.
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Union of Maastricht (hereafter “TEU’),” the Treaty of Amsterdam, and most recently the
Treaty of Nice.”® The Amsterdam Treaty introduced a consolidated version of the Treaty
establishing the European Community (hereafter ‘EC’), operative from 1999.” In its initial
conception, the Community focused on the goals of achieving a customs union, a single
market, and avoiding the distortion of competition within that market.®* More recently
the aims of the Community (and Union) have broadened to include the promotion of
research and technological development and the flowering of the cultures of the member
states.®! The Charter of Fundamental Rights of the European Union, proclaimed on
7 December 2000, is another possible influence on intellectual property within Europe.®
In its early years, European intervention into British intellectual property law largely
came through two avenues. First, the judicial interpretation of the Treaty of Rome pro-
duced various doctrines that limited the operation of national intellectual property laws in
the Community. In addition, the Commission also played a role in policing various
competition law aspects of the Treaty that had an impact on intellectual property law.
However, for the last fifteen years or so, most of the important interventions have been
legislative in nature. In particular, there have been moves to centralize the administration
of intellectual property rights and to harmonize national laws. As a result, it is not possible
to describe British intellectual property law in any sensible way without constant reference
to various European Council and Parliament Directives and Regulations, to the decisions
of the Court of Justice and the Court of First Instance (interpreting both the EC
Treaty and various directives and regulations),*® the regulations and decisions of the

57 The TEU is important for intellectual property rights partly through its provisions recognizing funda-
mental rights as guaranteed by the European Convention for the Protection of Human Rights and Funda-
mental Freedoms (Art. 6, TEU, formerly Art. F) and on police and judicial cooperation in criminal matters
(Arts. 29-30 TEU, formerly Art. K.1).

58 In force from 2003. Article 1I-17(3) of the draft European Constitution provides that ‘intellectual
property shall be protected’. (18 Jul. 2003) CONV 850/03.

%9 In the latter document, many of the important provisions were renumbered. In this textbook, following
the lead of the European Court of Justice, we will refer to Articles of the Treaty of Amsterdam as Art. X EC,
and refer to corresponding provisions in parentheses (formerly Art. X of the Treaty). In some cases even this
format will be confusing, because some provisions of the initial Treaty of Rome were ‘renumbered’ by
amendments in 1992. The most important of these for our purposes is Art. 12 (formerly Art. 6 of the Treaty
(as amended), and prior to that Art. 7 of the Treaty) (non-discrimination).

0 Art. 2 EC (formerly Art. 2 of the Treaty) sets out the tasks of the Community as being to establish ‘a
common market and economic and monetary union’ and ‘by implementing common policies and activities
... to promote throughout the Community a harmonious, balanced and sustainable development in eco-
nomic activities’. Subsequent provisions explain that the Community must prohibit restrictions on the
import or export of goods, remove obstacles to the free movement of goods, persons, service, and capital;
introduce a system ensuring that competition in the internal market is not distorted. Art. 3 EC (formerly Art.
3 of the Treaty).

61 Note also Art. 5 EC (formerly Art. 3b of the Treaty) (‘subsidiarity’). The flowering of cultures is
elaborated in Art. 151 EC (formerly Art. 128).

62 See Craig and De Biirca, pp. 358-69. Note the influence of the European Union’s Charter of Funda-
mental Rights on the Advocate General’s opinion in Netherlands v. European Parliament and Council [2001]
ECR 1-7079 (para. 197). On the legal status of the charter, see A. Menéndez, ‘Chartering Europe: Legal status
and Policy Implications of the Charter of Fundamental Rights of the European Union’ (2002) 40 JCMS 471.
Presumably, the Charter may obtain legal status when directly referred to by legislation: see, e.g. Council
Regulation (EC) No. 1/2003 of 16 Dec. 2002 on the implementation of the rules on competition laid down in
Art. 81 and 82 of the Treaty [2003] OJ L 1/1), Recital 37.

63 The Court of Justice has jurisdiction to give preliminary rulings concerning the interpretation of the
Treaty. Where any question arises before a court of tribunal of a member state then it may refer the question
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Commission, as well as various intellectual property-granting offices (such as the Office of
Harmonization in the Internal Market and the Community Plant Variety Office). Indeed,
a high profile judicial figure has asked whether national intellectual property rights have
become ‘a moribund anachronism’.*

4.1 FREE MOVEMENT OF GOODS AND THE INTERNAL MARKET

In the 1970s and 1980s, much of the influence of European Community law on British
intellectual property law was a consequence of the interpretation of Articles 28 and 30 EC
(formerly Articles 30 and 36 of the Treaty). These two provisions reflect the desire to
establish an ‘internal market’, that is a single European market with no internal frontiers
or national barriers to trade. To this end, Article 28 EC (formerly Article 30 of the Treaty)
prohibits ‘quantitative restrictions’ on trade and provisions ‘having equivalent effect’.®®
While the use of intellectual property rights to prevent the importation of goods from one
Community country into another would be a ‘quantitative restriction’, Article 30 permits
such restrictions where they are necessary to protect industrial and commercial property.
This is conditional on the fact that such restrictions do not ‘constitute a means of arbitrary
discrimination or a disguised restriction on trade between member states’.%

While Articles 28 and 30 EC appear to be contradictory, the two provisions were
reconciled by permitting the maintenance and use of different national intellectual prop-
erty laws, while simultaneously limiting the negative effects of the territorial nature of
such rights through the so-called ‘doctrine of exhaustion’.*” Initially this was dressed up to
appear as if it only invalidated the exercise of intellectual property rights, while preserving
their existence (so as not to contravene Article 30).°® Later, the concept of the existence of
the right was refined in terms of its ‘specific subject matter’® and the ‘essential function’

to the Court under Art. 234 EC (formerly Art. 177(2) of the Treaty). If the court or tribunal is one against
whose decision there is no judicial remedy under national law, that court or tribunal must refer the matter to
the Court of Justice: Chiron v. Murex (No. 3) [1995] All ER 88.

64 H. Laddie, ‘National IPRS: A Moribund Anachronism in a Federal Europe?’ [2001] EIPR 402, 407
(arguing that intellectual property rights are an anachronism but regretting that they are not yet moribund,
and advocating the adoption of Community-wide rights and Community courts, in particular to prevent
forum-shopping). See also W. Kingston, ‘What Role Now for National Patent Offices?’ [2003] EIPR 289.

65 Art. 49 EC (formerly Art. 59 of the Treaty) makes similar prohibition on restrictions on freedom to
provide services.

66 Note also Art. 295 EC (formerly Art. 222 of the Treaty).

67 In this context, the national and territorial nature of the rights refers to the essential separateness and
distinctiveness of each right—for example, the idea that a copyright owner in France and the UK has two
separate French and UK copyrights. It was thought to follow from this that consent to distribution in France
could in no way affect the exercise of the separate UK copyright. The doctrine of exhaustion does not change
the distinctness of the two national rights (so, for example, each might be assigned separately to different
persons). Rather, it limits the scope of each national law where the rights are in common control.

68 H. Cohen Jehoram, ‘The Ideal Standard Judgment: An Unheeded Warning’ [1999] IPQ 114. The distinc-
tion between existence and exercise was developed in the context of Art. 81 EC (formerly Art. 85 of the
Treaty) in Establissements Consten SARL and Grundig-Verkaufs-GmbH v. EEC Commission, Case C-6/65
[1966] ECR 299; Music Vertrieb Membran GmbH and K-tel International v. GEMA, Joined Cases C-55 and
C-7/80 [1981] ECR 147.

69 In Centrafarm BV and Adriaan De Peijper v. Sterling Drug, Case C-15/74 [1974] ECR 1147 (Art. 30
derogations are limited to the purpose ‘of safeguarding rights which constitute the specific subject matter of
this property’).
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of the right. However clothed, the doctrine of exhaustion is best seen as a judicial and
political compromise that allows the free movement of goods within the Community. This
is despite the fact that national intellectual property rights enable intellectual property
rights-owners to interfere with the free movement of goods.

In a nutshell, the doctrine of exhaustion prohibits an intellectual property right owner
from utilizing their rights to control the resale, importation, or exportation of any goods
that have been placed on the market in the Community by or with their consent. For
example if A, who has acquired a patent in France and the United Kingdom over a
particular machine, sells a machine in France, A cannot use their UK patent rights to
prevent importation of the machine into the United Kingdom. This is based on the idea
that the ‘first sale’ gives the intellectual property owner the reward that constitutes the
‘specific subject matter’” of the right. It is irrelevant that the patentee expressly prohibited
the purchaser from reselling the machine or exporting it. This is because it is the consent
to first sale that is important.”! As the doctrine of exhaustion facilitates the ‘parallel
importation’ of goods within the Community, it operates to minimize price differentials
for identical goods between countries in the Community.”

The doctrine of exhaustion of rights only applies to the right to control distribution
(resale, export, or import). It does not apply to the right to rent, perform or show a
(copyright) work in public where the ‘specific subject matter’ of the right allows the owner
to control each and every use (for it is through charging for each use that the essential
function of the right is achieved).”” The case law of the ECJ has elaborated this general
principle in a range of subsequent cases. Rather than rehearse the detailed reasoning, the
resulting principles can be summarized as follows:

(a) The principle of exhaustion applies to all types of intellectual property.”*

(b) Consent by the intellectual property right owner includes the consent of person or
persons legally or economically dependent on the proprietor (e.g. a licensee or
subsidiary).”

(c) Consent by the intellectual property right owner does not include the consent of a
person who is an independent assignee of the right (or who happens to be the holder of a
right that once had a ‘common origin’). For example, the owner of copyright in countries
A and B may assign the copyright in a particular work in country B. If the new owner of
the right places works on the market in country B, the owner of copyright in country A

70 Centrafarm BV and Adriaan De Peijper v. Sterling Drug, Case C-15/74 [1974] ECR 1147 (defining the
specific subject matter of patents and trade marks). Note also the discussion of the concept by Advocate
General Gulmann in RTE and ITP v. EC Commission, Joined Cases C-241/91 and C-242/91 [1995] ECR 808
(the Magill Case).

7V Dansk Supermarked A/S v. Imerco A/S, Case C-58/80 [1981] ECR 181.

72 Deutsche Grammophon GmbH v. Metro GmbH, Case C-78/80 [1971] ECR 487.

73 Warner Bros. v. Christiansen, Case C-158/86 [1988] ECR 2605 (rental); Coditel SA v. Cine Vog Films SA
(No. 1), Case C-62/79 [1980] ECR 881 (public performance).

74 See, e.g. Deutsche Grammophon GmbH v. Metro GmbH, Case C-78/80 [1971] ECR 487; Music Vertrieb
Membran GmbH and K-tel International v. GEMA, Joined Cases C-55 and Case C-57/80 [1981] ECR 147;
EMI Electrola GmbH v. Patricia Im-und Export, Case C-341/87 [1989] ECR 79.

7> Deutsche Grammophon GmbH v. Metro GmbH, Case C-78/80 [1971] ECR 487 (subsidiary); Keurkoop BV
v. Nancy Kean Gifts BV, Case C-144/81 [1982] ECR 2853.
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(being independent) has not exhausted their rights in country A.”® Although assignments
of this nature will often be void as illegitimate agreements to divide up the market (and
contrary to Article 81 EC),”” where the assignments are valid the exception to the principle
of exhaustion leaves open the possibility that intellectual property rights may restrict the
free movement of goods. This can only be rectified by harmonized rules (such as the
Community trade mark) that forbid separate assignments of national rights.”®

(d) National intellectual property rights may be used to prevent the further circulation
of pirated, counterfeit, and other illicitly manufactured goods which by definition have
not been placed on the market in the Community with the right-holder’s consent.

(e) Where intellectual property rights subsist in country A but not in country B (where
A and B are both in the Community), and goods are legitimately placed on the market by
parties unconnected with the right holder in country B, the right owner has not consented
to the marketing of those goods and as such will not have exhausted their rights. The right-
holder can therefore prevent importation into and distribution of the goods in country A.”°

(f) Where intellectual property rights subsist in country A but not in country B (where
A and B are both in the Community), and goods are legitimately placed on the market by
the right holder (or parties connected with the right holder) in country B, the right owner
will have been taken to have consented to the marketing of those goods and so have
exhausted their rights.%

(g) Where intellectual property rights subsist in country A but are subject to a compul-
sory licence (i.e. any person may exploit the intellectual property right on payment of a
fee), the rights are not exhausted when goods are manufactured under such a licence. Here,
the intellectual property right owner will be able to use national laws to prevent
importation into country B.8!

(h) Where goods have been marketed in the EC by the intellectual property right
holder (or with their consent), the right of the owner of the goods to resell might permit
behaviour (such as advertising) that overrides other aspects of the proprietor’s intellectual
property rights.®?

76 THT International Heiztechnik v. Ideal-Standard, Case C-9/93 [1994] 1 ECR 1-2789. This reversed Sirena,
Case C-40/70 [1971] ECR 3711 and Hag I, Case C-192/73 [1974] ECR 731.

77 Whether the agreement is treated as market sharing will depend on the context, the commitments, the
intention of the parties, and the consideration provided. See Establissements Consten SARL and Grundig-
Verkaufs-GmbH v. EEC Commission, Case C-58/64 [1966] ECR 299 (assignment void). But in IHT Inter-
national Heiztechnik v. Ideal-Standard, Case C-9/93 [1994] 1 ECR I-2789 the assignment had been prompted
by the assignor’s financial difficulties.

78 H. Cohen Jehoram, ‘The Ideal Standard Judgment: An Unheeded Warning’ [1999] IPQ 114.

79 EMI Electrola GmbH v. Patricia Im-und Export, Case C-341/87 [1989] ECR 79. For the limits of this see
Commission v. French Republic C-23/99 [2000] ECR I-7653.

80 Merck & Co. v. Stephar BV & Exler, Case C-187/80 [1981] ECR 2063 (marketing of drug in Italy when
patent protection was not available); Merck & Co. v. Primecrown, Joined Cases C-267/95 and C-268/95 [1996]
ECR 1-6285 (affirming Merck v. Stephar).

81 Pharmon v. Hoechst, Case C-19/84 [1985] ECR 2281 (import into the Netherlands of drugs manu-
factured under compulsory licence in the UK); Music Vertrieb Membran GmbH and K-tel International v.
GEMA, Joined Cases C-55/80 and C-57/80 [1981] ECR 147. One problem with this effect is that it may
undermine compulsory licences which are intended to induce voluntary licensing arrangements, since the
latter (but not the former) will be treated as exhausting the intellectual property owner’s rights.

82 Parfums Christian Dior SA v. Evora BV, Case C-337/95 [1998] 1 CMLR 737; Norwegian Government v.
Astra Norge SA, E1-98 [1999] 1 CMLR 860.
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(i) Where goods have been marketed in the EC by the intellectual property right holder
(or with their consent), but the goods have subsequently been altered, a series of specific
rules have been developed that define when a resale is legitimate. These are considered
later, in the context of trade marks.®

(j) Where goods have been marketed outside the EC by the intellectual property
right holder (or with their consent), the principle of exhaustion has no application.
In the absence of harmonization, it is for member states (and where there has been
harmonization, the ECJ) to determine the effects of such marketing.

Although the doctrine of exhaustion of rights has reduced some of the disruption that
national intellectual property laws pose to the internal market, it has not provided a
complete solution. This is because the national intellectual property laws of the member
states can vary significantly. Since the principle of exhaustion comes into effect when the
right owner consents to goods being placed on the market, that consent will not exist
where a third party makes and distributes goods in a country where the right does
not exist or has lapsed.® It is largely for this reason that the Commission set about to
harmonize intellectual property laws in Europe.

4.2 COMPETITION RULES

The second way in which European initiatives have exerted an influence over British
intellectual property law is through the rules on competition contained in Articles 81 and
82 EC (formerly Articles 85 and 86 of the Treaty). These provisions are designed to prevent
anti-competitive agreements and practices, as well as abusive conduct by monopolies.
These provisions impact on intellectual property law in a number of ways. Articles 81 and
82 EC are both couched as prohibitions and thus automatically render void arrangements
between ‘undertakings’ which meet the specified criteria (or in the case of Article 81 are
not exempted by Article 81(3)).% In certain cases, they also provide the basis for an action
for damages,¥” a ground for applying to the Commission for a compulsory licence to
exploit an intellectual property right,®® and a defence (a so-called ‘Euro-defence’) to an
action for infringement of intellectual property rights.% Articles 81 and 82 EC are both

83 See below at pp. 929-40.

84 EMI Records v. CBS United Kingdom, Case C-51/75 [1976] ECR 811 (stopping importation of copyright
works from the US); Polydor and RSO Records v. Harlequin Record Shops and Simons Records, Case C-70/80
[1982] ECR 329 (stopping importation of copyright works from EFTA countries); Sebago and Ancienne
Maison Dubois et fils SA v. GB-Unic SA, Case C-173/98 [1999] CMLR 1317. See below at pp. 940-5.

85 Bassett v. SACEM, Case C-402/85 [1987] ECR 1747; EMI Electrola GmbH v. Patricia Im-und Export, Case
C-341/87 [1989] ECR 79.

86 Art. 81(2). This might be a significant penalty where a patentee has carefully calculated the terms of the
licence, only for it later to be held to be void.

87 In the UK, either before a Court, or the Competition Appeal Tribunal: Competition Act 1998, s. 47A
(introduced by the Enterprise Act 2002, s. 18).

88 RTE and ITP v. EC Commission, Joined Cases C-241/91 and C-242/91 [1995] ECR 808.

89 Whether abuse can be used as a defence is a controversial issue. See Chiron Corp. v. Organon Teknika
[1993] FSR 324; [1994] FSR 202; Intel v. Via Technologies [2003] FSR 574 (para. 115). Following the imple-
mentation of the Enterprise Act 2002, two other penalties are available as from 20 June 2003 in serious cases:
criminal penalties as regards dishonest ‘horizontal agreements’ (Enterprise Act, Part 6) and Directors dis-
qualification (Enterprise Act, s. 204).
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enforced by the European Commission, and from May 2004, by national competition
authorities (in the United Kingdom, the Office of Fair Trading, and on appeal from a
finding of infringement or rejecting a complaint, the Competition Appeal Tribunal).” If
an undertaking is found to have been acting anti-competitively, the European Commis-
sion has the ability to impose serious fines, whether the behaviour was intentional or
negligent.’!

Article 81 prohibits ‘all agreements between undertakings . . . and concerted practices
which may affect trade between member states and which have as their object or effect the
prevention, restriction or distortion of competition’. As the term ‘undertakings’ has been
interpreted liberally, Article 81 potentially applies to agreements concerning the licensing
and assignment of intellectual property rights,”> whether between competitors or parties
at different levels of distribution (for example, exclusive distribution agreements). Article
81 goes on to outline certain practices, such as price-fixing and market-sharing, which will
normally be prohibited. In other cases, a conclusion that the agreement has an
anti-competitive effect depends on the actual conditions in which the agreement would
function, including the economic contexts, the products covered by the agreement and the
structure of the market.”?

Even though the Treaty is not meant to prejudice the rules in member states governing
the system of property ownership,” the European Commission and the European Court
of Justice have had little hesitation in applying Article 81(1) to agreements involving
intellectual property rights. According to the Court, interference with intellectual property
rights is justified on the basis that it ‘does not affect the grant of those rights but only
limits their exercise to the extent necessary to give effect to the prohibition under
[Art. 81]’.> Article 81 also applies to institutions and arrangements for the collective
administration of rights: a common feature of copyright exploitation.*®

90 Council Regulation (EC) No. 1/2003 of 16 Dec. 2002 on the implementation of the rules on competi-
tion laid down in Art. 81 and 82 of the Treaty [2003] O] L 1/1, Art. 5. This Regulation sees a ‘modernisation’
and de-centralization of the enforcement of European competition law, with the European Commission
operating as part of a ‘European Competition Network’ of national authorities. In general, the European
Commission will enforce cases involving practices or agreements that affect at least three member states.

1 Council Regulation No. 17/62 of 6 Feb. 1962: First Regulation Implementing Arts. 85 and 86 of the
Treaty O] Sp Ed 1962 No. 204/62 p. 87, reg. 15(2) fines of up to 1 million Euro or 10% turnover in the
preceding business year. Council Regulation No. 1/2003, Art. 7 (empowering the Commission to impose
behavioural or structural remedies which are ‘proportionate’ and necessary to bring the infringement to an
end); Art. 23(2) (fines of up to 10% turnover in the preceding business year); Art. 24 (periodic penalties of up
to 5% of average daily turnover per day). Competition Act 1998 (giving OFT power to impose penalties of up
to 10% turnover for up to 3 years).

92 e.g. Establissements Consten SARL and Grundig- Verkaufs-GmbH v. EEC Commission, Case C-583sh64
[1966] ECR 299. (German manufacturer G appointed French company C as exclusive distributor in France. C
had registration of GINT mark in France. The EC] agreed with the Commission’s view that the agreement
was contrary to Art. 85, including the agreement allowing C to register the mark in France.) Minor agree-
ments are excluded: Commission Notice on agreements of minor importance which do not fall within the
meaning of Art. 81(1) EC [2001] OJ C 368/13 (agreements between firms who are not competitors as falling
outside of Art. 81(1) if the market share held by each of the parties does not exceed 15% on any of the
relevant markets affected by the agreement).

93 European Night Services v. Commission, T-374/94 [1998] ECR 11-3141.

94 Art. 295 EC (formerly Art. 222 of the Treaty).

95 Etablissements Consten SARL and Grundig- Verkaufs-GmbH v. EEC Commission, Case C-58/64 [1966]
ECR 299. Cf. Panayiotou v. Sony Music Entertainment [1994] EMLR 229.

9 See below at pp. 267-70, 284-9.
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Given the potential breadth of Article 81, it is important to note that Article 81(3)
allows for Article 81(1) to be ‘declared inapplicable’ in a number of circumstances.”” Such
exemptions must ‘contribute to improving the production or distribution of goods or to
promoting technical or economic progress, while allowing consumers a fair share of the
resulting benefit’. The European Commission has issued a number of such ‘block exemp-
tions’ in the form of Commission Regulations, the most important relate to ‘technology
transfer agreements’, ‘R&D agreements’, and ‘vertical agreements’.”® These block exemp-
tions enable operators to be confident that their agreements are exempt (though the
benefit of a block exemption may be withdrawn as regards an individual agreement), and
may also be treated as ‘guidelines’ even for agreements that fall outside the scope of the
block exemption. In other situations, operators will have to form their own judgments as
to whether agreements are exempt. (The possibility for obtaining individual exemption
through a notification system, which became an unacceptable administrative burden, has
been abolished from May 2004.)%

Article 82 EC prohibits an undertaking from abusing a dominant position. This prohib-
ition has primarily affected intellectual property law in two ways. First, it provides a basis
to regulate collective organizations that administer intellectual property rights on behalf
of owners and which occupy a dominant position in the market. To prevent abuse, organ-
izations in a dominant position are only able to impose obligations and restrictions that
are necessary to achieve their legitimate aims.'® Second, Article 82 provides a remedy for
misuse or abuse of intellectual property rights. On one reading of Article 82, it is possible
to argue that as intellectual property rights confer monopoly rights, they necessarily place
owners in a dominant position for the market covered by the intellectual property right.
On this basis, all activities carried on by intellectual property right holders would need to
be scrutinized to ensure that they were not abusive. However, the European Court of
Justice has declined to use Article 82 in this way. Instead, the Court has made it clear that
ownership of an intellectual property right does not of itself confer dominance in a
market. As a consequence, a refusal to license an intellectual property right only consti-
tutes an abuse of a dominant position in exceptional circumstances.'?!

97 Regulation no. 19/65/EEC.

9 TTR; VRR; Commission Regulation No. 2659/2000 for R&D Agreements [2000] OF L 304. The TTR,
scheduled to lapse on 31 March 2006 is currently under review, and is likely to be replaced in 2004: Commis-
sion Evaluation Report on the Transfer of Technology Block Exemption Regulation No. 240/96. See below at
pp- 5567, 560.

99 Formerly, where there had been no notification to the Commission and an agreement fell outside the
scope of a block exemption, the national court could not authorize an agreement: Regulation 17/62 of 6 Feb.
1962: First Regulation Implementing Arts. 85 and 86 of the Treaty OJ Sp Ed 1962, No. 204/62, 8, Art. 9. If faced
with such a situation the court was forced to seek information from the Commission or refer the case to the
EC]J. See Notice on Cooperation between National Courts and the Commission in Applying Arts. 85 and 86
EEC [1993] O] C 39/6. However, the system of prior notification became unworkable, and has now been
abolished. From 1 May 2004, Article 81(3) is directly applicable by the courts of member states: Council
Regulation No. 1/2003, Art. 1(2), Art. 6, Recital 4. The Commission may still produce block exemptions, may
make decisions withdrawing the benefit of such exemptions in individual cases (Art. 29), or finding that Arts.
81 or 82 are inapplicable to individual cases (Art. 10).

100 These are discussed below at pp. 284-9. Re GEMA (No. 1) [1971] CMLR D35; Belgische Radio en
Televise (BRT) v. SABAM, Case C-127/73 [1974] ECR 313.

101 Thus, it was not an abuse for a designer and manufacturer of automobiles to refuse to license its
intellectual property rights to persons wishing to manufacture replacement parts for vehicles. AB Volvo v. Erik
Veng (UK), Case 238/87 [1988] ECR 6211; CICRA v. Regie Nationale des Usines Renault, Case C-53/87 [1988]
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4.3 CENTRALIZATION AND HARMONIZATION

While the doctrine of exhaustion has reduced the impact of national intellectual property
rights on the completion of the internal market, it has been unable to guarantee that
barriers to trade would not arise where national laws differed in terms of substance or
duration. Consequently, it soon became apparent that to achieve the holy grail of an
internal market, some level of harmonization would be necessary. There are three relevant
ways in which the Community is able to harmonize national laws.!%?

The Council is able to issue directives for the approximation of the laws of member
states ‘as directly affect the establishing and function of the common market’.!®> Under
this process a Commission issues a proposal and then consults with the European Parlia-
ment and Economic and Social Committee. To be passed, a proposal must be approved
unanimously by the Council. The Council is also able to adopt measures (not just direct-
ives) ‘for the approximation of the provisions laid down by law, regulation or administra-
tive action in Member States which have as their object the establishment and functioning
of the internal market’.!® Typically, this process begins with a Commission proposal,'®®
which must be approved by the Council and the European Parliament. As only a qualified
majority of the Council must support the proposal it is not necessary to have the unani-
mous approval of all the member states. Third, if action by the Community is ‘necessary to
attain, in the course of the operation of the common market, one of the objectives of the
Community, and this Treaty has not provided the necessary powers, the Council shall,
acting unanimously on a proposal from the Commission after consulting the European
Parliament, take the appropriate measures’.'” This provision may only be used where no
other provision of the Treaty gives the Community institutions the necessary power to
act.!%” It has usually been the basis for the establishment of Community offices.!%

Community involvement with intellectual property can be divided into four stages. In
the 1970s, the focus of attention was on the establishment of a Community patent system,
that is a system in which a single patent would be granted for the whole of the Com-
munity, enforceable in Community patent courts. To this end, in 1975 the Community
Patent Convention was agreed to at an intergovernmental level between the (then nine)

ECR 6039. However, an abuse of dominant position was found where a broadcasting organization which
generated programme schedules in which copyright was held to subsist, refused to license a newspaper to
publish those schedules on a weekly rather than daily basis, RTE and ITP v. EC Commission, Joined Cases
C-241/91 and C-242/91 [1995] ECR 808 (the Magill Case). Subsequent decisions have sought to identify the
basis to the Magill Case, but as yet have proved inconclusive: Oscar Bronner v. Media Print, Case C-7/97 [1998]
ECR 1-7791; Tierce Ladbroke v. Commission, T-504/93 [1997] ECR 11-923; IMS Health Inc v. Commission,
T-184/01R (CFI) [2002] 4 CMLR 58; NDC Health Corporation and NDC Health GmbH, Case C-481/01P(R).

102 See Craig and De Biirca. 103 Art. 94 EC.

104 Art. 95 EC (formerly Art. 100A of the Treaty). See Netherlands v. European Parliament and Council,
Case C-377/98 [2002] OJEPO 231; [2002] FSR 575 (ECJ) paras. 13-29 (Biotech Directive was properly based
on Art. 100A).

105 The Protocol on the Application of the Principles of Subsidiarity and Proportionality states that the
Community should legislate only to the extent necessary and that, in general, directives should be preferred to
Regulations, and framework directives preferred to detailed measures (para. 6). It also requires the Commis-
sion to consult widely before proposing legislation (para. 9). Such consultation is usually by way of issuing
Green Papers and holding meetings of ‘interested parties’.

106 Art. 308 (formerly Art. 235 of the Treaty).

107 Commission v. Council, Case C-45/86 [1987] ECR 1493, para. 13. 108 & o CTMR, Recital 4.
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member states. However, the political will to introduce the scheme never materialized.'*
In part this was because in 1973 a separate instrument for the granting of patents, the
European Patent Convention (EPC), had been agreed to between states (a number of
which were then outside the EC). As such, there was little urgency to implement the
distinct (though linked) Community patent. Despite attempts to revive the Treaty through
a 1989 Protocol in Luxembourg,''? it is only in the last couple of years that a real will for a
single Community patent regime has emerged. This has taken shape in the form of a
Commission proposal to introduce a Community patent by way of a Community Regula-
tion.!!! In the meantime, the existence of the European Patent Convention has limited the
ability of the Community to harmonize national patent laws. The reason for this is that all
member states are parties to and therefore bound by the EPC. At the same time, they
cannot amend the Convention without the assent of the non-EC participants. In the two
fields where Community action has taken place, the proposals have been made to appear
as if they leave the EPC untouched. The two Regulations on Supplementary Protection
Certificates are worded so as to avoid appearing to be extensions of the patent term.!'?
Similarly, the Directive of the European Parliament and Council on the Legal Protection of
Biotechnological Inventions, which attempts to harmonize patent law for biological inven-
tions, is presented as a Directive to harmonize the ‘interpretation’ of existing provisions of
the EPC, rather than amending or modifying those provisions.

In the 1980s, attention turned to the harmonization of trade mark law. The first part of
a two-pronged strategy was to approximate national trade marks laws. This was eventually
completed by way of a directive.!’> The second prong saw the establishment of a single
office that granted Community trade marks enforceable in the courts of member states
designated as Community Trade Mark Courts. The Community trade mark was intro-
duced by way of a Council Regulation, and in 1996 the Office of Harmonization in the
Internal Market was established in Alicante, Spain.!'* As the substantive rules of the
Regulation are virtually identical to those of the Directive, appeals of decisions of the
Office of Harmonization to the OHIM’s Boards of Appeal, the Court of First Instance and
the ECJ offer valuable guidance to national authorities.

At the end of the 1980s, the third wave of harmonization began when the Commission
set out to harmonize a number of aspects of copyright law.!'> The need for action arose
because the different levels of copyright protection in different member states was seen to
constitute a potential barrier to trade.’® In contrast with the approach taken to trade
marks, the Community passed a series of seven Directives each harmonizing particular
aspects of copyright law (especially relating to areas of technological change). In so doing,
the Commission also aimed to set the standard of protection to be given to creators at a
‘high level’.!"”

The 1990s also witnessed Community intervention in relation to a number of the so-
called sui gemeris intellectual property rights. A Community Plant Variety Regulation

109 11976] OJ L 17/43.

10 Luxembourg Agreement of 15 Dec. 1989 relating to Community Patents (1989) O] L 401/1.

U1 See below at pp. 335-6, 341. 12 SPC (MP) Reg.; SPC (PPP) Reg.

113 Trade Marks Directive. 114 See below at pp. 766, 779-84. 115 See below at pp. 43-52.

116 1t was also motivated by the prompting of the ECJ, e.g. in EMI Electrola GmbH v. Patricia Im-und
Export, Case C-341/87 [1989] ECR 79.

117 e.g. Duration Dir. Recital 10.
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established a Community Office in Angers, France. In contrast to the strategy in relation to
trade marks, no harmonization directive was passed regulating national law.!'® A directive
was also passed relating to the harmonization of the law relating to designs which was
followed by a Regulation introducing a Community Registered Design (to be issued by the
Office of Harmonization in the Internal Market), and a Community Unregistered Design
Right.!”® The latter, available since April 2002, is the first Europe-wide, unitary right to be
granted automatically, rather than after application to an office. Finally, the Commission
has put forward a proposal to harmonize the law on utility models. If adopted (though
there now seems a lack of political will to do so) this would require member states to
supplement patent protection with a system for issuing a second tier of rights for
inventions that will be available for a shorter term and more readily than patents.'?°

Given the breadth of European intervention in intellectual property law, it is not sur-
prising that a number of challenges have been made to particular European initiatives. In
most cases, such challenges must be brought by national governments before the Court of
Justice.!?! National courts do not have the power to declare acts of the Community
institutions to be invalid.'?? If past experiences are much to go on, it seems that attempts to
set aside Community legislation are unlikely to be successful.!*

4.3.1 Implementation

In the UK, directives have been implemented through the introduction of new statutes (as
with the Trade Marks Act 1994), or more commonly by amending existing statutes by way
of statutory instrument.'** When implementing directives, the UK government has tended
to rewrite the (often abstract) provisions used in the directives into the language that is
more commonly found in British statutes. Unfortunately, such rewriting can make inter-
pretation doubly difficult, and a number of UK judges have made adverse comments
about this practice.'”® Unlike the case with directives, regulations do not need to be
implemented into national law to be effective.!*® However, where national procedures
need to be established (as with the Regulations on Supplementary Protection Certificates),
some action must necessarily follow.

If a government fails to implement a directive or implements it partially or tardily,
the Commission may commence an action against that member state before the ECJ.'

118 CPVR. See below at pp. 575-7. 119 See below at pp. 596-8.

120 See below at pp. 338—40.

121 The locus standi rules mean that the applicant must normally be a member state or community
institution rather than an individual. But in certain circumstances an individual may challenge EC legislation,
see Codorniu SA v. Council, Case C-309/89 [1994] ECR 1853 (Spanish producers of sparkling wine also
owners of graphic trade mark ‘Gran Cremant de Codorniu’ successfully objected to regulation restricting
legitimate use of ‘cremant’ to wine made in France or Luxembourg).

122 Foto-Frost, Case C-314/85 [1987] ECR 4199.

123 Spain v. The Council of the European Union, Case C-350/92 [1995] ECR 1-1985; Metronome Music v.
Music Point Hokamp GmbH, Case C-200/96 [1998] ECR 1-1953; Netherlands v. European Parliament and
Council, Case C-377/98 [2002] OJEPO 231; [2002] FSR 575 (EC]J).

124 Buropean Communities Act 1972, s. 1(2).

125 philips Electronics BV v. Remington Consumer Products [1998] RPC 283; British Horseracing Board v.
William Hill [2001] 2 CMLR 212, 225; Apple Computer Inc.’s Design Application [2002] FSR (38) 602, 603.

126 Art. 249 EC (formerly Art. 189 of the Treaty).

127 See, e.g. Commission v. United Kingdom, Case C-30/90 [1992] ECR 1-829 (UK compulsory licence
provisions incompatible with Treaty); and Commission v. Ireland, Case C-212/98 (25 Nov. 1999) (failure of
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Moreover, pending implementation, a number of consequences may follow automatic-
ally.!?® First, in accordance with general principles of European law, the provision has a
direct effect ‘vertically’ on state bodies, including rights-granting bodies such as the
Patent Office or Trade Marks Registry. This direct effect only applies where the provision
is clear and unconditional.'” Second, the national courts must interpret existing
national law in line with the unimplemented provisions of a directive: a consequence
sometimes referred to as ‘indirect effect’.!® Where this is not possible, individuals are not
able to rely on the unimplemented provisions to bring an action against other private
bodies: there is no ‘horizontal” direct effect. While in these circumstances private indi-
viduals may not get the remedy they would have been entitled to if the directive had been
implemented, they are not left without a course of action. This is because if a private
individual has suffered damage as a result of a government’s failure to implement a
directive, the member state may be required to compensate the individual. For this to
occur, the claimant must show that the object of the directive was to create rights, that the
scope of rights is identifiable, and that failure to introduce such rights caused the
damage.'?!

4.3.2 Interpretation

When interpreting provisions that are intended to give effect to a European directive, not
surprisingly the directive will be a critical aide to interpretation. For the uninitiated
common lawyer, European directives may seem strange since they are often formulated in
relatively vague language. In such cases, the provisions should be interpreted purpos-
ively.'*> While the text of the directive remains critical, particular attention should be given
to the Recitals at the front of the directive, since these often provide specific examples
explaining what a clause is intended to cover.

The material available to assist in the interpretation of a directive will be different from
the material that is used to interpret British statutes. Whereas it is possible to look to
Hansard when interpreting (purely) UK law, when considering the implementation of a
European directive, what is said in the British Parliament will be of little assistance (except

Republic of Ireland to implement the Satellite Directive); Commission v. Ireland, Case C-213/98 [2000] ECDR
201 (failure of Republic of Ireland to implement the Rental Directive); Commission v. Ireland, Case C-13/00
(19 Mar. 2002) (failure of Ireland to implement the Paris Act of Berne and thus failure to fulfil its obligations
under Art. 300(7) EC and Art. 5 of Protocol 28 of the European Economic Area of 2 May 1992).

128 See Craig and De Biirca, 202-27.

129 NV Algamene Transport en Expeditie Onderrenning van Gend Loos v. Nederlandse Administratie der
Belastingens, Case 26/62 [1963] ECR 1. These conditions have been whittled away, so the question may well
now be whether the provision is capable of being applied by a court to a specific case: H. J. Banks & Co. v.
British Coal Corporation, Case C-128/92 [1994] ECR 1-1209, 1237 (Advocate General Gerven). For an
example, see Mister Long Trade Mark [1998] RPC 401 (TM Dir. Art. 13).

130 Marleasing v. La Comercial Internacional de Alimentacion, Case C-106/89 [1990] ECR 1-4135; Silhouette
International Schmied GmbH & Co. KG v. Hartlauer Handegesellschaft mbH, Case C-355/96 [1998] CMLR 953,
979; Webb v. EMO Cargo [1992] 2 All ER 43; [1995] 4 All ER 577.

131 Francovich v. Italian Republic, Joined Cases C-6, and 9/90 [1991] ECR 1-5357 (paras. 31-45); R v.
Secretary of State for Transport, ex p. Factortame [1999] 3 CMLR 597.

132 Re Adidas AG, Case C-223/98 [1999] 3 CMLR 895 (under Community law legislation is to be inter-
preted by reference to the wording taking into account the context and object of the legislation); SA Société
LTJ Diffusion v. SA Sadas C-291/00 (17 Jan. 2002) [2003] ECR 1-02799 (AG, para. 18); Ansul v. Ajax, Case
C-40/01 (11 March 2003), para. 26.
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possibly as regards the implementation of optional aspects of European legislation).!*
Instead, attention must be paid to the European ‘travaux preparatoires’, such as Commis-
sion proposals.’** In exceptional, cases it may be helpful to refer to the so-called ‘Agreed
Statements’, that is to the minutes of what was agreed between the Commission and the
Council.'

When interpreting British law implementing a directive, it may be important to take
account of decisions of other European courts.'* Occasionally decisions given by the
courts of member states before the adoption of the directive may provide some indication
of what the directive was intended to achieve. Where a directive is meant to correspond to
pre-harmonized law in one jurisdiction, the decisions of that jurisdiction may carry spe-
cial weight.!”” While the judgments of the courts of member states as to the meaning of a
directive may be helpful, there is no obligation to follow the interpretation of the first
court to interpret a directive. Decisions of the courts of all member states are meant to be
equally authoritative.

Ultimately, the question of the way a directive (or regulation) is to be interpreted is
decided by the ECJ."*® The Court is assisted by one of the eight Advocates General, who
make reasoned submissions in order to assist the Court. The Advocate General’s opinion
may be a useful interpretative tool to resolve doubts over a decision of the ECJ. In some
situations, particularly in relation to appeals from the Boards of Appeal of the OHIM,
hearings are initially to the Court of First Instance (from whence appeals can be heard by
the ECJ). Given the enormous workload of the ECJ, it seems likely (and desirable) that a
specialist chamber of the Court of First Instance (with a limited possibility for further

133 British Sugar v. Robertson [1996] RPC 281, 292 (no room for the application of Pepper v. Hart or the
White Paper). Cf. R. Burrell, H. Smith, and A. Coleman, ‘Three-dimensional Trade Marks: Should the Direct-
ive be Reshaped?’, in N. Dawson and A. Firth (eds.), Trade Marks Retrospective: Perspectives in Intellectual
Property, vol. 7 (2000) 137, 160 n. 5.

134 5. Schenberg and K. Frick, ‘Finishing, Refining, polishing: on the use of travaux préparatoires as an aid
to the interpretation of Community legislation’ (2003) 28 ELR 149, 156-7 (observing that such documents
have frequently been used in the interpretation of the regulations creating ‘supplementary protection certifi-
cates’ and on the registration of ‘geographical indications.”)

135 Schgnberg and Frick, 164—7. In relation to the TM Dir., see Libertel Groep BV v. Benelux MerkenBureau,
Case C-104/01 [2004] FSR (4) 65 (para. 25) (ECJ) (noting that the Minutes specifically acknowledge that they
should not be used in interpretation). For the general proposition that ‘declarations recorded in minutes . . .
cannot be used for the purposes of interpreting a provision of Community law where no reference is made to
the content of the declaration in the wording of the provision in question’, see VAG Sverige AB, Case C-329/95
[1997] ECRI1-2675 (para. 23) and Antonissen, Case C-292/89 [1991] ECR1-745,[1991] 2 CMLR 373 (para. 18).
For British objections to use of such minutes where they are not public documents, see Wagamama v. City
Centre Restaurants [1995] FSR 713, 725.

136 e.g. in Philips Electronics NV v. Remington Consumer Products [1999] RPC 809, 8201 reference was
made to the Swedish decision in Ide Line Aktiebolag AG v. Philips Electronics NV [1997] ETMR 377; and in
Premier Brands UK v. Typhoon Europe [2000] FSR 767 reference was made to a number of German decisions.

137 But for them to do so there must be solid evidence of the relevant legislative intention: Wagamama v.
City Centre Restaurants [1995] FSR 713, 725. In British Horseracing Board v. William Hill [2002] ECDR 41 the
Court of Appeal acknowledged that a different understanding of the Database Directive from that of Laddie J
at first instance prevailed in Scandinavian countries, and noted that the latters’ understanding may be
significant given the fact that the Directive was said to be influenced by the so-called ‘Nordic catalogue rule’.
The Court of Appeal therefore referred the case to the ECJ.

138 One controversial issue concerns when ‘interpretation’ permitted under Art. 234 EC ends, and
determination of facts—a matter for the national courts—begins. See, generally, Craig and De Burca, 472-3,
and in the context of intellectual property, Arsenal v. Reed, Case C-206/01 [2002] ECR 1-10273; Arsenal FC plc
v. Reed (No. 2) [2003] 1 CMLR 13; [2003] 1 All ER 137 (CA).
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appeals to the ECJ) will be established sometime in the future. Until that time, the final
word on the meaning of Community provisions is left to a tribunal that is clearly less than
comfortable with intellectual property law.

4.4 EXTERNAL RELATIONS

Another way in which the European Community is involved in intellectual property law is
through the role it plays in negotiating and signing treaties. The Community’s treaty
powers are set out in Article 133 EC (formerly Article 113 of the Treaty), as amended by
the Treaty of Nice in 2003.'* This gives the Community the exclusive power to enter into
treaties with respect to common commercial policy, a notion which is expressly extended
to the negotiation and conclusion of agreements relating to ‘the commercial aspects of
intellectual property’. Article 133(7) of the amended text continues to allow the Council,
after consulting the Parliament, to enter into treaties relating to intellectual property.'*’ To
date the Community has entered into a number of intellectual property related treaties.
For example, the Community is now a party to TRIPS and has entered into bilateral
agreements with Morocco, Tunisia, and Australia for the protection of denominations of
wine."! In addition, a Council decision has been taken to accede to the WIPO Copyright
Treaty and WIPO Performers and Phonograms Treaty.'*?

4.5 EUROPEAN ECONOMIC AREA

To understand intellectual property law in the United Kingdom, it is important to be
familiar with the European Economic Area (EEA). This is an initiative entered into
between the EC and certain satellite countries who are members of the European Free
Trade Area (EFTA). In 1994, the majority of the countries then in EFTA decided to enter
into a joint EC-EFTA initiative and form the European Economic Area.'*’ The countries
that joined the EEA from EFTA undertook to join various international conventions,'* to
implement domestic provisions on the free movement of goods (similar to those in
Articles 28 and 30 EC), on competition (equivalent to Articles 81 and 82), and a raft of EC

139 In a case concerning the powers of the Community to enter TRIPS, the European Court of Justice held
that Art. 113 (as it then was) did not cover treaties relating to intellectual property rights, except insofar as
they related to border measures, Opinion 1/94 [1994] ECR I 5267, 5316. The TRIPS Agreement was entered
into by the Community (under implied powers) and member states: Opinion 1/94 [1994] ECR 1-5267. See
generally Craig and De Burca, 127-131.

140 A, Dashwood, ‘External Relations Provisions of the Amsterdam Treaty’ (1998) 35 CMLR 119; P. Pesca-
tore, ‘Opinion 1/94 on Conclusion of the WTO Agreement: Is There an Escape from a Programmed Disaster?’
(1999) 36 CML Rev. 387.

141 Under Art. 133. Council Regulation (EEC) No. 482/77 of 8 Mar. 1977 [1977] O] L 65/1; Council
Regulation (EEC) No. 3618/87 of 30 Nov. 1987 [1987] OJ L 3618/87; Council Decision 89/146/EEC of 12 Dec.
1988 [1989] OF L 56/1.

142" Council Decision 2000/278 of 16 Apr. 2000, OJ 2000 L89/6. Note Text of Proposed Council Decision on
Madrid Protocol (8 Apr. 2003).

143 Although the EFTA countries at one time included Austria, Finland, and Sweden, they have since
acceded to the EC. The EFTA countries that are parties to the EEA are: Iceland, Norway, and Liechtenstein.
The only remaining EFTA country, Switzerland, refused to join the EEA.

144 Tndeed member states agreed to adhere to these Conventions, and the Court ruled that Ireland had
failed to do so in Commission v. Ireland, Case C-13/00 (19 Mar 2002) (ECJ).
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directives (including those on trade marks and copyright).!*> These provisions are
enforced by the ‘EFTA Surveillance Authority’ and the ‘EFTA Court’.!* In return, the EC
agreed to extend its provisions to the EEA countries. As a result where the term ‘Com-
munity’ or ‘common market’ are used in provisions falling within the EEA, they refer to
the territories of the contracting parties."”” Moreover, the doctrine of exhaustion and the
jurisprudence of the ECJ on Article 28 EC explicitly apply to goods placed on the market
in the EEA.'*®

4.5.1 ‘Europe agreements’

Increasingly, ‘European’ intellectual property law is having an ever-expanding significance
outside of the EU. In part, this was promoted by the Treaty of Nice, which paved the way
for a number of countries to join the Community on 1 May 2004.'* In addition, the EC
has entered into ‘Europe Agreements’ with so-called ‘candidate countries’.!*® The agree-
ments, which aim to establish a free-trade area, contain a number of provisions in relation
to intellectual property.

The EC also operates a number of initiatives and has agreements with many satellite
countries. The EC has also entered into ‘Euro-Med Association Agreements’ with coun-
tries of the South and East Mediterranean,'®! ‘Partnership and Co-operation Agreements’
with countries in Eastern Europe and Central Asia,'> and ‘Stabilisation and Association
Agreements’ with Balkan states (such as Croatia and Macedonia).!*?

Typically these agreements include prohibitions on ‘quantitative restriction on imports
and measures having equivalent effect’, as well as competition provisions similar to Art-
icles 81 and 82 EC. The agreements usually also require the contracting party to apply to
become parties to (or if already parties, to affirm their commitment to) various intel-
lectual property treaties such as the European Patent Convention, the Union for the
Protection of Plant Varieties the Rome Convention, the Madrid Protocol, the Berne and
Paris Conventions, the Madrid Agreement, and the Patent Cooperation Treaty. They also
require states to implement the Community ‘acquis’ so as to approximate its laws on
intellectual property with those of the EC. The implementation of these standards is
monitored, and the Commission reports have frequently emphasized the importance both

145 Agreement on the European Economic Area OJ L 001, 3 Jan. 1994, 3. See esp. Arts. 11, 13, 53, 54. On the
implementation see the AIDA (Acquis Implementation Database) at www.efta.int/structure/Surv/Databases/
AIDA.

146 See www.efta.int. There have been few decisions of the EFTA court of interest in intellectual property:
Mag Instrument v. California Trading Co., E2-97 [1998] 1 CMLR 331 discussed at p. 941 n. 163; Paranova v.
Merck, Case E-3/02 (8 Jul. 2003).

147 Para. 8 of Protocol 1 on Horizontal Adaptation to the EEA Agreement.

148 Protocol 28 on Intellectual Property, Art. 2.

149 Cyprus, The Czech Republic, Estonia, Hungary, Latvia, Lithuania, Malta, Poland, the Slovak Republic,
Slovenia. On enlargement, and its implications for parallel trade, see L. Brazell, “The Protection of Pharma-
ceutical Products and Regulatory Data: EU Enlargement Update’ [2002] EIPR 155; C. Feddersen, ‘Parallel
Trade in Pharmaceuticals in a Europe of 25: What the Specific Mechanism Achieves and What It Does Not’,
[2003] EIPR 545.

150 Turkey, Bulgaria, and Romania. Note the Council Decision of 19 May 2003 on the principles, priorities,
and immediate objectives and conditions contained in the Accession Partnership with Bulgaria [2003] O] L
145/1; with Rumania, OJ L 145/21; and with Turkey, OJ L 145/40.

151 ¢ Tunisia, Morocco, Israel, and Jordan. There are plans for a Euro-Med free trade area by 2010.

152 These include Armenia, Georgia, Russia, Moldova, and the Ukraine.

153 EC-Macedonia [2001] OJ L 124/2; EC-Croatia (9 Jul. 2001).
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of implementation in law and practice, in particular insisting on training of law enforce-
ment bodies and the judiciary on intellectual property matters.

4.6 NON-EUROPEAN UNION REGIONAL INITIATIVES

Finally, it is important to note that there are a number of European initiatives that are
independent of the European Community/Union which relate to intellectual property law.
One of the most important is the 1973 European Patent Convention (EPC). The EPC
established a single central office for the granting of bundles of national patents in
Munich. The EPC is a treaty independent of the European Union, and includes all the
member states of the EU, the EEA, as well as a number of non-EEA countries such as
Switzerland and Turkey.'>*

The Council of Europe, a political organization founded in 1949 comprising forty-five
European countries, has also had an impact on intellectual property. While the Council of
Europe is largely concerned with the promotion of democracy and human rights, it has
undertaken a number of initiatives in the field of intellectual property. The Council
supervises certain treaties, including treaties on patents (relating to formalities required
for patents, international classification of patents, and the Strasbourg Treaty on the Unifi-
cation of certain points of substantive law on patents for inventions) and copyright (in
particular requiring recognition of the rights of broadcasting organizations), and the
protection of authors where their works are broadcast across frontiers.'>® The Council also
makes certain recommendations to governments (for example on copyright law and
reprography),'>

The European Convention on Human Rights, a treaty signed in 1950 under the aegis of

as well as being a forum for discussion.

the Council of Europe, requires contracting parties to recognize certain rights such as fair
trial (Article 6), privacy (Article 8), freedom of expression (Article 10) and property
(Article 1 of the first Protocol). Alleged failures to comply with the Convention are justi-
ciable before the European Court of Human Rights (Article 19). Until recently the impact
of the Convention on British intellectual property law was limited to cases of breach of
confidence and remedies. The Convention has also had little impact on domestic courts.
However, with the coming into force of the Human Rights Act 1998 in October 2000,
arguments based on the Convention have become more frequent and the jurisprudence of
the Court more relevant.'’

154 See p. 330 n. 29.

155 e.g. the Convention on the Unification of Certain Points of Substantive Law on Patents for Inventions
(1963) ETS No. 47 (the UK ratified the Convention which came into force in 1980); European Agreement on
the Protection of Television Broadcasts (1960) ETS No. 34 and Protocol (1965) ETS No. 54, Additional
Protocol (1974) ETS No. 81, and Additional Protocol (1985) ETS No. 113 (the UK ratified this Treaty in
1965); European Convention on Transfrontier Broadcasting (1989) ETS No. 132 (which the UK ratified in
1993) (defining, e.g. the act of broadcasting).

156 Recommendation no. R(90)11 of the Committee of Ministers to Member States on Principles Relating
to Copyright Law Questions in the Field of Reprography (adopted by the Committee of Ministers on 25 Apr.
1990 at the 438th meeting of the Ministers’ Deputies).

157 For arguments based on ECHR, Art. 6(2) (presumption of innocence), see the discussion of criminal
liability for trade mark infringement in R v. Johnstone [2003] FSR (42) 748; for arguments based on ECHR,
Art. 8 (privacy) see chs. 43-5; for arguments based on ECHR, Art. 10, see, e.g. Levis v. Tescos [2002] 3 CMLR
11; [2002] ETMR (95) 1153 (rejecting an argument for international exhaustion), Ashdown v. Telegraph
Group Ltd [2001] 3 WLR 1368; [2002] RPC 235; Confetti Records v. Warner Music UK [2003] FMLR (35) 790
(para. 161) (rejecting argument that ECHR Art. 10 requires a narrow reading of moral rights).
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INTRODUCTION TO
COPYRIGHT

1 INTRODUCTION

In British legal parlance, ‘copyright’ is the term used to describe the area of intellectual
property law that regulates the creation and use that is made of a range of cultural goods
such as books, songs, films, and computer programs.' The intangible property protected
by copyright law is distinctive in that it arises automatically and usually for the benefit of
the author.? Various rights are conferred on the owner of copyright, including the right to
copy the work and the right to perform the work in public.® (‘Work’ is the term used in
British law to describe the various objects that are protected by copyright.) The rights
vested in the owner are limited, notably in that they are not infringed when a person
copies or performs a work that they have created themselves. The rights given to a copy-
right owner last for a considerable time: in many cases for seventy years after the death of
the author of the work.* The basic framework of British copyright law is largely to be
found in the Copyright, Designs and Patents Act 1988,> as amended, most significantly to
implement European Community directives.

This chapter provides an outline of certain background matters that will make the
following chapters easier to follow. We begin by looking at some of the concepts that we
will encounter in the following chapters. We then turn to look at the history and functions
of copyright law, as well as international and European influences on British copyright
law.

2 ‘COPYRIGHT AND ‘DROIT D’ AUTEUR’

Many factors shape the way we view British copyright law. To some, it may appear as an
unnecessary restriction on their ability to express themselves. For others copyright law
provides the means to protect investment and labour. More generally the image we have of
British copyright law is shaped by the way we think it relates to other legal regimes. On the
one hand, British copyright law is often seen as a gift that was bequeathed to colonial

1 For an analysis of various other perspectives on copyright, see P. Goldstein, ‘Copyright’ (1990-1) 38
Journal of the Copyright Society of the USA 109.

2 See Ch. 5. 3 See Ch. 6. 4 See Ch.7.

5 Certain related rights, such as the ‘publication right’ and the ‘database right’, are found in statutory
instruments.
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countries. At the same time British copyright law (and its ‘unruly colonial children’) is
seen to be distinct from the ‘copyright law’ that exists in other countries. Most famously,
common law copyright is said to be distinct from and in many ways in opposition to the
civil law droit d’auteur system (of France). While there is now a growing body of literature
that questions the accuracy of these portrayals,® nonetheless these caricatures have had
and undoubtedly will continue to have an impact on the way the law develops.

The common law copyright model is said to be primarily concerned with encouraging
the production of new works.” This is reflected in copyright law’s emphasis on economic
right, such as the right to reproduce copies. Another factor that is said to typify the
copyright model is its relative indifference to authors. This is said to be reflected in the fact
that British law presumes that an employer is the first owner of works made by an
employee, the paucity of legal restrictions on alienability, and the limited and half-hearted
recognition of moral rights.® In contrast, the civil law droit d’auteur model is said to be
more concerned with the natural rights of authors in their creations. This is reflected in
the fact that the civil law model not only aims to secure the author’s economic interests,
but also aims to protect works against uses which are prejudicial to an author’s spiritual
interests (in particular through moral rights).

3 AUTHOR’S RIGHTS AND NEIGHBOURING RIGHTS

While British copyright law abandoned the formal distinction between different categories
of works with the passage of the 1988 Act, nonetheless an informal distinction is still
drawn between two general categories of subject matter. More especially a distinction is
drawn between what are known as ‘authorial works’ and ‘entrepreneurial works’ (or
‘neighbouring rights’). This reflects the distinction drawn in many legal systems between
‘author’s rights’ and ‘neighbouring rights’. Author’s rights refer to works created by
‘authors’ such as books, plays, music, art, and films. In contrast, neighbouring rights
(which are sometimes called ‘related rights’ or ‘droits voisins’) refers to ‘works’ created by
‘entrepreneurs’, such as sound recordings, broadcasts, cable programmes, and the typo-
graphical format of published editions. The rationale for differentiating between these two
categories of subject matter lies in the facts that neighbouring (or entrepreneurial) rights
are typically derivative, in the sense that they use or develop existing authorial works; that
they are a product of technical and organizational skill rather than authorial skill; and that
the rights are initially given not to the human creator, but to the body or person that was
financially and organizationally responsible for the production of the material.’

6 G. Davies, Copyright and the Public Interest (1994; 2nd edn, 2002); J. Ginsburg, ‘A Tale of Two Copy-
rights: Literary Property in Revolutionary France and America’, in Sherman and Strowel; A. Strowel, ‘Droit
d’Auteur and Copyright: Between History and Nature’, in Sherman and Strowel; Sherman and Bently, ch. 11;
D. Vaver, ‘The Copyright Mixture in a Mixed Legal System: Fit For Human Consumption?’ [2002] Juridical
Review 101.

7 For a classic statement see A. Sterling, World Copyright Law (1999), para. 16.06.

8 See below at pp. 123-6, 272-9, and Ch. 10.

9 For a general discussion see W. Grosheide, ‘Paradigms in Copyright Law’ in Sherman and Strowel, 223
(identifying two extremes thus: ‘One is the view that traditional copyright law must be purified and updated;
the other is the notion that copyright is an integral part of intellectual property law, and that a more liberal
and unorthodox approach to copyright law should be adopted’).
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4 HISTORY

The history of copyright is a complex, subtle, and rich subject. Depending on one’s
interest it is possible to highlight many different themes and trends. For example a history
of copyright could look at the gradual expansion of the subject matter and the rights
granted to owners, the role that copyright law plays in shaping the notion of authorship, or
the impact that copyright has on particular cultural practices. Most histories of British
copyright law tend to focus on the origins of copyright, which are usually traced back to
the 1710 Statute of Anne, or occasionally to the practices developed in the sixteenth
century to regulate the book trade.!? In this section we limit ourselves to a brief chrono-
logical account of some of the more important political and legal events that frame and
shape the current law.

While aspects of copyright law have a long history, copyright law did not take on its
modern meaning as a discrete area of law that grants rights in works of literature and
art until at least the mid-nineteenth century.!' Moreover, it was not until the passage of
the 1911 Copyright Act that copyright law was rationalized and codified into the type of
modern, abstract, and forward-looking statute that concerns us here. The 1911 Act was
also important insofar as it abolished common law copyright in unpublished works
and also repealed the plethora of subject-specific statutes that existed at the time. In
their place the 1911 Act established a single code which conferred copyright protection
on a number of works (whether published or not, and including many previously
unprotectable works such as works of architecture, sound recordings, and films).!? In
most cases, protection lasted for fifty years after the death of the author of the work.!® At
the same time, the 1911 Act abandoned all requirements concerning formalities (in
particular the need for registration with the Stationers’ Company). Infringement was
also expanded to include translations and adaptation as well as reproductions ‘in a
material form’."

Following a review by the Gregory Committee in 1952, the 1911 Copyright Act was
replaced by the 1956 Copyright Act.'® This extended the scope of copyright to encompass
sound and television broadcasts, as well as typographical formats of published editions.
Along with sound recordings and films (which were now recognized as having copyright
in their own right), these new rights were placed in a special category in Part II of the 1956

10° A, Birrell, Seven Lectures on Copyright (1898); Copinger, ch. 2; B. Kaplan, An Unhurried View of Copy-
right (1967), 1-25 L.-R. Patterson, Copyright in Historical Perspective (1968); D. Saunders, Authorship and
Copyright (1992). For accounts of specific periods and moments, see M. Rose, Authors and Owners (1993);
R. Deazley, On the Origin of the Right to Copy: Charting the Movement of Copyright Law in Britain
throughout the Eighteenth Century (1695—1775), PhD (Queens University, Belfast, 2000); C. Seville, Literary
Copyright Reform in Early Victorian England (1999). For a historiography, ‘Who’s Painting Copyright’s
History?” in D. McLean and K. Schubert, Dear Images: Art, Culture and Copyright (2002), 257.

11 See Sherman and Bently, 111-28; B. Sherman, ‘Remembering and Forgetting: The Birth of Modern
Copyright Law’ (1995) 10 IPJ 1.

12 Films were protected as ‘photographs’, without prejudice to copyright in the dramatic works embodied
in films. Sound recordings were deemed to be musical works: CA 1911 s. 19.

13 Literary, dramatic, musical, and artistic works other than photographs, which received a term of fifty
years from making.

14 CA1911s.1(2).

15 Report of the Gregory Committee on the Law of Copyright (Cmnd. 8662, 1952).
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Act.'® The 1956 Act was amended on a number of occasions, primarily to take account of
new technologies such as cable television and computer software.'” A further periodic
review by the Whitford Committee in 1977 proposed a general revision of the 1956 Act.'®
After further negotiations and refinement, these proposals led to the passage of the
Copyright, Designs and Patents Act 1988."°

The 1988 Act substantially reorganized the statutory regime. In particular, it removed
the distinction between ‘Part I works’” and ‘Part II subject matter’. This was achieved by
treating films, sound recordings, and broadcasts (along with the authorial works) within a
single general category of ‘copyright works’. In many cases, these changes were not
intended to alter the substantive law.?* However, the rights given to copyright owners were
expanded significantly (notably by the introduction of a distribution right and a rental
right). At the same time, the Copyright Tribunal was established to ensure that copyright
owners did not exercise their rights in an anti-competitive manner.?! The 1988 Act also
introduced a new category of non-assignable ‘moral rights’ for authors.”? Performers’
rights, which were formerly dealt with under special Acts, were also included within the
1988 Act (where they are protected separately under Part I1.)** The 1988 Act also created a
new automatic form of short-term protection for designs, known as the unregistered
design right.?*

Although the 1988 Act forms the basis of contemporary copyright law, it has been
amended on a number of occasions since it came into force in August 1989. In most cases,
these amendments were made to give effect to obligations imposed by European Com-
munity directives. As we will see, while the Community has stopped short of a wholesale
approximation of copyright law, a series of specific interventions has altered the contents
of the 1988 Act to such an extent that a recodification of national law would be desirable.
In particular, two new rights related to copyright, which are currently found in statutory
instruments (namely the database right and the publication right) could usefully be
incorporated into the statutory regime, as could the meaning of ‘information society
service provider’ (for which one has to consult an EC Directive and its annex).

5 JUSTIFICATIONS

The existence of copyright in a particular work restricts the uses that can be made of the
work. For example, a person who purchases a book in which copyright subsists cannot
legally photocopy the book. Similarly a person who buys a protected CD cannot legally
make a tape of that CD for a friend. As well as being inconvenient and/or expensive,
copyright has the potential to inhibit the public’s ability to communicate, to develop ideas,

16/ CA 1956 ss. 12-16.

17" Cable and Broadcasting Act 1984 (adding cable programmes to protected subject matter); Copyright
(Computer Software) Act 1985 (establishing copyright protection for computer programs). The Design
Copyright Act 1968 sought to remedy certain problems in relation to copyright protection for designs.

18 Report of the Committee on Copyright and Designs Law (Cmnd. 6732, 1977).

19 See Green Paper, Reform of the Law relating to Copyright, Designs and Performers’ Protection (Cmnd.
8302, 1981); Green Paper, Intellectual Property Rights and Innovation (Cmnd. 9117, 1983); White Paper,
Intellectual Property and Innovation (Cmnd. 9712, 1986).

20 CDPAs. 172. 21 See below pp. 286-7. 22 See Ch. 10.

23 See below pp. 290-7. 24 See Ch. 30.
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and produce new works. For example, in order for a person to parody a song it will
normally be necessary for them to reproduce a substantial proportion of the lyrics and the
music from the song. In the United Kingdom, this would usually require the permission of
the copyright owner, who in the circumstances may be reluctant to grant permission.

Because copyright law has the potential to inhibit the way people interact with and use
cultural objects, it is important that we constantly reassess its legitimacy. More specifically,
we need to ask whether (and why) copyright is desirable. In this context it is important to
note that not everyone thinks that copyright is a good thing.” In fact, with the advent of
the Internet, there are many who think that copyright unjustifiably stifles our ability to
make the most of the new environment,* that it impinges upon the public domain.”
Others consider that while some aspects of copyright are justifiable, others are not. Typic-
ally the argument is that copyright law has gone too far.”® In response to these copyright
sceptics or critics, three basic arguments are used to support the recognition (and further
extension) of copyright: natural rights arguments, reward arguments, and incentive
arguments.”

5.1 NATURAL RIGHTS

According to natural rights theorists, the reason why copyright protection is granted is not
because we think that the public will benefit from copyright. Rather, copyright protection
is granted because it is right and proper to do so. More specifically, it is right to recognize a
property right in intellectual productions because such productions emanate from the
mind of an individual author. For example, a poem is seen as the product of a poet’s mind,
their intellectual effort and inspiration. As such it should be seen as their property, and
copying as equivalent to theft. Copyright is the positive law’s realization of this self-
evident, ethical precept. However, at this point, natural rights theorists divide as to exactly
what it is about origination that entitles an author to protection. Some, particularly those
associated with the European traditions, explain that works should be protected because
(and insofar as) they are the expressions of each particular author’s personality.”*® On the
assumption that a work created by an individual reflects the unique nature of them as an
individual, the natural rights arguments require that we allow the creator to protect the

25 For an early example see the minority report of Sir Louis Mallet, Report of the Royal Commission on
Copyright, C 2036 (1878) 24 PP. More recent attacks have been associated with the Austrian school of free-
market liberal economics, e.g. A. Plant, ‘The Economics of Copyright’ (1934) Economica 167.

26 In fact, it is commonly argued that widespread illegal copying on the Internet can be explained by
reference to the fact that the public is not persuaded by the rationales offered for copyright: J. Garon,
‘Normative Copyright: A Conceptual Framework for Copyright Philosophy and Ethics’ (2003) 88 Cornell LR
1278, 1283-5. However, other accounts of these practices are emerging: see L. Strahilevitz, ‘Charismatic Code,
Social Norms & the Emergence of Co-operation on the File-Swapping Networks’ (2003) 89 Virg. Law Rev 505
(examining social psychology of peer-to-peer).

27 For a general discussion of the public domain see (2003) 66 Law and Contemporary Problems (Special
Edition on the Public Domain).

28 8. Trosow, ‘The Illusive Search for Justificatory Theories: Copyright, Commodification and Capital’,
(2003) 16 Canadian Journal of Law and Jurisprudence 217.

29 For an overview, see M. Spence, ‘Justifying Copyright’ in D. McLean and K. Schubert, Dear Images: Art,
Culture and Copyright, 388 (2002).

30 For personality theory based on Hegel see J. Hughes, The ‘Philosophy of Intellectual Property’ (1988) 77
Georgetown L] 287.
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work (from misattribution, modification, or unauthorized exploitation) because it is an
extension of the persona of its creator. In the words of an ancient aphorism, ‘to every cow
its calf’. A second version of natural right theory, strongly represented in the US literature,
has tended to found itself on labour. Drawing on Locke’s idea that a person has a natural
right over the products of their labour, it is argued that an author has a natural right over
the productions of their intellectual labour.*!

Critics of natural rights theories of copyright take a number of different positions.
Some simply reject the idea of ‘natural rights’. Others criticise the assumptions within the
theory, for example that a natural right in labour justifies a natural right in the product of
mixing labour and unowned resources. Some criticize the extension of natural rights
theories to copyright, challenging the idea of individual creation of ideas, emphasizing the
social (or ‘intertextual’) nature of writing and painting.*> If works are seen less as the
products of individual labour or personality, and more as reworkings of previous ideas
and texts, the claim to ownership seems weak. Another critique questions why it is that a
natural right in the products of one’s labour should justify recognition of anything more
than a right over the manuscript or immediate creation. A final argument criticizes natural
right theory on the ground that it provides no normative guidance as to the specific form
of copyright law.**

5.2 REWARD

According to reward arguments, copyright protection is granted because we think it is
fair to reward an author for the effort expended in creating a work and giving it to the
public. Copyright is a legal expression of gratitude to an author for doing more than
society expects or feels that they are obliged to do. In a sense, the grant of copyright is
similar to the repayment of a debt. (Although the language of reward often appears when
discussing ‘incentive’ theory of copyright, it differs from incentive theory: in reward
theory proper the reward is an end in itself, in incentive theory the reward is a means to
an end.)

Critiques of reward theory tend to pose two questions. First, they ask, do the circum-
stances in which copyright protection is granted correspond to the circumstances in which
people deserve rewards? One answer is that a reward is only deserved where someone has
done something they felt was unpleasant and they would not otherwise have done. If this
is the case, copyright does seem to make far too many rewards. As we will see, copyright’s
threshold is set at a very low level and thus catches works which are created for their own
sake such as letters, holiday photographs, and amateur paintings. A second account sees

31 On Locke and labour, see J. Hughes, “The Philosophy of Intellectual Property’ (1988) 77 Georgetown L]
287; A. Yen, ‘Restoring the Natural Law: Copyright as Labour and Possession’ (1990) 51 Ohio St L] 517;
W. Gordon, ‘A Property Right in Self-Expression: Equality and Individualism in the Natural Law of
Intellectual Property’ (1993) 102 Yale L] 1533.

32 S. Shiffren, ‘Lockean Arguments for Private Intellectual Property’, in S. Munzer (ed.), New Essays in
the Legal and Political Theory of Property (2001) (disputing the idea that intellectual works are more
susceptible to Lockean arguments than tangible objects); P. Drahos, The Philosophy of Intellectual Property
(1996), ch. 3.

33 J. Garon, ‘Normative Copyright: A Conceptual Framework for Copyright Philosophy and Ethics’ (2003)
88 Cornell LR 1278, 1299-1306.
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the reward as being deserved where the person invested labour (irrespective of their
ulterior motives or the pleasure or pain of labouring).*

The second criticism questions the nature of the reward: why should a person be
granted an exclusive right? There are other systems of reward (such as the Booker Prize)
that have fewer social and economic costs. The usual answer is that copyright allows the
general public to determine who should be rewarded and the size of that reward: the more
copies of a book that are purchased, or the more a record is played on the radio, the greater
the financial reward that accrues to the copyright owner.”® Consequently, a property right
is often the best way to ensure that the reward is proportional to the public’s appreciation
of the work.

5.3 INCENTIVE-BASED THEORIES

In contrast with the natural rights and reward theories, the third argument for copyright is
not based on ideas of what is right or fair to an author or creator. Rather, it is based on an
idea of what is good for society or the public in general. The incentive argument presup-
poses that the production and public dissemination of cultural objects such as books,
music, art, and films is an important and valuable activity. It also presupposes that without
copyright protection, the production and dissemination of cultural objects would not take
place at an optimal level. The reason for this is that while works are often very costly to
produce, once published they can be readily copied. For example, while this textbook took
a considerable amount of time and energy to write, once published, it can be easily and
cheaply reproduced. Consequently, in the absence of copyright protection, a competitor
could reproduce Bently and Sherman’s Intellectual Property Law without having to recoup
the expense of its initial production. In so doing they could undercut Oxford University
Press. According to the incentive argument, if Bently, Sherman, and Oxford University
Press were not given any legal protection, Intellectual Property Law would never have been
written or published—and the world would have been a commensurably poorer place.
The legal protection given by copyright is intended to rectify this ‘market failure’ by
providing incentives that encourage the production and dissemination of works. In short,
copyright provides a legal means by which those who invest time and labour in producing
cultural and informational goods can be confident that they will not only be able to recoup
that investment, but also to reap a profit proportional to the popularity of their work.*®
Utilitarian arguments for copyright are commonly met with three criticisms. Some

34 British copyright law has often employed a variant of reward theory. For example see Designers Guild v.
Williams [2001] FSR 11, para. 2 (HL), Lord Bingham said that the ‘law of copyright rests on a very clear
principle: that anyone who by his or her own skill and labour creates an original work of whatever character
shall, for a limited period, enjoy an exclusive right to copy that work. No one else may for a season reap what
the copyright owner has sown’. See also Walter v. Lane [1900] AC 539, 545 per Earl of Halsbury LC (It would
be a ‘grievous injustice’ if ‘the law permitted one man to make profit and to appropriate to himself the labour,
skill, and capital of another’), 551 (Lord Davey).

35 Thus Bentham argued that ‘An exclusive privilege is of all rewards the best proportioned, the most
natural, and the least bothersome’: A Manual of Political Economy, in J. Bowring (ed.), The Works of Jeremy
Bentham, iii (1843) 31, 71.

36 W. Landes and R. Posner, ‘An Economic Analysis of Copyright Law’ (1989) 18 J. Leg Stud 325;
W. Gordon, ‘An Inquiry into the Merits of Copyright: The Challenges of Consistency, Consent and
Encouragement Theory’ (1989) 41 Stan LR 1343.
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question whether an incentive is really necessary for much production, and certainly there
are plenty of examples of practices of creation and dissemination of works that do not
depend on the existence of copyright.”” Others, admitting the need for an artificial incen-
tive to rectify the market failure, question whether the grant of an exclusive property is the
appropriate incentive.*® After all, exclusive properties impose costs on people who wish to
use the work, costs of policing rights and enforcement on owners and transaction costs on
those who seek permissions.”” In some cases, in fact, exclusive rights are replaced by
payments from general taxation (as with the Public Lending Right discussed in Chapter
13), thus ensuring that authors are provided with an incentive but that the costs associated
with exclusive rights are minimized. Even if we accept that exclusive rights are the optimal
form of incentive, because they bring about contractual transactions in which the parties
value particular uses of works, the third problem with the utilitarian approach is deciding
exactly what incentive is optimal. What should a copyright owner be able to prevent
another person from doing and for how long?

54 THE PLACE OF JUSTIFICATIONS

There is a large body of literature criticizing, developing, and refining these three justifica-
tions. There is not room here to recount and assess this literature further. Nevertheless, it is
worth noting a number of points about the ways these theories are marshalled in support
of legal arguments relating to copyright. It is often said that a natural-rights-based justifi-
cation for copyright inevitably produces a different conception of copyright from that
which results from an incentive argument. More specifically, it is argued that a natural
rights conception of copyright leads to longer and stronger protection for authors (and
copyright owners) than an incentive-based conception. This is because a natural rights
argument for copyright is assumed to result in a form of property that is perpetual and
unqualified.*’ In contrast, an incentive-based argument only justifies the grant of the
minimum level of protection necessary to induce the right-holder to create and release the
work. While there is an element of truth in these arguments, they should not be overstated.
The reason for this is that the copyright law that operates in the United Kingdom today is a
product of a range of different factors, only a few of which could be said to have been
influenced by the justificatory theories.*!

37 S. Breyer, ‘The Uneasy Case for Copyright: A Study of Copyright in Books, Photocopies and Computer
Progams’ (1970) 84 Harvard LR 281 (emphasizing, in particular, the incentives provided by lead-time, and
possible use of contractual methods such as subscription).

38 R. Hurt and R. Schuchman, ‘The Economic Rationale for Copyright’ (1966) 56 Am Econ Rev 421
(suggesting private patronage and government support).

39 See Eldred v. Ashcroft (2003) 123 S Ct 769, 804 ff (Breyer J. in the US Supreme Court explaining the costs
imposed on the public from extension of the term of copyright). For an argument that copyright diminishes
diversity, see G. Pessach, ‘Copyright Law as a Silencing Restriction on Non-Infringing Materials: Unveiling the
Scope of Copyright’s Diversity Externalities’ (2003) 76 S Cal LR 1067.

40 See Millar v. Taylor (1769) 4 Burr 2303, 98 ER 201, 218-22 (Aston J), 252 (Mansfield CJ).

41 Most important is the prevailing understanding of the processes of ‘authorship’: where ‘authorship’ is
understood in its ‘romantic’ sense as the outpouring of the soul, so that the resulting work is the unique
product of its author, no doubt a natural right justification does lead to a maximalist conception of copyright.
In contrast, where the processes of authorship are perceived as processes of a combination of existing texts, of
bricolage, and collocation, a natural rights approach might only justify a short-term and a highly qualified
‘property’ in the resulting work.
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Although the various theories have relatively distinct philosophical pedigrees, when
they have been employed in support of various claims little if any attention is given to such
niceties. Instead, the three arguments are typically deployed side by side. In fact, in most
cases where a claim is made for the legal protection of works not previously protected
(such as television formats) or the expansion of the rights conferred by the law in respect
of such works, one can reasonably anticipate that the three types of justification will be
used. While it is understandable that lobby groups use (or abuse) the various justifications
to further their ends, more problems arise when people begin to believe the rhetoric and
assume that copyright law is determined and shaped by these philosophical ideals.*?

6 INTERNATIONAL INFLUENCES

One of the constant themes in the history of British copyright law is that it has been
influenced by foreign and international trends and developments. While the sources may
have changed, contemporary law is no different.*> There are a number of international
treaties that impact upon British copyright law.** Here, we will limit ourselves to the five
most significant treaties. These are the Berne Convention, the Rome Convention, TRIPS,
the WIPO Copyright Treaty, and the WIPO Performances and Phonograms Treaty.

6.1 BERNE CONVENTION (1886-1971)

The most important international influence on the development of UK copyright has
been the Berne Convention on the Protection of Literary and Artistic Works. The Berne
Convention was drawn up in 1886 as a small treaty allowing for mutual recognition of
rights amongst a few largely European countries. Since then, the treaty has been revised on
a number of occasions,* and the membership expanded to 151 states.*®

In its earliest form, there were two key provisions of the Berne Convention. The first was
the adoption of the principle of national treatment. This meant that with certain excep-
tions a country of the Union should not discriminate between its own nationals and those
of other countries of the Union.*” For example, under the principle of national treatment,

42 J. Litman, Digital Copyright (2001) 77 (‘In the ongoing negotiations among industry representatives,
normative arguments about the nature of copyright show up as rhetorical flourishes, but, typically, change
nobody’s mind’); G. Austin, ‘Copyright’s Modest Ontology— Theory and Pragmatism in Eldred v. Ashcroff
(2003) 16 Can. JL & Juris 163 (‘the realities of intellectual property lawmaking are such that there are few
instances where theory dictates the formulation and development of positive law’).

43 Under the powers conferred by the International Copyright Act 1844 (7 & 8 Vict. c. 12) Britain had
begun to build bilateral arrangements with other countries for mutual recognition of copyrights.

44 Also important are the Universal Copyright Conventions (last revised at Paris in 1971); the Geneva
Convention on Phonograms of 1971; and the Convention Relating to the Distribution of Programme-
Carrying Signals Transmitted by Satellite, Brussels, 21 May 1974.

45 The last revision was at Paris on 24 Jul. 1971, and amended on 28 Sept. 1979.

46 As of 15 Oct. 2003. The Convention applies to all works in which copyright has not expired at the time
of accession to the Convention: Berne Art. 18.

47 Berne Art. 5(1). These are to be enjoyed by authors who are nationals of one of the countries of the
Union, for their works, whether published or not; and authors who are not nationals of one of the countries
of the Union, for their works first published in one of those countries: Berne Art. 3. The exceptions to
national treatment relate to (i) copyright terms which exceed the Berne minimum, Art. 7(8); (ii) copyright in
applied art; and (iii) droit de suite, Art. 14 ter(2).
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French law was obliged to confer the same rights on a British author as it conferred on
French authors. In addition to the principle of national treatment, the Berne Convention
has long required that the ‘enjoyment and exercise’ of copyright in the works of the
Convention should not be ‘subject to any formality’. This means that registration or
notices cannot be made prerequisites for protection.*® Because international protection
is to be automatic, there is no need for international bureaucratic regimes to simplify
registration processes.

Over time the Berne Convention has come to demand that members of the Union
provide certain minimum standards of protection to copyright owners and authors. These
include the right to reproduce the work,* to perform the work publicly,* to translate the
work,! to adapt the work,*? and to broadcast the work.”> Members of the Union are also to
give authors (rather than copyright owners) the moral rights of attribution and integrity.>*
In recognition of the need for the public to be able to utilize works without payment, there
is limited scope for members of the Union to create exceptions.”® In relation to the
reproduction right, these exceptions must satisfy the so-called three-step test. This
requires that all exceptions must be limited to certain special cases, not conflict with a
normal exploitation of the work, and not unreasonably prejudice the legitimate interests
of the author.>® Moreover, protection is to last at least for the life of the author, plus fifty
years thereafter.”’

6.2 ROME CONVENTION (1961)

The coverage of the Berne Convention is limited to literary and artistic works, which
include cinematographic works.® It does not include provisions for the protection of
performers, producers of sound recordings, broadcasters, publishers, and many others.
Despite several attempts to expand the coverage of the Berne Convention to include
performers and sound recordings, these were resisted.”® The various authors’ societies

48 Berne Art. 5(2). For consideration as to whether the requirement of assertion of the right of attribution
complies with this, see below at pp. 325-6.

49 Berne Art. 9 (countries to recognize the exclusive right of authorizing the reproduction of works ‘in any
manner or form’); Art. 9(3) specifically states that a sound or visual recording is to be considered a
reproduction.

50 Berne Art. 11 (for dramatic, dramatico-musical, and musical works); Art. 11 ter (public recitation and
communication of literary works).

51 Berne Arts. 8 and 11(2) (translation); Art. 12 (adaptations, arrangements, and other alterations); Art. 11
ter (2) (communication of translations).

52 Berne Art. 12 (authorizing adaptations, arrangements, and other alterations of their works); Art. 14
(cinematographic adaptation).

53 Berne Art. 11 bis. 54 Berne Art. 6 bis. See Ch. 10.

35 Minor exceptions are permitted in accordance with the understandings expressed at various conferences
but these must be de minimis: see WTO Panel Report, WT/DS/IEOR June 2000. Compulsory licences are
permitted under Art. 11 bis (2) and Art. 13 (mechanical copying).

36 Berne Art. 9(2). Note also Art. 10(2) (use by way of illustration in publications for teaching); Art. 10 bis
(use for reporting current events).

57 Berne Art. 7. Certain exceptions are possible relating to cinematographic works, pseudonymous and
anonymous works (where a 50-year minimum operates), and photographic works and works of applied art
insofar as they are protected as artistic works (where a minimum of 25 years operates).

58 Berne Art. 14 bis.

3 e.g. at the Rome Revision in 1928. Opponents included France and Hungary: see Ricketson,
paras. 15.40-54.
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opposed the inclusion of such works within the Berne Convention on the grounds that
they are non-creative and derivative in character,’’ and that recognition of performers’
rights might reduce the royalties available for authors.®' Similar arguments were also used
to oppose the introduction of sound recordings into Berne (though additional arguments
were made that sound recordings are properly seen as industrial, not literary or artistic,®
and that there are difficulties in identifying an author of a sound recording).®

Eventually, it became clear that international recognition of the rights of phonogram
producers, performers, and broadcasters would need to be sought under a separate
instrument. In 1961 an international agreement on these ‘neighbouring rights’ was
reached at the Rome Convention® (which now has seventy-six signatories).®® Like the
Berne Convention, the central principle of the Rome Convention is national treatment:
national treatment must be provided to performances that take place in a contracting state
or which are embodied on protected sound recordings or carried by a protected broadcast;
to sound recordings produced by national of a contracting state, fixed in a contracting
state or first published in a contracting state; and to broadcasts where the broadcasting
organization is situated in a contracting state or the broadcast is transmitted from a
contracting state.®®

The Rome Convention also requires that phonogram producers, performers, and
broadcasters be granted certain substantive rights. For performers these are relatively
limited, being largely restricted to matters relating to ‘bootlegging’ (that is, the fixation of
their unfixed performances without their consent), the broadcasting of their unfixed
performances without their consent, and the duplication of any such recordings which
have been made illicitly.®” Notably, contracting states are not required to give performers
rights to control the reproduction, distribution, or public communication of legitimately
made recordings of their performances. (As a result there is no requirement, for example,
that performers be paid when films are shown at a cinema.) The protection that is given is
to last for twenty years from the first fixation of the performance, or if it has not been fixed
twenty years from the date when the performance took place.

Producers of phonograms and broadcasting organizations received better treatment.
Producers of phonograms are to be granted the right to prevent the reproduction of those
recordings for twenty years.®® Broadcasting organizations are to be given exclusive rights,

60 So are translations, adaptations, and films, though these are protected under Berne.

61 On so-called ‘cake theory” see Ricketson, paras. 15.52-3.

62 Ricketson, para. 6.76 (arguing that explanation for inclusion of photographs and films but exclusion of
sound recordings and broadcasts from Berne is best explained by the historical fact that when claims to
include the former were made the idea of separate neighbouring rights regimes had not developed).

63 The making of a recording is typically a collective exercise and protection is sought by corporate
authors. However, so is the making of a film. For a comparative account, see G. Boytha, ‘The Intellectual
Property Status of Sound Recording’ (1993) 24 IIC 295. Note, in particular, that the USA did not give
protection at a Federal level until 1971, with the Sound Recording Amendment Act of 15 Oct. 1971.

64 International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting
Organisations.

65 As of 15 Oct. 2003. Though significantly not the USA, as a result of its refusal to give broadcasting
organizations copyright.

66 Rome Art. 4 (performers); Art. 5 (phonograms); Art. 6 (broadcasts). National treatment is defined in
Rome Art. 2.

67 Rome Art. 7. Note also Art. 19.

68 Rome Art. 10. If formalities are required, they are complied with by using the ‘P’ symbol: Rome Art. 11.
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for a minimum of twenty years from when a broadcast took place, to authorize or prohibit
the rebroadcasting of their broadcasts, the fixation of their broadcasts, and the reproduc-
tion of fixations of their broadcasts. Broadcasters were also given the right to control the
showing of television broadcasts in places accessible to the public (against payment of an
entrance fee).®

The three divergent interests that coexist in the Rome Convention gave rise to one
further and important compromise. This was that contracting states are to confer a right
to a single equitable remuneration when phonograms are broadcast or played in public.”’
This right to remuneration must be provided either to the performers whose perform-
ances are embodied on phonograms or on the producers of phonograms or both. This
means that broadcasters, nightclubs, restaurants, etc. must pay a single fee to play sound
recordings. It is left to the contracting states whether the beneficiary of the right is to be
the performer or the phonogram producer, or both.

Contracting states are permitted to make these rights subject to defences as regards
private use, news reporting, ephemeral recordings, and teaching and scientific research,”
as well as the same kind of limitations as are provided for literary and artistic works under
the Berne Convention.”

6.3 TRIPS

The third important international development that impacts upon British copyright law is
TRIPS.” There are a number of provisions in TRIPS that relate to copyright. The most
important of these is that members must implement Articles 1-21 of the Berne Conven-
tion (but not Article 6 bis dealing with moral rights).”* One of the consequences of this is
that disputes over compliance with Berne can now be considered by the WTO.”> While the
TRIPS Agreement does not require member states to adhere to the Rome Convention,

Article 14 of TRIPS contains substantively similar provisions to Rome (though the term of

protection in such cases is substantially longer under TRIPS).”®

In addition, the TRIPS Agreement contains certain ‘Berne-plus’ features, as regards
various aspects of copyright. Some of these are responses to new technologies that have
given rise to new sorts of works and new modes of distribution. For example, under

TRIPS, protection must be given to computer programs as literary works within the Berne

Convention;”” and to compilations of data or other material which by reason of the

69 Rome Art. 13; Art. 14, see Ricketson, paras. 15.41 ff.

70 Rome Art. 12. This can be excluded under Art. 16. 71 Rome Art. 15(1).

72 Rome Art. 15(2). 73 See above at pp. 7-9. 74 TRIPS Art. 9(1).

7> As has occurred in the WTO Dispute Panel Report on US limitations on the public performance right.
WT/DS160/R (15 Jun. 2000). According to TRIPS Art. 14(6) the provisions on neighbouring rights in
performances and phonograms apply to existing works: the WTO Dispute Resolution procedure was used to
induce Japan to comply with this requirement: WT/DS22 and WT/DS 48.

76 TRIPS Art. 14. The term of protection for performers and producers of phonograms is extended to 50
years from fixation of the performance or the date of the performance: Art. 14(5). As regard broadcasts, Art.
14(3) requires that broadcasting organizations are to have right to various rights (to prohibit the fixation,
reproduction of fixations and re-broadcasting of broadcasts, and communication to the public of the same),
but a derogation provides that ‘Where Members do not grant such rights to broadcasting organizations, they
shall provide owners of copyright in the subject matter of broadcasts with the possibility of preventing the
above acts, subject to the provisions of the Berne Convention (1971)’.

77 TRIPS Art. 10(1); see also, WCT Art. 4.
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selection or arrangement of their contents ‘constitute intellectual creations’.”® Reflecting
the impact of new modes of distribution, members must (in most cases) give copyright
owners the right to authorize rental of computer programs, cinematographic works, and
phonograms.” Other provisions flow from more general concerns as to the nature of
copyright protection. In particular, copyright is defined generally as covering ‘expressions’
and not ideas or methods.®® Moreover, TRIPS requires that all limitations and exceptions
(rather than the right to reproduction as in Berne) must satisfy the three-step test.?!

6.4 WIPO COPYRIGHT TREATY (1996)

In December 1996, two treaties were agreed at Geneva: the WIPO Copyright Treaty and
the WIPO Performances and Phonograms Treaty.*? In part, these grew out of the frustra-
tion at the inability to produce a revised version of the Berne Convention and subsequent
attempts to produce a ‘Protocol’ to the Berne Convention (possibly incorporating the
rights of record producers and performers within a single treaty). Both treaties are
intended to supplement the existing Conventions to reflect, in particular, technological
changes and changes in practice.®

For the most part, the WIPO Copyright Treaty (WCT), which came into force in 2002,%
repeats many of the extensions effected in the TRIPS Agreement,® though importantly the
WCT places them back under the supervision of the WIPO. Some of these are extended.
For example, contracting parties must provide copyright owners with the exclusive right
of distribution of fixed copies that can be put into circulation as tangible objects.?¢ In
addition, contracting parties must provide copyright owners whose works are embodied
in phonograms (not just those in computer programs or cinematographic works) with the
exclusive right to authorize the commercial rentals of those fixed copies.®”

The WCT also embodies three provisions that reflect the so-called ‘digital agenda’. (In
essence these are responses to concerns raised by copyright owners about new digital
communication technologies.)® First, as part of the ‘communication right’, contracting
parties must provide copyright owners with the exclusive rights to make their works
available to the public in such a way that members may access the work from a place and at
a time individually chosen by them.® (This is intended to cover, for example, the placing

78 TRIPS Art. 10(2). 79 TRIPS Art. 11, Art. 14(4).

80 TRIPS Art. 9(2). 81 TRIPS Art. 13.

82 J. Reinbothe and S. von Lewinski, The WIPO Treaties 1996 (2002); M. Ficsor, Copyright and the Internet
(2002); D. Saunders and B. Sherman (eds.), From Berne to Geneva (1997).

83 WCT Art. 1 defines the Treaty as a ‘special agreement’ within Art. 21 Berne.

84 There were 51 signatories and as of 4 Nov. 2003 there were 43 ratifications.

85 Art. 2 WCT is on a par with TRIPS Art. 9(2); Art. 4 WCT is on a par with TRIPS Art. 10(1); Art. 5 WCT
is on a par with TRIPS Art. 10(2); Art. 10 WCT is on a par with TRIPS Art. 13; Art. 14 WCT is on a par with
TRIPS Art. 41.

86 WCT Art. 6; ‘Agreed Statement’ concerning Arts. 6 and 7.

87 WCT Art. 7. Note the qualifications in Art. 7(2)—(3).

88 The Preamble recognizes ‘the profound impact of the development and convergence of information
and communication technologies on the creation and use of literary and artistic works’. Note the Agreed
Statement concerning WCT Art. 1(4) which defines reproduction to include the storage of a work in digital
form in an electronic medium.

89 WCT Art. 8. Note also the ‘Agreed Statement’ annexed to the treaty stating that the mere provision of
physical facilities for enabling or making a communication does not in itself amount to a communication.
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of a work on a web site that can be accessed by the public.) Second, contracting parties
must provide adequate legal protection against the circumvention of ‘effective techno-
logical measures’ used by authors to protect their rights.”® Third, contracting parties
must provide adequate remedies to those who tamper with ‘rights management informa-
tion’, that is information used to facilitate the identification or exploitation of those
works.’!

6.5 WIPO PERFORMANCES AND PHONOGRAMS TREATY (1996)

Although the WIPO Performances and Phonograms Treaty (‘WPPT’) was intended to
supplement the Rome Convention, it only contains provisions relating to rights of per-
formers and phonogram producers, and not broadcasters.”” The WPPT upgrades the
position of performers whose performances are embodied on phonograms. However,
largely as a result of the resistance of the American film industry, it does little for actors.
Under the WPPT, contracting parties must confer rights on all performers against boot-
legging equivalent to those in the Rome Convention. This is upgraded from ‘the possibility
of preventing’ to an exclusive right.”> Performers in the music industry (whose perform-
ances have been ‘fixed in phonograms’) are to be given three extra rights. First, they are
to be given rights to control various acts in relation to fixations of their performances, that
is the reproduction, distribution, rental, and making available of copies of such fixations.**
Second, where there is public performance or broadcasting of such fixations, contracting
states are to ensure that performers receive a share in the remuneration that is paid.”
Third, contracting states are to confer moral rights of attribution and integrity on the
performers of ‘live aural performances or performances fixed in phonograms’.®® The
upshot of this is that while recording artists and musicians will get rights which are
equivalent to those given to authors, actors, and other individuals whose performances are
embodied in films/audiovisual works, will be confined to the right to prevent first fixation
(etc.) without their consent.

The WPPT also extends the rights given to producers of phonograms. Contracting
states are not only to confer on the producers of phonograms the right to control repro-
duction, but also the exclusive right to control the distribution, rental, and making avail-
able of copies of phonograms.” The WPPT also requires certain action for the benefit of
both performers and phonogram producers. In particular, the WPPT replicates the three
provisions of the WCT on the digital agenda, that is, the ‘making available’ right, the
requirements relating to technological measures of protection, and the provisions on
rights management information. The Treaty also provides that contracting states may only
create exceptions and limitations to the rights of performers or phonogram producers if

those limitations pass the three-step test.*®

% WCT Art. 11. 91 WCT Art. 12.

92 The WPPT entered into force on 20 May 2002 (Pursuant to Art. 29: 3 months after deposit by 30 states
of their instruments of accession of ratification). There were 50 signatories and as of 15 Oct. 2003 there were
42 ratifications to the WPPT.

9 WPPT Art. 6. 94 WPPT Arts. 7-10. 9 WPPT Art. 15.

% WPPT Art. 5. 97 WPPT Arts. 11-14. %8 WPPT Art. 16.
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7 EUROPEAN INFLUENCES

In the last decade or so, European initiatives have had an important and growing impact
on British copyright law.”® This is because various European directives now prescribe in
some detail when and in what manner member states must (and often may) recognize
intellectual property rights in this field. As we saw in Chapter 1, the need for harmonizing
legislation arose because, despite the efforts of the European Court of Justice (notably
through the doctrine of exhaustion),!® differences in national laws relating to copyright
and related rights operate to produce barriers to trade within the internal market. Perhaps
the clearest example of this was in the decision in EMI Electrola GmbH v. Patricia Im-und
Export.'®! This grew out of the fact that because of differences in the terms of copyright in
sound recordings in Germany and Denmark,'* the sound recording rights in songs by
Cliff Richard had expired in Denmark but not in Germany. Patricia attempted to import
the records from Denmark (where the records were lawfully available) back into Germany.
The European Court of Justice held that even though the copies were lawfully marketed in
Denmark (because the copyright had expired there), the German right-holder was entitled
to prevent the importation of the recordings into Germany where copyright continued to
subsist. This was because as the copyright owner had not consented to the marketing of
those copies in Germany, they had not exhausted their rights. The Court observed that ‘in
the present state of the Community, characterized by an absence of harmonization, it is for
national legislatures to specify the conditions and rules for such protection’. Such restric-
tions are justified by Article 30 EC (formerly Article 36 of the Treaty) if the period of
protection is inseparably linked to the existence of the exclusive rights.

By the time of the Patricia decision, the Commission had already decided that if the
plan for an internal market free from barriers was to be made good, then certain aspects of
copyright had to be harmonized. The first step in the harmonization programme was the
publication of the Green Paper, Copyright and the Challenge of Technology.'®® This set out a
basic plan to harmonize specific areas of copyright, particularly those relating to new
technologies. Given that it was widely believed that national copyright traditions were very
different, it was decided that the wholesale approximation of copyright law was impos-
sible. In the light of comments on the Green Paper,'® the Commission expanded its
proposals in 1990.1% The subsequent decade has seen the formulation and passage of a

99 For an outline of earlier Community activities, see J. Pardo, ‘Highlights of the Origins of European
Union Law on Copyright’ [2001] EIPR 238.

100 Deutsche Grammophon v. Metro, Case C-78/80 [1971] ECR 487.

101 Case C-341/87 [1989] ECR 79. See also Warner Bros v. Christiansen, Case C-158/86 [1988] ECR 2605
(rental right).

102 Both countries granted terms of 25 years but from differing starting dates, Denmark favouring fixation
and Germany publication.

103 Tnterestingly, it had been the subject of discussion as early as 1980: S. von Lewinski, ‘EC Proposal for
Council Directive Harmonizing the Term of Protection of Copyright and Certain Related Rights’ (1992) 23
1IC785,n. 1.

104 The Green Paper received a luke-warm reception. See A. Francon, ‘Thoughts on the Green Paper’
(1989) 139 RIDA 128; M. Moller, ‘On the Subject of the Green Paper’ (1989) 141 RIDA 22 (1989); G. Shricker,
‘Harmonization of Copyright in the EEC’ (1989) 20(4) IIC 466, 475.

105 Follow Up to the Green Paper, 17 Jan. 1991 COM (90) 584 Final.
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series of directives on software, cable and satellite broadcasting, rental and lending, and
‘neighbouring rights’, the duration of copyright, databases, the resale royalty right, and
copyright in the ‘information society’. While each of these directives concerned itself
primarily with a specific aspect of copyright (that is a specific type of subject matter or a
specific right), the Directive on copyright in the Information Society concerned a series of
rights and exceptions applicable to virtually all copyright works. Consequently, this direct-
ive is widely regarded as heralding a shift from ‘vertical’ harmonization to ‘horizontal’
harmonization. While we look at these directives at appropriate points in the following
chapters, it may be useful to outline their key features here. Before doing so, it may be
helpful to highlight some of the themes that are beginning to develop in the European
legislation, some of which have been interpreted as representing a step towards a coherent
European copyright policy.'%

One notable trend is that the directives consistently distinguish between two categories
of works: ‘copyright’ which means authorial works falling under the Berne Convention;
and ‘related rights’ (specifically not ‘neighbouring rights’) which means various rights of
performers, phonogram producers, the producers of the first fixations of films, and broad-
casting organizations. The related rights given to producers of the first fixations of ‘films’
by various Directives are important in that they are not confined to audiovisual or cine-
matographic works, but also extend to other moving images (such as films of sporting
events).

Another notable aspect of the directives concerns the way they manage the (supposed)
differences between the different legal regimes (copyright and droit d’auteur). Given that
the directives are largely the result of lobbying and horse-trading between interest groups
and member states, it is not surprising that the end-results are a hybrid mix of concepts
taken from both the droit d’auteur and copyright law.!”” For example, there is recognition
of an unwaivable right to ‘equitable remuneration’ for the authors of works which are the
subject of rental and lending. This corresponds to similar (though more general) provi-
sions in French and German law guaranteeing author’s proportionate remuneration.'®
On the other hand (much to the disappointment of some French commentators), com-
puter programs are recognized as literary works.!” In addition, where a computer pro-
gram is made by an employee in the course of employment, the economic rights are given
to the employer, rather than to the employee.!!? In some ways, the form that the directives
have adopted is a return, at least from the British perspective, to the openly hybrid nature
of intellectual property statutes in the nineteenth century.

Another trend that is apparent is that while the need for harmonization arose because
variations in the law of member states posed a potential barrier to trade, the Commission
has tended to harmonize ‘upwards’. That is, the EC has tended to strengthen the protec-
tion given to copyright owners. The most obvious example of this was the decision to
increase the term of copyright to the term of life plus seventy years which existed in
Germany, rather than ask that the German term be reduced to life plus fifty (which was the

106 H. Comte, ‘The Rental Rights Directive: A Step towards a Copyright Europe’ (1993) 158 RIDA 2.

107 See, e.g. E. Derclaye, ‘Software Copyright Protection: Can Europe Learn from American Case Law?’
[2000] EIPR 7, 9-10; D. Vaver, ‘The Copyright Mixture in a Mixed Legal System: Fit For Human Consump-
tion?’ (2002) Juridical Review 101 (largely defending the harmonization process against some of its critics).

108 Rental Dir., Art. 4. 109 Software Dir., Art. 1. 110 1bid., Art. 2(3).
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term then used by many member states). While the strengthening of protection has some-
times been explained in terms of legislative convenience, it also suggests that it is at
least an implicit agenda that aims to maximize copyright protection. This can be
detected in Recital 10 to the Duration Directive which says that ‘these rights are fun-
damental to intellectual creation ... their protection ensures the maintenance and
development of creativity in the interests of authors, cultural industries, consumers and
society as a whole’.!'! Another example of the strengthening of the position of right-
holders has been the progressive restriction of the defences or exceptions that member
states are able to use in their laws.!'? This is particularly noticeable in the Database
Directive where the option of a ‘private use’ defence is excluded where the database is in an
electronic form, and where use in scientific research is confined to uses for ‘non-
commercial purposes’.

Another notable, and possibly growing trend, is that the directives adopted in the name
of harmonization have only a very limited harmonizing effect. In fact, there are many
situations where the directives tolerate a level of difference between the laws of member
states. For example, in relation to subject matter, member states are expressly permitted to
protect non-original photographs, and critical and scientific publications of works which
have fallen into the public domain.!® Although there is a some degree of prescription,
member states have flexibility as regards specifying who are the co-authors of cinemato-
graphic works.!'* Member states are sometimes permitted to confer greater rights on
rightholders than those specified in the directives,''> and occasionally (as with the lending
right) to derogate from the standards set by the directives.!'® There are also permissive
clauses in relation to defences,'” presumed transfer of rights,''® and the kinds of collective
licensing regimes required.!® The details of ‘transitional provisions’, are also largely left to
member states.'?® Moreover, as the case law on transitional provisions in the Term Direct-
ive, and that on the concept of ‘equitable remuneration’ makes clear, the harmonizing
directives often offer loose, open-textured concepts around which member states must
formulate specific rules, within certain limited parameters.

Another notable trend that is apparent from the directives is that the Commission is
developing a series of conceptual solutions that may ultimately form the basis for a
harmonized law. The most obvious example of this is in relation to the notion of original-
ity, which we discuss in Chapter 4. By harmonizing the originality requirement in an

111 Duyration Dir., Recital 10. 112 Rental Dir., Art. 10(1).

113 Dyration Dir., Arts. 5 and 6.

114 Rental Dir., Art. 2(2); Duration Dir., Art. 2(1). As well as designating ‘legal persons’ as rights holders:
Software Dir., Art. 2(1); Database Dir., Art. 4(1).

15 Satellite Dir., Art. 6 (expressly permitting member states to provide more far-reaching broadcasting
and communication rights than those mandated by Rental Dir., Art. 8).

116 Rental Dir., Art. 5.

117 Rental Dir., Art. 10.; and the more restricted Database Dir., Art. 6(2); Info. Soc. Dir., Art. 5(2), (3).

118 Rental Dir., Arts. 2(6), (7).

119 Rental Dir., Art. 8(2) (conditions as to sharing remuneration for broadcasting and public performance
between performers and the producers of phonograms), Art. 13(9) (level of remuneration for rental); Satellite
Dir., Art. 3(2), Art. 9(3), Art. 13.

120 Rental Dir., Art. 13(3)—(8); Satellite Dir., Art. 7; and Duration Dir., Art. 10(3), which was considered by
the ECJ in Butterfly Music SRL v. Carosello Edizioni Musicali E Discografiche SRL, Case C-60/98 [1999]
ECDR 1.

© L. Bently and B. Sherman 2004



46 COPYRIGHT

identical manner for computer programs, photographs, and databases, the Commission
has set upon a single European standard, namely that works should only be protected
where they are their author’s ‘own intellectual creations’.!?!

With these general points in mind, we now outline the main features of the seven

Directives.

7.1 COMPUTER PROGRAMS DIRECTIVE (1991)

The first European initiative in the copyright field was the Computer Programs Direct-
ive, which had to be implemented by 1 January 1993.'2? The Computer Programs
Directive addressed the question of whether computer programs should be protected by
copyright, patents or a sui generis right. Fearing that the member states might have
responded differently, the Commission sought a swift and unified response. After con-
sulting with interested parties, it was decided that computer programs should be pro-
tected by copyright. This is reflected in the fact that the Directive requires member
states to protect computer programs as literary works under the Berne Convention. To
ensure that this operates as a matter of substance as well as form, the Directive also
harmonized the criteria of protection. Prior to the Directive, there were wide
divergences as to what member states required of computer programs before they could
be regarded as original, with German law setting the level of originality at a particularly
high level. Ultimately, the Directive requires member states to protect computer
programs as long as they are original in the sense that they are their author’s own
intellectual creation.

The Computer Programs Directive also goes some way to harmonizing the protection
member states must give to computer programs. More specifically, the Directive requires
member states to confer certain rights on the owners of copyright in computer programs,
including the right to control temporary reproduction, the running and storage of the
program, the translation or adaptation, distribution or rental of programs;'* as well as
certain liabilities for ‘secondary infringers’.!** The Directive also requires member states to
recognize certain exceptions to the exclusive rights. Negotiations over these exceptions
caused intense and acrimonious lobbying in Brussels. Ultimately, the Directive requires
member states to enact four exceptions. First, as regards acts done by a lawful acquirer of
a program which are necessitated by use of the program for its intended purpose. Second,
to allow the making of back-up copies. Third, to permit the studying and testing of the
program. Fourth, and most controversially, to permit—in very limited circumstances—
the decompilation of programs.'®

One final provision in the Computer Programs Directive of interest concerns the way it
allocates the ownership of copyright. In the case of programs that are made by employees
in the course of their employment, the Directive requires member states to allocate the
copyright in such programs to the employer.'?®

121 Software Dir., Art. 1(3); Duration Dir., Art. 6, Recital 17; Database Dir., Art. 3(1).

122 Commission, Report on the Implementation and Effects of the Directive in 2000: COM (2000) 199
final.

123 Tbid., Art. 4. See Ch. 6. 124 Tbid., Art. 7. See Ch. 8.

125 1bid., Arts. 5 and 6. See further Ch. 9. 126 Tbid., Art. 2(3). See Ch. 5.
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7.2 RENTAL DIRECTIVE (1992)

The Rental Directive is in two parts, one part dealing with the specific issues of rental and
lending, the other dealing with related rights.'?” The second part comes as close to the
codification of copyright as any of the European Directives. Most of the provisions in the
Directive had to be implemented by 1 July 1994.1%

Chapter 1 of the Directive was drafted in response to the increasing economic import-
ance of home rental as a source of revenue for copyright owners. Some member states had
decided to confer a rental right, and some had adopted provisions relating to the public
lending of works. The Directive attempts to avoid the development of divergent
approaches by harmonizing the law relating to rental and lending.'® It requires member
states to confer on authors (of works within the Berne Convention), performers, phono-
gram producers, and film producers the exclusive right to control the rental and lending of
copies (or in the case of performers, fixations) of their works.!* However, member states
are given a number of options: sometimes in derogation from the exclusive rights. The
most important of these is the option not to recognize an exclusive right to authorize
‘public lending’ if authors receive remuneration of some sort for such lending.'*! Member
states may also exempt certain establishments from the payment of remuneration for
lending.'*?

Chapter 1 of the Directive also includes some interesting provisions on the ownership
of the rental right. The Directive recognized the need for creators to obtain an ‘adequate
income as a basis for further creative and artistic work’.!*® As a result, a fiercely debated
provision requires member states to confer on authors and performers an ‘unwaivable
right to equitable remuneration’ when copies of films or phonograms are rented.'** In
turn, it was decided that this required further definition of who is the author of a cine-
matographic or audiovisual work (a matter on which there are wide divergences under the
laws of different countries).!*> The Directive requires that member states recognize that
the ‘principal director’ is one of the authors of such a work.!*

Chapter 2 of the Rental Directive requires member states to confer various rights on
performers, producers of phonograms, broadcasters, and cable distributors (in addition to
the rental and lending rights conferred by Article 2). Performers are to be given the

127 The Rental Directive emerged in part in response to the European Court of Justice’s decision in Warner
Bros. v. Christiansen, Case C-158/86 [1988] ECR 2605. For background see G. Reinbothe and S. von Lewinski,
The EC Directive on Rental and Lending Rights and on Piracy (1993).

128 Rental Directive, Art. 13. On implementation, see Commission, Report from the Commission to the
Council etc on the Public Lending Right COM (2002) 502 final (12 Sept. 2002).

129 In Metronome Music v. Music Point Hokamp GmbH, Case C-200/96 [1998] ECR 1-1953, 1978-80
(paras. 21-2), the ECJ held that the Directive was legitimate despite its impact on the freedom to pursue
trade because it effected an objective of general interest pursued by the Community and did not consti-
tute a disproportionate and intolerable interference impairing the very substance of freedom to pursue a
trade.

130 Rental Dir., Art. 2(1). Rental and lending are defined in Art. 1. Note also Recital 13. See Ch. 6.

131 Rental Dir., Art. 5(1). See below at pp. 139-40, 211, 316-17.

132 1bid., Art. 5(3). See below at pp. 211, 214.

133 1bid., Recital 7. 134 1bid., Art. 4. See below at pp. 278-9.

135 In the original proposal this was left as a matter for member states. The provision originated in an
amendment to the proposed Directive by the European Parliament Committee on Culture.

136 Rental Dir., Art. 2(2). Reiterated in Duration Dir., Art. 2(1). See below at pp. 118-20.
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exclusive right to authorize or prohibit the fixation,'”” broadcasting, or communication to
the public of their unfixed performances.'* They are also to be given the right to control
the direct or indirect reproduction and distribution of fixations of their performances.'*
Performers are also granted the right to share in the remuneration paid for the right to
broadcast or play in public phonograms embodying their performances."*® In turn,
phonogram producers are to be given the exclusive right to authorize or prohibit the direct
or indirect reproduction, and the distribution of their phonograms.'*! They are also given
a right to share in remuneration paid for the right to broadcast or play in public phono-
grams embodying their performances.'*> Broadcasting organizations are to be given the
exclusive right to authorize or prohibit the fixation!*® of their unfixed broadcasts;'** the
direct or indirect reproduction and distribution of fixations of their broadcasts; or the
rebroadcasting or communication to the public of their broadcasts.!*®

Part 2 also requires member states to confer similar rights on the producers of first
fixations of films. In the European schema, ‘first fixations of films’ is a category of related
rights over and above the category of ‘cinematographic and audiovisual works’, which
covers all fixations of moving images. A film of a football match, for example, would be a
first fixation of a film, even though it might not be a cinematographic work. The produ-
cers of these fixations are to be granted the exclusive right to authorize or prohibit the
reproduction and distribution of their films.'*

7.3 CABLE AND SATELLITE DIRECTIVE (1993)

The third European initiative, the Cable and Satellite Directive, was a response to techno-
logical developments. The Directive required member states (by 1 January 1995) to recog-
nize that copyright and related rights include the right to authorize communication to the
public by satellite."” The Directive does not harmonize these rights. Instead it requires
member states ‘to ensure that when programmes from other member states are
retransmitted by cable in their territory the applicable copyright and related rights are
observed’. The Directive indicates that the rights recognized must be full property rights
and that statutory licensing schemes must be abolished by 31 December 1997. The Direct-
ive limits the ways in which the rights may be administered. The Directive requires that the
right to grant or refuse authorization to a cable operator who wishes to retransmit a
broadcast shall only be exercised through a collecting society.'® This does not apply,

137 Rental Dir., Art. 6(1). See below at pp. 294-5. The reproduction right was repealed and replaced by
Info. Soc. Dir., Art. 2.

138 Tbid., Art. 8(1).

139 Tbid., Art. 7(1); Art. 9. The ECJ has declined to give guidance on what amounts to equitable/
remuneration, leaving it to member states to determine, though seemingly reserving the right to say when
member states get it wrong: Stichting ter Exploitatie van Naburige Rechten (SENA) v. Nederlandse Omroep
Stichting (NOS), Case C-245/00 (6 Feb. 2003) See below at pp. 295-6.

140 1bid., Art. 8(2). See below at pp. 295-6. 141 Tbid., Art. 7(1); Art. 9.

142 Ibid., Art. 8(2). See Ch. 6. 143 Ibid., Art. 6(1). 144 Tbid., Art. 8(1).

145 Tbid., Art. 7(1); Art. 9(1); Art. 8(1). See Ch. 6.

146 Tbid., Art. 7, Art. 9(1). For the problems UK law has with films, see below at pp. 65-7, 79-80.

147 Satellite Directive, Arts. 2 and 4. (It also permits member states to require ‘collective administration’ of
some such rights, but only in the case of simulcasts of terrestrial broadcasts.)

148 gatellite Dir., Art 9(2), Art 10. For British implementation see CDPA s. 144A. Note the criticism of the
German implementation which requires cable operators to pay rightholders an equitable remuneration,
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however, where the rights are owned by broadcasting organizations. The right of the
broadcaster to prohibit retransmission of its own transmissions can be exercised
independently.'*

The most notable feature of the Directive concerns the definition of the place where
the communication takes place. Prior to the Directive, different jurisdictions responded
differently to the question of whether a satellite broadcast takes place in the country
where the broadcast originated, the country from which the signals are sent, the satellite
itself, or the countries where the signal can be received (this is known as the ‘foot-
print’). Opting for the simplest solution, the Directive requires member states to treat a
satellite broadcast as taking place where the signals are introduced. This is the simplest
solution because permissions to broadcast the various works to be included in a satellite
broadcast are only required from the copyright owners in the country of
introduction.'*

7.4 DURATION DIRECTIVE (1993)

The Duration Directive was adopted in response to the Patricia decision, which made it
clear that varying terms of protection posed a hurdle to the completion of the internal
market."! Prior to its adoption, most member states granted copyright protection for a
period of fifty years after the author’s death. However, some countries granted a sixty-year
post mortem term and Germany a seventy-year term. Preferring to harmonize upwards,
the Duration Directive required member states, by 1 July 1995, to grant a term of protec-
tion for copyright works (including original photographs) lasting for the life of the author
plus seventy years.!** In the case of cinematographic works, the duration is seventy years
from the death of the principal director, author of the screenplay, author of the dialogue,
and composer of music.'> Terms of protection for related rights (including broadcasting
organizations and film producers) are to be based on a fixed fifty-year term."** However,
where the country of origin of the work is a third country, and the author is not a
Community national, these terms of protection are to be restricted so that the terms expire
in the EEA no later than their date of expiry in their country of origin.!> The Directive
also requires member states to grant a new right, called the ‘publication right’, where
previously unpublished works in which copyright has expired are published for the first
time.!>

thereby precluding the possibility of cable operators dealing with only broadcasting organizations,
and broadcasting organizations dealing with the collecting society: COM (2002) 430 final (July 26, 2002)
p. 5.

149 Satellite Dir., Art 10. 150 Satellite Dir., Art. 1. See below at pp. 144-5.

151 See above at pp. 14, 43.

152 Duration Dir., Art. 1. Original photographs are defined as those which are their author’s own intel-
lectual creation. Recital 17 suggests that this means the photograph must reflect the personality of the author.
Member states may protect non-original photographs. See below at pp. 103—6.

153 1bid., Art. 2(2). 154 Tbid., Art. 3. See below at pp. 158-9.

155 Prompting a rapid response from the United States. R. Bard and L. Kurlantzik, Copyright Duration:
Duration, Term Extension, the European Union and the Making of Copyright Policy (1999).

156 Duration Dir., Art. 4. See below at pp. 159—60.
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7.5 DATABASE DIRECTIVE (1996)

The Database Directive, which member states were obliged to implement by 1 January
1998, attempts to harmonize the laws of copyright in the field of databases.!” It also
requires member states to introduce a new sui generis right in non-original databases. This
was seen to be necessary to sustain investment in the production and exploitation of
electronic databases equally throughout the Community. While digital technologies had
enhanced the potential of databases, differences in national laws (particularly as to origin-
ality) meant that databases were probably only protected by copyright in a few member
states. This presented the possibility of distortions within the internal market. The Direct-
ive attempts to remedy this problem by requiring member states to ensure that their
copyright laws protect some databases. It also requires that member states introduce new
sui generis rights to protect other databases (no matter how mundane the arrangement of
the material). In a sense, the two-tiered system recognizes that copyright only protects the
selection or arrangement of materials, whereas the database right protects the collection
and verification of the materials themselves.

The Directive requires member states to grant copyright to ‘original databases’. A ‘data-
base’ is defined rather vaguely as a collection of independent works, data or other
materials arranged in a systematic or methodical way and individually accessible by elec-
tronic or other means.!”® A database is only original where ‘by reason of the selection or
arrangement of their contents’ the database constitutes the author’s own intellectual
creation.'”

Member states are to give the owner of copyright in a database the exclusive right to
reproduce the database, to translate it, to adapt, arrange or alter it, distribute it, and
communicate it to the public.!®® Member states must provide a defence to the lawful user
of a database who commits acts that are necessary to access the contents of the database
and to use those contents normally.'® A limited list of optional defences is also
prescribed. !¢

The Directive also requires member states to introduce a new sui generis right (which
is reviewed in Chapter 13). For the moment it is worth observing that the database right
arises where the maker of a database has made a substantial investment in either the
activities of obtaining, verifying or presenting the contents of the database. The maker
of such a database is to be granted a right to prevent extraction or reutilization of the
whole or substantial parts of the database. In certain circumstances, they also prevent
the systematic extraction and/or reutilization of insubstantial parts.'®® Member states
may subject the database right to certain limited defences and exceptions as regards
private use of non-electronic databases, use for illustration of teaching and in non-
commercial scientific research, public security, and administrative or judicial pro-
cedures.'® This right is to last for fifteen years from completion of the database or its
publication, and a new right can arise where there is a substantial new investment in an
existing database.!%

157 See Davison, Chs. 3 and 4. 158 Database Dir., Art. 1. See pp. 64-5.
159 1bid., Art. 3. See pp. 102-3. 160 Tbid., Art. 5. See Ch. 6. 161 1bid., Art. 6(1). See pp. 221-2.
162 1bid., Art. 6(2). See p. 197. 163 Tbid., Art. 7. 164 Database Dir., Art. 9.

165 Tbid., Art. 10(3).
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7.6 ELECTRONIC COMMERCE DIRECTIVE (2000)

The EC Directive on Certain Legal Aspects of Electronic Commerce in the Internal Market
aims to promote electronic commerce within the European Union, that is the provision of
goods and services online. As such, it encompasses matters such as electronic contracts,
unsolicited communications, and codes of conduct which are outside the scope of this
text. However, a number of Articles impact upon intellectual property more directly,
probably the most important of which concern the liability of service providers. As we will
see, important questions arise as to whether people who provide the infrastructure and
facilities for electronic communications become liable for the actions of those to whom
their services are provided.'®® Articles 12-15 of the Directive differentiate between situ-
ations where services are mere conduits and where they are involved in caching and
hosting. The E-Commerce Directive requires member states to provide that a mere con-
duit is not liable, except under a ‘prohibitory injunction’ for information transmitted on
the network. Moreover, a provider shall not be liable for ‘caching’, that is the automatic,
intermediate, and temporary storage of information, as long as it complies with a series of
conditions. Finally, the Directive states that a provider shall not be liable for ‘hosting’, that
is storage of information at the request of a recipient, provided the provider does not have
actual knowledge that the activity is illegal and, as regards claims for damages, is not aware
of facts or circumstances from which illegal activity is apparent; or upon obtaining such
knowledge or awareness, acts expeditiously to remove or disable access to the information.

7.7 INFORMATION SOCIETY DIRECTIVE (2001)

By far the most significant of the Community initiatives dealing with copyright is the
Information Society Directive: often referred to as the Copyright Directive.'®” This Direct-
ive has its origin in the Green Paper, Copyright in the Information Society'®® and the 1996
Follow Up.'®® According to one commentator, it was ‘one of the most intensively debated
proposals in recent EU history’.!”° The Directive is intended to implement the two WIPO
Treaties agreed in Geneva in 1996. However, the Directive goes much further in respond-
ing to the perceived changes brought about by digital technology to the environment in
which copyright law operates. As Recital 5 says:

166 See below at pp. 149-51.

167 Even by the Commission itself: see Commission Staff Working Paper, Digital Rights: Background,
Systems, Assessment SEC (2002) 197 (Brussels, 14 Feb. 2002) p. 4.

168 COM (95) 382 final.

169 COM (96) 568 final. For commentary, see L. Bently and R. Burrell, ‘Copyright and the Information
Society: A Matter of Timing as well as Content’ (1997) 34 Common Market LR 1197. A Proposal was first
issued by the Commission in 1997, an Amended Proposal in May 1999 COM (97) 628 final [1998] O] C 108/
6 (7 Apr. 1998); COM (1999) 628 final [1999] O] C 180/6 (25 Jun. 1999). A Common Position was reached in
Sept. 2000: Common Position (EC) No. 48/2000 [2000] OJ C 344/1 (1 Dec. 2000).

170 M. Fallenbock, ‘On the Technical Protection of Copyright: the Digital Millennium Copyright Act, the
European Community Copyright Directive and Their Anticircumvention Provisions’ (2002-3) 7 Intl ] Comm
L & Policy 4, 80. See also M. Hart, ‘The Copyright in the Information Society Directive: An Overview’ [2002]
EIPR 58 (‘the number of interests engaged in active lobbying on this proposal has been striking’); B. Hugen-
holtz, ‘Why the Copyright Directive is Unimportant and Possibly Invalid’ [2000] EIPR 499 (describing
‘the unprecedented lobbying, the bloodshed, the vilification, the media propaganda, and the constant hound-
ing of EC and government officials’).
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technological development has multiplied and diversified the vectors for creation, produc-
tion and exploitation. While no new concepts for the protection of intellectual property are
needed, the current law on copyright and related rights should be adapted and sup-
plemented to respond adequately to economic realities such as new forms of exploitation.

As well as introducing a ‘making available right’ and controls over technological measures

of protection and rights management information,!'”!

the Directive harmonizes the repro-
duction and distribution rights, and attempts to limit the number and scope of the
exceptions (or defences) that a national regime can operate.!”? The Directive was adopted
on 22 May 2001 and had to be implemented by 22 December 2002. The UK complied with

that obligation on 31 October 2003.173

7.8 RESALE RIGHTS DIRECTIVE

A number of European countries currently offer artists the right to participate in the resale
value or profits from the resale of their works. This is known as the droit de suite or artist’s
resale royalty. In the 1990s, the Commission took the view that variations in national laws
could affect the operation of the art market. To ensure that this did not happen, the Resale
Rights Directive was introduced in 2001.!7* The Directive must be implemented by 2006.
The UK, which has a substantial art market but no resale right, strongly resisted adoption
of the Directive. While the UK was unable to prevent the Directive being adopted, it
did succeed in diluting some of the provisions. The Directive is discussed further in
Chapter 13.

8 THE FUTURE

Although the British copyright legislation has been amended on a number of occasions
over the last ten years, further reforms are required in order to ensure that the UK
complies with international and regional obligations. The first relates to the implementa-
tion of Article 5 of the WIPO Performers and Phonograms Treaty, which recognizes moral
rights for performers. The process of reform was set in place when the Copyright Direct-
orate of the Department of Trade and Industry embarked on a consultation process in
1999.7° The second task is the implementation of the Resale Royalty Rights Directive. In
addition, it is to be hoped, though not expected, that Parliamentary time will be made
available for the passage of a Copyright Act which incorporates previous amendments
(thereby removing doubts that have been raised about their validity), places the publica-
tion right and database right within the statutory schema, and codifies the law so that it is
more comprehensible. In an era where members of the public are more directly involved
with works protected by copyright, copyright owners are increasingly dependent of the

171 See Info. Soc. Dir., Recital 15, 61; Art. 6 (technological measures); Art. 7 (rights management
information). See below, pp. 306-11, 315-16.

172 Art. 5(2). 173 The Copyright and Related Rights Regulations 2003, SI 2003/2498.

174 See below at pp. 317-20.

175 See Copyright Directorate, Moral Rights for Performers: A Consultation Paper on Implementation in the
UK of the WIPO Performances and Phonograms Treaty Obligations on Performers” Moral Rights and on Further
Developments in WIPO on Performers’ Moral Rights (1999).
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public’s knowledge of, and compliance with, the law. Given this it is even more pressing
that the problems with the existing law be remedied.

8.1 INTERNATIONAL CHANGES

At the international level, WIPO has embarked on a number of initiatives that involve or
relate to copyright law. The first area of activity is in relation to audiovisual performances:
a topic that was largely excluded from the 1996 Copyright Treaties because of opposition
from US-based interests.!’® A diplomatic conference was held in Geneva in December
2000 with a view to adopting either a treaty or a protocol to the WPPT. While the parties
were in agreement about nineteen of the twenty proposed paragraphs, they were unable to
reach final agreement.'”” In particular, they were unable to reach agreement as to whether
the rights acquired by producers should arise by operation of law or by agreement. This
issue was discussed at an ad hoc Informal Meeting on the Protection of Audiovisual
Performances in Geneva in November 2003. To date there have no formal proposals for a
diplomatic conference. As such, it seems that it may be some time before we see any
movement in this area.

The second area where WIPO is active is in relation to indigenous culture.'”® In reflec-
tion of the fact that many indigenous cultures do not draw a rigid line between art and
science in the way that Western cultures often do, WIPQO’s activities extend beyond copy-
right to include patents, trade marks and other related rights. While many of the copyright
related problems have been resolved, there are still a number of issues that need resolution.
These include community moral rights, fixation, duration, and ways of protecting against
the usurpation of indigenous style.

Another area where WIPO is active is in relation to databases. When WIPO began work
on copyright reform in the 1990s, there were plans for three treaties (dealing, respectively,
with changes to copyright, performances and phonograms, and databases). However, only
two of the three treaties were passed: the third proposed treaty on databases was left on the
table.!” Given the criticisms of the EU Database Directive and that the United States has,
despite concerted attempts, been unable to produce legislation in this field,"® it is unlikely
that anything comparable to the original draft would be acceptable. The most
likely outcome is a treaty that requires contracting parties to protect databases from
misappropriation, but leaves the means of protection to member states.

The fourth area of possible international reform is in relation to copyright protection
for broadcasting organizations.'®! It was agreed at a meeting in November 2003 that a

176 Diplomatic Conference on the Protection of Audiovisual Performances, Fourth Session (Geneva,
8-20 Dec. 2000).

1778, von Lewinski, “The WIPO Diplomatic Conference on Audiovisual Performances: A First Resume’
[2001] EIPR 333; O. Morgan, ‘The problem of the international protection of audiovisual performances’
[2002] IIC 810-827; Ficsor 70-74, 668—700; Reinbothe and von Lewinski (2002), 469-86.

178 See Ficsor, 76-8, 704-8.

179" See Ficsor, 69-70, 701-2; Reinbothe and von Lewinski (2002), 486-94; Davison, 226-34.

180 The Database Investment and Intellectual Property Antipiracy Bill of 1996, The Collections of Infor-
mation Antipiracy Bill 1997, The Collections of Information Antipiracy Bill 1999, The Consumer and
Investor Access to Information Bill of 1999, Database and Collections of Information Misappropriation Act
2003 (H.R. 3261). See Davison, ch. 5.

181 See Ficsor, 74—6, 702—4.
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consolidated text of treaty proposals would be discussed at a meeting in June 2004. It is
expected that the meeting will decide whether or not to schedule for a diplomatic confer-
ence. As with the other WIPO treaties, these initiatives were prompted by a desire to
update international copyright standards to bring them into line with the ‘information
age’. More specifically, the proposed treaty will deal with the problem of piracy of broad-
casts, particularly of digitized pre-broadcast signals. The proposed treaty will also deal
with problems created by Internet streaming (which is now an important means for
distributing content that is protected by copyright). Undoubtedly, it will also be used as an
attempt to lever stronger and longer protection for copyright owners.

8.2 EUROPEAN INITIATIVES

While the European Commission has harmonized many areas of copyright law, there are
still some possible candidates for future reform: these include the harmonization of moral
rights, copyright contracts, and collective administration.'®> While many of the copyright
reforms initiated by the Commission have proved to be difficult, it is likely that these
remaining topics will be particularly problematic.'® In part, this is because these are areas
where the differences between different member states are most marked. They are also
areas of copyright law which are closely intertwined with other areas of national law such
as contract law and labour law. As such, reform will invariably be caught up in broader
debates. Early studies on moral rights and copyright contracts indicate that there is little
support for harmonization of these matters on the Continent, because of fears that the
laws would be made less author-protective.'® There are a number of other piecemeal
issues that may be addressed in the future. For example, while certain works have to be
recognized under the existing Directives, the Commission has not yet looked at the way
works are defined more generally (including issues such as TV formats) nor at fixation. In
addition, there has been only partial harmonization of ‘originality’ and ‘qualification’ (in
the context of the resale royalty right).

There are also murmurings amongst the more ambitious or federally inclined about the
possible codification of European copyright law. In one version of events, this would
consist of a Community Regulation that consolidates both the existing Directives and the
jurisprudence of the ECJ into a single text. It would also fill in gaps and allow for enforce-
ment through nominated Community copyright courts. The potential advantages of such
a change are self-evident. A code would be simpler, insofar as it consists of a single law,

182 Info. Soc. Dir., Recital 17 (‘It is necessary, especially in the light of the requirements arising out of the
digital environment, to ensure that collecting societies achieve a higher level of rationalisation and transpar-
ency with regard to compliance with competition rules’); Resale Rights Directive, Recital 28 (‘Member states
should ensure that collecting societies operate in a transparent and efficient manner’).

183 See, e.g. M. Walter, ‘Updating and Consolidation of the Acquis: The Future of European Copyright’,
Report of the Commission meeting Santiago de Compostela, June 2002 (proposing harmonization of moral
rights, as well as general application of the unwaivable right to equitable remuneration); Stamatoudi, at 276
(advocating harmonization of moral rights, compulsory licensing, technological systems of protection, col-
lecting societies); Kamina, at 57 (stating that ‘there is plenty of room for further harmonization’ and suggest-
ing possible work on collecting societies or licensing bodies, enforcement, collective bargaining agreements
and copyright contracts).

184 A, Strowel, M. Salokannel, and E. Derclaye, Moral Rights in the Context of the Exploitation of Works
Through Digital Technology (2000); B. Hugenholtz and L. Guibault, Study in the Conditions Applicable to
Contracts Relating to Intellectual Property in the EU (2002) (suggesting harmonization would be ‘premature’).
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rather than a series of national laws. If drafted correctly, it would remove inconsistencies
between the existing Directives. Such a code would also be more user-friendly insofar as it
enables rights to be enforced in a single action across Europe. Despite these attractions, it
is unlikely that it will be introduced, at least in the near future. The first and most obvious
reason for this is that there is no legal basis for full codification. As long as intervention is
based on the need to avoid restrictions on the Internal Market, there are places where the
Community legislature cannot reasonably go. Second, even in areas where intervention is
justified, there are political difficulties that would need to be overcome. So far the tendency
in European legislation has been to harmonize at a higher level, revealing a policy that
favours owners over users. As yet, there is no coherent policy that takes account of the
relationship between authors and owners, or authors and users: two of the other limbs of
the copyright triangle.
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SUBJECT MATTER

1 INTRODUCTION

This chapter examines the subject matter protected by copyright law. In contrast with
some other jurisdictions where the subject matter protected by copyright is defined by
statute in broad and open-ended terms,' the 1988 Act provides a detailed and exhaust-
ive list of the types of creations protected by copyright law. In order for a creation to be
protected by copyright it must fall within one of the following eight categories of
works: (1) literary works, (2) dramatic works, (3) musical works, (4) artistic works, (5)
films, (6) sound recordings, (7) broadcasts, (8) published editions (or typographical
works).

Before looking at the categories of subject matter in more detail, it is necessary to
make some preliminary points. The first is that as the 1988 Act provides an exhaustive
list of the protected subject matter, there is little opportunity for the courts to recognize
new forms of subject matter, other than through the creative interpretation of the exist-
ing categories. The closed nature of the categories, especially when combined with the
fact that the UK has no law of unfair competition, has meant that at times copyright has
been ‘stretched to give protection to creative talents and activities the protection of which
was never in the contemplation . .. of those who from time to time have been respon-
sible for the framing of the successive statutes’.> On other occasions, the fact that the list
is exhaustive has led to the exclusion from UK copyright law of ‘works” which would be
protected in countries operating a non-exhaustive system. This was graphically illustrated
in the case of Creation Records. Here, as preparation in the production of the cover for
Oasis’s album ‘Be Here Now’, (see Fig. 3.1) Noel Gallagher arranged for a series of
objects (a Rolls Royce, a motor bike, a clock) to be placed around a swimming pool. This
collection of ‘artistically’ distributed objects was then photographed by the claim-
ant, and the photograph used as the album cover. However, a photographer from the
defendant newspaper was also present, and took a photograph of the scene. When the
newspaper published this photograph, and offered to sell posters of the scene, the record
company sought an interim injunction alleging infringement of its copyright. The claim
based on copyright failed because the scene did not fall within the meaning of any of

1 e.g. French law protects ‘toutes les oeuvres de Iesprif: French Intellectual Property Code, 1992, Art.
L-112-1. See also Berne, Art. 6. For a proposal to abandon classification of works, see A. Christie, ‘Re-concep-
tualising Copyright in the Digital Era’ [1995] EIPR 522, 525; ‘A Proposal for Simplifying United Kingdom
Copyright Law’ [2001] EIPR 26.

2 CBSv. Ames Records [1981] RPC 407, 417.
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Fig. 3.1 The album cover of Oasis’s ‘Be Here Now’

Source: Reproduced courtesy of SINE, a division of Sony Music Entertainment (UK) Limited.

the (then) nine (now eight) categories of protected works: in particular, it was not an
artistic work, nor a dramatic work.?

A notable feature of the 1988 Act is that all of the subject matter that is protected by
copyright are called ‘works’. This is in contrast to the 1956 Copyright Act where a distinc-
tion was drawn between Part I ‘works’ (literary, dramatic, musical, or artistic works) and
Part IT ‘subject matter’ (sound recordings, films, broadcasts, and typographical arrange-
ments). It is also in marked contrast to the position in civil law systems, such as in France,
which distinguish between ‘author’s rights’ (or droit d’auteur) and ‘neighbouring rights’
or entrepreneurial works (droit voisins). Author’s rights typically cover literary, dramatic,
musical, and artistic work, whereas neighbouring rights are afforded to sound recordings,

3 Creation Records v. News Group [1997] EMLR 444 (interim relief was, however, granted on the basis of
breach of confidence. See below pp. 1020-1).
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broadcasts, and performers.* This distinction is also reflected in the International Conven-
tions: with the 1886 Berne Convention protecting ‘author’s rights’ and the 1961 Rome
Convention protecting ‘neighbouring rights’. Under EC law, ‘neighbouring rights’ are
usually classed as ‘related rights’. While the 1988 Act may have jettisoned the distinction
between works and subject matter other than works, it should not be assumed that all
works are treated the same. Indeed, as will become apparent in the following chapters, the
conditions under which rights are granted as well as the scope, nature, and duration of
those rights differ, sometimes considerably, between different classes of works. It is also
important to note that although British law may have abandoned the formal distinction
between authorial works (literary, dramatic, musical, and artistic works) and entre-
preneurial works (sound recordings, films, broadcasts, and typographical works),> none-
theless copyright law treats these two broad categories differently. While there are problems
with this distinction, notably now that films occupy a space somewhere in between the two
categories, it provides a useful way of describing the subject matter of copyright.

It should also be noted that the legal categories do not necessarily correspond to the
objects commonly associated with copyright law. Instead, individual tangible objects may
embody a number of different copyright works. For example, a book or newspaper might
contain a literary work, an artistic work, and a typographical arrangement;® a song may
consist of literary and musical works (the lyrics being a literary work); and a CD might
contain a sound recording, a musical work, and a literary work. While the legal categories
do not necessarily correspond to the objects protected by copyright, in most cases there
have been few problems in matching a particular creative act to one of the protected
categories. In some cases, however, the question has arisen as to whether it is possible for
a particular creation to fall within two categories simultaneously. This question arose in
Electronic Technique v. Critchley’ when Laddie ] was called upon to consider whether a
circuit diagram could simultaneously be a literary work and an artistic work. Laddie J
said that although it might be possible in theory to say that a single piece of creative effort
may ‘give rise to two or more copyrights in respect of the same creative effort’, nonetheless
‘there are compelling arguments that the author must be confined to one or the other of
the possible categories’. However, other judges have taken a different view.> While it is still
unclear whether the same creative effort can simultaneously give rise to both a literary
work and an artistic work, in Norowzian v. Arks (No. 2) the Court of Appeal accepted that
the maker of a film may simultaneously produce two copyright works: a film copyright in
the fixation and a dramatic work in the ‘cinematographic work’.’

With these general points in mind, we now turn to look at the eight types of works
recognized by copyright law.

4 The division of subject matter into ‘authorial’ and ‘entrepreneurial’ works is based upon a belief that
copyright for authors is the pure form and should not be conflated or equated with rights given in return for
investment. See above, p. 30.

3 e.g. as to the requirement of originality (see Ch. 4) or the concept of reproduction (see pp. 133-7, 179).

6 The Newspaper Licensing Agency Ltd v. Marks and Spencer plc [2003] 1 AC 551, 557; [2001] 3 WLR 390
(para. 4).

7 [1997] FSR 401.

8 Anacon Corporation v. Environmental Research Technology [1994] FSR 659 (Jacob ] suggesting that a
circuit diagram is both a literary and artistic work). Surely a poem in a particular shape could be an artistic
work as well as a literary work: Sandman v. Panasonic UK Ltd [1998] FSR 651.

9 [2000] EMLR 67. Criticized in Copinger (Supp), 9-10.
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2 LITERARY WORKS

Literary works have been protected from unauthorized reproduction since at least 1710.'°
Literary works are defined in section 3(1) to mean ‘any work, other than a dramatic or
musical work, which is written, spoken or sung, and accordingly includes (a) a table or
compilation (other than a database), (b) a computer program, (c) preparatory design
material for a computer program, and (d) a database’.

It is important to note that literary works are not limited to works of literature, but
include all works expressed in print or writing (other than dramatic or musical works).'' It
is also important to note that protection is not limited to words, but also includes things
such as symbols and numerals. The scope of the subject matter protected as a literary work
is enhanced by the fact that a work will be protected irrespective of the quality or style of
the creation in question: copyright law does not pass judgment over the standard of the
work. As a result, the types of things that will be protected as a literary work include novels
by Salmon Rushdie, poems by Ted Hughes, lyrics by Courtney Love, as well as advertising
slogans, railway timetables, and examination papers.!? The fact that literary works include
works that are spoken means that spontaneous conversations, interviews, and the like may
also be protected (although, as we shall see, copyright does not subsist in a spoken work
unless it is recorded).

For the most part, there have been few problems in deciding what is meant by a literary
work. Where problems have arisen, the courts have tended to rely on the test set out in
Hollinrake v. Truswell where it was said that to qualify as a ‘book’ under the Literary
Property Act 1842, the creation must afford ‘either information and instruction, or
pleasure, in the form of literary enjoyment’.!®> While this was not intended to provide a
comprehensive or exhaustive definition,' it provides useful guidance as to where the
boundaries of the category are to be drawn.

Most of the cases where the meaning of literary work has arisen have been concerned
with works that afford information or instruction. These cases have made it clear that for a
work to provide information or instruction, it must be capable of conveying an intelligible
meaning.”® In line with the principle that protection should not be dependent upon the
quality of the work, the courts have been willing to accept a very low threshold when
considering whether a work ‘conveys an intelligible meaning’. For example, in one case it
was accepted that sequences of letters set out in grids published in a newspaper provided
information as to whether a reader had won or lost a bingo game and, as such, were
literary works'® (see Fig. 3.2). In order for a work to ‘convey an intelligible meaning’ it is
not necessary that the work be understood by the general public; it is sufficient if the work

10 The Statute of Anne 1710 and the Literary Copyright Act 1842 used the term ‘book’. However, since
1911 the statutes have referred to literary works.

W University of London Press v. University Tutorial Press [1916] 2 Ch 601. 12 Tbid.

13 (1894) 3 Ch 420. The Court of Appeal held that a cardboard sleeve chart (i.e. a representation of a sleeve
designed for a lady’s arm with certain scales or measurements on it, intended for practical use in dressmak-
ing) was not a ‘book’ within the 1842 Act. Under the CDPA such a work would almost certainly be treated as
an artistic work.

14 Apple Computer v. Computer Edge [1984] FSR 481, 495 (Fed. Crt. Australia); Laddie et al., para. 3.31.

15 Apple Computer v. Computer Edge [1984] FSR 481, 521 (Fed. Crt. Australia).

16" Express Newspapers v. Liverpool Daily Post [1985] 3 All ER 680.
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is understood by a limited group with special knowledge. Thus a telegraphic code has been
held to be a literary work, even though the words of the code were meaningless in
themselves.!” It has also been held that ciphers, mathematical tables, systems of shorthand,
and Braille catalogues convey meaning and as such qualify as literary works.'® One of the
few situations where works have been held not to provide information or instruction is
where the work is meaningless or gibberish."”” Another situation where a work fails to
provide information is where it is an invented name. For example, it was held that the
word ExxoN, which had been created to act as a company name, conveyed no information
and hence was not protected as a literary work. (Although, as we will see, there may have
been other grounds for this decision.)?

In contrast to informational works, there has been little discussion as to what is meant
by works that ‘provide pleasure in the form of literary enjoyment’. The need for a work to
provide literary enjoyment and pleasure seems to suggest a qualitative test. If so, it would
run counter to the widely accepted principle that the quality of the literary work is not to
be taken into account when deciding whether a work should be protected.

With these general points in mind, we now turn to look in more detail at the types of

17 D. P. Anderson v. Lieber Code Company [1917] 2 KB 469.

18 Apple Computer v. Computer Edge [1984] FSR 481, 521 (Fed. Crt. Australia).
19 Ibid., 495 (‘meaningless rubbish would plainly be excluded’).

20 Exxon Corporation v. Exxon Insurance [1982] RPC 69, 90.
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thing that are protected as literary works. After looking at names and titles (which are not
protected), we turn to look at tables and compilations, computer programs, preparatory
material for computer programs, and databases.

2.1 NAMES, TRADE MARKS, AND TITLES

Despite the fact that names and titles are expressions in writing or print (and are often
traded for substantial amounts of money), the UK (like most countries) refuses to protect
them as literary works.?! Thus, invented words such as Exxon (which had been invented
by Esso Petroleum as a trade name),? titles of game shows such as ‘Opportunity
Knocks’,”® or song titles such as “The Man Who Broke the Bank at Monte Carlo’* have
been held not to be protected by copyright as literary works.

Two different reasons are used to account for the exclusion of names or titles from
copyright. Sometimes, it is said, though not without some criticism,” that these matters
are not ‘literary works’ at all. This is because although names and titles are in writing, they
do not afford ‘information, instruction o pleasure of a literary kind’. It was on this basis
that the Court of Appeal held that ExxoN was not a literary work.?® In other cases, the
tribunals focus on the fact that names and titles are not ‘original’. That is, the courts refuse
protection because the title is not the result of a substantial amount of labour, skill, and
judgment, or is itself not ‘substantial enough’. It was on this basis that “The Lawyer’s
Diary’ and ‘The Man Who Broke the Bank at Monte Carlo’ were held to be unprotected®”
This latter approach leaves room for the possibility that some creative titles may
still qualify for copyright protection, particularly lengthy titles which are a product of
substantial labour, skill, and judgment.?®

There are a number of policy reasons why names and titles may be excluded from
protection as literary works by copyright law. Perhaps the main reason for not protecting

21 See R. Stone, ‘Copyright Protection for Titles, Character Names and Catch-phrases in the Film and
Television Industry’ [1996] Ent LR 178. For related regimes see R. Stone, ‘Titles, Character Names and Catch-
phrases in the Film and Television Industry: Protection under the Trade Marks Act 1994 and Alternative
Registration Systems’ [1997] Ent LR 34.

22 Exxon Corp. v. Exxon Insurance [1982] RPC 69.

23 Green v. Broadcasting Corporation of New Zealand [1989] RPC 469, 472, 475, 490 (CA of New Zealand).

24 Francis Day and Hunter v. 20th Century Fox [1940] AC 112 (copyright in the song ‘The Man Who Broke
the Bank at Monte Carlo’ was not infringed by the performance of a motion picture of the same title). See also
Dick v. Yates [1881] Ch 6 (no copyright in ‘Splendid Misery’).

25 For criticisms of this rationale see Dworkin and Taylor, 21-2; J. Cullabine, ‘Copyright in Short Phrases
and Single Words’ [1992] EIPR 205, 208.

26 Exxon Corp. v. Exxon Insurance [1982] RPC 69.

27 Rose v. Information Services [1987] FSR 254 Hoffmann ] (there was too slight a degree of skill and
labour); Francis Day and Hunter v. 20th Century Fox [1940] AC 112 (not substantial enough). In Sinanide v. La
Maison Kosmeo (1924) LTR 365 protection was refused to the advertising slogan ‘youthful appearances are
social necessities, not luxuries’ by reference to the principle de minimis non curat lex. Cf. Weldon v. Dicks
[1878] Ch 247 (“Trial and Triumph’ protected—but almost certainly no longer good law: see, Copinger, para.
21-20, 970 n. 84).

28 In Francis Day and Hunter v. 20th Century Fox [1940] AC 112, the Privy Council indicated that if a title
was extensive and important enough it might be possible for a title to be protected. For cases of protection see
Lamb v. Evans [1893] 1 Ch 218 (headings in trade directory protected) and Shetland Times v. Dr Jonathan
Wills [1997] FSR 604 (arguable that newspaper headline of eight or so words (‘Bid to save centre after
council funding cock up’) was protected because it was designedly put together for the purpose of imparting
information).
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names and titles relates to the general inconvenience that would arise if someone was able
to control the way certain words and phrases were used. It would be inconvenient—
indeed absurd—if business commentators and political activists could not refer (e.g. in
broadcasts, newspapers or campaign literature) to the oil conglomerate by using the term
EXXON without gaining prior permission. Another reason for refusing protection to
names and titles as literary works under copyright law is that it is unnecessary to do so,
given that they are adequately protected by passing off, trade mark law,*® and artistic
copyright.®

2.2 TABLES AND COMPILATIONS (OTHER THAN DATABASES)

Section 3(1)(a) of the 1988 Act specifically states that literary work includes ‘tables or
compilations (other than a database)’.’! As a part of the reforms made to accommodate
the Database Directive, section 3 was amended as of 1 January 1998 to add the rider that
tables and compilations no longer includes databases. At the same time, the definition of
literary work was amended so as specifically to recognize databases as a separate type of
literary work.’? The reason why databases were placed in a separate category was to enable
the 1988 Act to impose a different requirement of originality on databases from that
applied to tables and compilations.

Prior to these amendments, a wide range of subject matter had been protected as

compilations. This included football pools coupons,® a leaflet conferring information

about herbicides,** TV schedules,® directories listing the names and addresses of
solicitors,*® a compilation of computer programs,” a timetable index,*® trade catalogues,*
and street directories.*’ As we will see, a database is defined in very wide terms. As a result,
it is possible that most if not all of the subject matter previously protected as compilations

29 The corollary of this is while a person is usually free (as far as copyright is concerned) to appropriate
names and short titles, care must be taken to ensure that the use of such a title cannot be seen as passing off or
a trade mark infringement. The claimant in Exxon succeeded in their passing off claim: [1982] RPC 69, 75
(Graham J), but nevertheless appealed on the copyright issue.

30 “Karo Step’ Trade Mark [1977] RPC 255 (a pictorial mark may be an artistic work); Auvi Trade Mark
[1995] FSR 288 (High Court, Singapore); Hutchinson Personal Communications Ltd v. Hook Advertising Ltd
[1996] FSR 549 (logo consisting of inverted ‘R’ with a dot assumed to be protected by copyright); News Group
v. Mirror Group [1989] FSR 126 (masthead from The Sun newspaper).

31 Berne, Art. 2(5) (collections of literary or artistic works); TRIPS Art. 10(2); WCT Art. 5 (compilations of
data or material).

32 CDPAs. 3(1)(d).

33 Ladbroke v. William Hill [1964] 1 All ER 465, 471. Lord Evershed said that the coupon is ‘a compilation
in the sense that it is made up by putting together in writing (that is, in print) a number of individual items or
components’. See also Football League v. Littlewoods [1959] Ch 637 (fixture lists); Greyhound Services v. Wilf
Gilbert (Staffs) Ltd [1994] FSR 723 (advance programme of greyhound races).

34 Elanco v. Mandops [1980] RPC 213.

35 Independent Television Publications v. Time Out [1984] FSR 64.

36 Waterlow Directories v. Reed Information [1992] FSR 409; Waterlow Publishers v. Rose [1995] FSR 207
(suggesting such a work might be protected even though it has no identifiable author). See also Kelly v. Morris
(1866) LR 1 Eq 697.

37 Ibcos Computers v. Barclays Mercantile Highland Finance [1994] FSR 275 (comprising 335 program files,
171 record layout files, and 46 screen layout files was held to be a compilation).

38 Blacklock v. Pearson [1915] 2 Ch 376. 39 Purefoy v. Sykes Boxall (1955) 72 RPC 89.

40 Kelly v. Morris (1866) LR 1 Eq 697.

© L. Bently and B. Sherman 2004



SUBJECT MATTER 63

would now be protected as databases.*! If this is the case, it will leave little or no room for
‘tables and compilations’ in the future.

2.3 COMPUTER PROGRAMS

After considerable debate at both national and international level over whether computer
programs should be regulated by copyright law, patent law or by a sui generis regime, it was
decided in the 1980s that computer programs ought to be protected as literary works.*?
This position is now well entrenched in European and international intellectual property
law.*® In line with these trends, the 1988 Act protects computer programs as literary
works.** While the 1988 Act does not define what is meant by a computer program,* it is
clear that it includes source code,* assembly code, and object code. It is also clear that
computer program is not synonymous with software. On this basis it has been held that
the definition of computer program includes instructions permanently wired into an
integrated circuit (that is firmware).*’

2.4 PREPARATORY DESIGN MATERIAL FOR COMPUTER PROGRAMS

To bring British law into conformity with the EC Software Directive, preparatory design
material for computer programs is now included within the general definition of literary
works.*® It has been suggested that this is an inappropriate way of implementing the
Directive and that preparatory design material should be treated as part of a computer
program.®

41 Tt has been suggested that a collection of sentences put together to form a new sentence is a compilation
but not a ‘database’ because the individual elements are not ‘individually accessible’: Stamatoudi, 77. For a
systematic analysis, see E. Derclaye, ‘Do sections 3 and 3A of the CDPA violate the Database Directive? A
Closer Look at the Definition of a Database in the UK and its Compatability with European Law’ [2002] EIPR
466 (giving example of a shopping list as a collection which is not a database because it is not arranged
systematically or methodically and a table of contents in a book as a collection where the individual elements
are not ‘independent’. Derclaye also attempts to argue that by affording protection to such ‘near-databases’,
UK law is incompatible with the Directive).

42 The judiciary were willing to accept that software was protected under the CA 1956: Gates v. Swift
[1982] RPC 339-40; Sega Enterprises v. Richards [1983] FSR 73 (‘assembly code’ was a literary work); Thrust-
code v. WW Computing [1983] FSR 502 (literary copyright is capable of subsisting in a computer program).

43 Software Dir.; TRIPS Art. 10(1); WCT Art. 4.

44 CDPA s. 3(1)(b). The Copyright (Computer Software) Act 1985 had declared only that computer
programs were to be considered as literary works.

4> WIPO model provisions on Protection of Computer Software (1978) defined computer program as a
set of instructions expressed in words, codes, schemes or in any other form, which is capable, when incorpor-
ated in a machine-readable medium, of causing a computer—an electronic or similar device having informa-
tion processing capacities—to perform or achieve a particular task or result. See also Green Paper, Copyright
and the Challenge of Technology COM (88) 172 final, 170. A similarly vague definition has been adopted in
the USA: see 17 USCs. 101. (A ‘computer program’ is a ‘set of statements or instructions to be used directly or
indirectly in a computer in order to bring about a certain result.”)

46 Ibcos Computers v. Barclays Mercantile Highland Finance [1994] FSR 275.

47 Software Dir., Recital 7.

48 For background see ibid. For implementation, see Copyright (Computer Programs) Regulations 1992
(SI1992/3233), operative from 1 Jan. 1993.

49 Software Reg., reg. 3. For commentary, see S. Chalton, ‘Implementation of the Software Directive in the
UK’ [1993] EIPR 138, 140; A. Meijboom, in A. Meijboom and H. Jongen (eds.), Software Protection in the EC
(1993), 8.
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2.5 DATABASES

As we mentioned earlier, in order to comply with the Database Directive the definition of
literary works was amended from 1 January 1998 to introduce ‘databases’ as a distinct
class of literary works.*® A database is defined very broadly as ‘a collection of independent
works, data or other materials which (a) are arranged in a systematic or methodical way,
and (b) are individually accessible by electronic or other means’. It seems that the defini-
tion is broad enough to cover most if not all of material previously protected as tables and
compilations (though preparatory documents suggest that the definition may exclude
collections of three-dimensional objects).”! Since the requirement of ‘systematic or
methodical” arrangement is generally thought only to exclude random arrangements,*
ultimately, the scope of the subject matter protected as databases will depend on how the
concepts of ‘independent works’ and ‘individual accessibility” are interpreted.>® It has been
suggested that elements are ‘independent’ if they are ‘complete on their own’, and that
they are not ‘individually accessible’ if they ‘make sense and perform their intellectual and
commercial function only when ... in ... sequence’.> Applying such a definition, the
poems in a book of poems by the same poet are ‘independent’ and ‘individually accessible’
and thus constitute a database. It is more difficult to say whether the data on a map will be
considered to be ‘independent’ or ‘individually accessible’.

A database does not include a computer program used in the making or operation of
databases accessible by electronic means,* or presumably a compilation of programs. It
should be noted that a computer program might itself be or include a compilation of
information and hence be a database. In so far as a computer program incorporates parts
that fall within the definition of a database, it seems that these components may be
independently protected as databases (whether under copyright or the sui generis database
right). For example, if program interfaces can be characterized as databases, they may be
protected by either copyright or the sui generis database right. The fact that a computer
program may be protected both as a literary work and by the database right may have a
number of important consequences. As the defences available in relation to the database
right are less extensive than those offered by copyright, the overlap may undermine the
defences to copyright infringement specially tailored for computer programs. In particu-
lar, it is possible that the copyright defence that allows decompilation of programs for the
purpose of ascertaining interface information may be rendered redundant.

One question that has arisen in this context is the extent to which a multimedia work as
awhole (as distinct from the sound, pictures, text, and moving images of which it is made up)

50 CDPA s. 3(1)(d).

51 Explanatory Memorandum, Com (93) 464 final_SYN 393, 41. In Football Association Premier League Ltd
v. Panini UK Ltd [2004] FSR (1) 1 (paras. 25, 29) Chadwick and Mummery LJJ suggested that an album for
stickers of football players (the stickers being artistic works) was a compilation, but it is probably a database.

52 Stamatoudi, 93; Derclay, [2002] EIPR 466, 468-9.

33 Davison, 72 (one part of definition which may provide a limitation on the breadth of the definition is
requirement that materials be ‘independent’).

54 Stamatoudi, 90, 102. See also Derclaye [2002] EIPR 466, 469 (‘ “independent” means that an element
makes sense by itself; its meaning does not depend on another element, another piece of information’);
Davison, 72, suggesting that the element must have ‘a stand-alone function to play in terms of informing or
entertaining people.’

35 Database Dir., Art. 1(3). See also J. Reichman and P. Samuelson, ‘Intellectual Property Rights in Data?’
(1977) 50 Vanderbilt LR 51, 132.
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can be protected as a database. While individual elements may be protected by copyright,
the question has arisen as to whether all the elements combined together can be protected by
copyright as a database.>® While there are doubts about whether multimedia works could be
protected as compilations (this was because it is unclear whether the protection afforded to
compilations is confined to compilations of information or to compilations of literary
works),” this problem does not arise in relation to databases. This is because databases are
defined, seemingly without restriction to the type of material, as a collection of ‘works data
or other materials’. While it may seem odd that a compilation of artistic works or sound
recordings is protected as a literary work,® this conclusion now seems unavoidable. Never-
theless, it is at present unclear whether or when elements of a multimedia work can be
regarded as ‘individually accessible’. It has been argued that this criterion requires that
items can be lifted out of the multimedia work rather than merely be made to appear on
the screen. If so, many multimedia works may not be protected as databases.”

3 DRAMATIC WORKS

The next general category of works that are protected by copyright is that of dramatic
works. The 1988 Act does not define what a dramatic work is, except to state that it
includes a work of dance or mime.®® However, it is relatively clear that dramatic work
includes the scenario or script for films, plays (written for the theatre, cinema, television,
or radio),®! and choreographic works.®

For a creation to qualify as a ‘dramatic work’, it must be a ‘work of action’ that is
‘capable of being performed’.%®> While the courts have not yet fully explored what is meant
by a ‘work of action’, it is clear that it does not include static objects, sets, scenery, or
costumes® (though these might be protected as artistic works®). It has been said that a

36 See Stamatoudi, ch. 5.; S. Beutler, “The Protection of Multimedia Products through the European
Community’s Directive on the Legal Protection of Databases’ [1997] Ent LR 317 treating the Directive as the
main way of protecting multimedia works, and pointing out that the effectiveness of the Directive to protect
multimedia works will be dependent upon its interpretation.

57 See Stamatoudi, 75-8 (arguing that failure to do so would have meant non-compliance with Berne).

58 See Football Association Premier League Ltd v. Panini UK Ltd [2004] FSR (1) 1 (para. 32) Mummery L]
(giving examples of compilations made up of artistic works); Kalamazoo v. Compact Business Systems (1985) 5
IPR 213. One effect could be that a compilation of sound recordings would achieve much longer protection
under copyright as a database than a single sound recording.

59 Stamatoudi, 98-102. 60 CDPA s. 3(1).

61 Green v. Broadcasting Corporation of New Zealand [1989] RPC 469, 493.

62 The fixation of such a work can be in writing ‘or otherwise’ and may accordingly be, for instance, on
film. Where a dramatic work is recorded on a film, the film must contain the whole of the dramatic work in
an unmodified state: Norowzian v. Arks (No. 2) [2000] EMLR 67 (dance recorded on film held unprotected
because the film had been drastically edited, and so was no longer a recording of the dance).

63 Norowzian v. Arks (No. 2) [2000] EMLR 67,73 (CA).

64 Creation Records v. News Group [1997] EMLR 444 (finding no arguable case that a photo shoot is
dramatic work, since scene was inherently static, having no movement, story, or action).

05 See Shelley Films v. Rex Features [1994] EMLR 134 (seriously arguable that film set prepared for film
‘Mary Shelley’s Frankenstein’ was a work of artistic craftsmanship). Cf. Creation Records v. News Group [1997]
EMLR 444 (no arguable cause of action that arranging objects for photo shoot for record sleeve was a work of
artistic craftsmanship or collage because the composition was intrinsically ephemeral and its continued
existence was to be in the form of a photographic image).
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film will usually be a dramatic work where there is ‘cinematographic work’ on the film.*
In some limited circumstances a work of action might include sports such as gymnastics
or synchronized swimming.*

The requirement that to be a dramatic work the subject matter must be ‘capable of
being performed’ initially operated in a restrictive manner. In the Hughie Green case,®
Green was the originator and producer of a talent show called ‘Opportunity Knocks’, a
programme which followed a particular format: certain catchphrases were used, sponsors
introduced contestants, and a ‘clapometer’ was used to measure audience reaction.
Beyond this, the content of the show varied from show to show. The Broadcasting Corpor-
ation of New Zealand broadcast a television talent quest that was similar to ‘Opportunity
Knocks’ in that the title and catchphrases were the same. It also used a clapometer, as well
as the idea of using sponsors to introduce customers.®” Green’s action for copyright
infringement against the Broadcasting Corporation of New Zealand failed, primarily
because he was unable to show that the programme was a dramatic work. In part, this was
because when looked at as a whole, the show lacked the specificity or detail for it to be
performed. In particular, the Privy Council said that the scripts only provided a general
idea or concept of a talent quest, which was not capable of being protected. The Privy
Council also held that the features of the programme that were repeated in each show
(namely the format or style of the show) were not dramatic works. The reason for this was
that a dramatic work must have sufficient unity for it to be capable of being performed.”
On the facts it was held that the particular features which were repeated from show to
show (the format) were unrelated to each other except as accessories to be used in the
presentation of some other dramatic performance.”

The failure of the Privy Council to protect television formats in the Hughie Green case
prompted a number of (unsuccessful) attempts to have formats recognized by British
law.”” The proponents of format rights appealed to the usual moral and economic

66 Norowzian v. Arks (No. 2) [2000] EMLR 67. (In the view of Buxton LJ such a construction went some
way towards ensuring compliance with Art. 14 bis of the Berne Convention which specifies that a cinemato-
graphic work must be protected ‘as an original work’ and that the owner of copyright therein ‘shall enjoy the
same rights as the author of an original work’. Nourse LJ said he reached his conclusion without reference to
the Convention.) One problem with defining the scope of ‘dramatic work’ by reference to ‘cinematographic
works’ is that the latter seems to refer merely to a technique of production: see Stamatoudi, 133.

67 Although a film of a sporting event may be a work of action, it is probably not an ‘original” dramatic
work, being a mere recording of actions. Kamina argues that in order to be a dramatic work, an audiovisual
work must convey a story and therefore concludes that documentaries could be protected but doubts whether
newsreels or television productions of sports matches would be: Kamina, 72—4.

68 Green v. Broadcasting Corporation of New Zealand [1989] RPC 469, 477 (scripts could not constitute
dramatic works because they could not be acted or performed, which is the essence of drama) (CA of New
Zealand); [1989] 2 All ER 1056 (Privy Council).

69 Green v. Broadcasting Corporation of New Zealand [1989] RPC 469, 478, 480, 493.

70 Cf. Ladbroke v. William Hill [1964] 1 All ER 465 where copyright was held to exist in pools coupons even
though the matches changed each week.

71 Green v. Broadcasting Corporation of New Zealand [1989] RPC 469, 477; [1988] 2 NZLR 490, 497 (New
Zealand Court of Appeal); cf. Television New Zealand v. Newsmonitor Services [1994] 2 NZLR 91 (High Court
of Auckland) (TV news programme made up of unscripted and unchoreographed interviews and discussions
was not a dramatic work).

72 See ‘Programme Formats: A Further Consultative Document’ [1996] Ent LR 216; R. McD. Bridge and
S. Lane, ‘Programme Formats: The Write-In Vote’ [1996] Ent LR 212. After the consultation exercise in 1996 a
decision was made to neither support nor introduce legislation to give specific copyright protection to
television and radio programme formats. There seem to be no plans to reconsider the matter.
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arguments to support their case. In particular it was argued that formats require creative
input similar to that involved in existing copyright works. It was also argued that failure to
protect formats is not only unjust, but also fails to provide sufficient incentives to televi-
sion producers. Those opposed to format rights noted the problems of defining what a
format is, the anti-competitive effects and the costs of such rights, as well as the potential
for nuisance litigation.”® The opponents of format rights favour leaving the developers of
formats to the remedies offered by passing off,”* and breach of confidence.”

While formats are not protected to the extent that some would like, the need for sui
generis format protection is less pressing as a result of the Court of Appeal decision of
Norowzian v. Arks.”® This is because in this case the Court of Appeal liberally interpreted
the requirement that a dramatic work must be ‘capable of being performed’ to include
performances by artificial means, such as the playing of a film.”” Consequently a cartoon
may be a dramatic work. In this decision, the Court of Appeal was called upon to decide
whether a Guinness advertisement (which featured an actor dancing while a pint of
Guinness was being poured) had infringed copyright in an earlier film Joy (which the
advertisement copied). To answer this question it was necessary to determine whether Joy
was a dramatic work.”® One of the notable features of Joy was that it utilized a particular
editing technique known as jump-cutting (this is done by cutting segments out of the film
to produce a series of artificial effects). One of the consequences of this was that the
finished film contained a series of movements that could not be performed by an actor.”
At first instance it was held that as the (artificial) dance shown on the edited film could not
be performed, the film did not embody a dramatic work. (If the film had shown all the
movements of the actor it would have been protected.) However, on appeal it was held that
the film itself was a dramatic work. The Court said that as it was possible for the film to be
played, it was therefore ‘capable of being performed’.

4 MUSICAL WORKS

The next category of works protected under the 1988 Act is that of ‘musical works’. A
musical work is defined to mean ‘a work consisting of music exclusive of any words or
action intended to be sung, spoken or performed with the music’® Thus, the words
and the music of songs and similar works are treated as the subject matter of distinct

73 Mr Mellor, Standing Committee F, IV Hansard, 8 Mar. 1990, cols. 1293—4.

74 The New Zealand Court of Appeal unanimously rejected the claim as to passing off because of lack of
sufficient goodwill in New Zealand. Green v. Broadcasting Corporation of New Zealand [1989] RPC 469, 474,
480-1, 488-9. The British show had never been broadcast in New Zealand, and the goodwill relied on was that
of former British residents living in New Zealand.

75 Lord Sanderson of Bowden, Hansard (HL), 26 July 1990, cols. 1718-19.

76 Norowzian v. Arks (No. 2) [2000] EMLR 67, 73. 77 Tbid.

78 Note that the argument on appeal was not that there was copyright in the dance as a dramatic work
(recorded on film), but that the film was not merely a ‘record’ of a dramatic work but was itself a dramatic
work: ibid.

79 That is, the finished film owed as much to the editing technique as to the dance that was filmed.

80 CDPA s. 3(1). Sheet music was held to be covered by the term ‘book’ in the Statute of Anne: see Bach v.
Longman (1777) 2 Cowp 623, but that merely conferred a right to print and reprint the music. See R. Rabin
and S. Zohn, ‘Arne, Handel, Walsh, and Music as Intellectual Property: Two Eighteenth-Century Lawsuits’
(Apr. 1995) 120 Journal of the Royal Musical Association 112.
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copyrights. A song therefore consists of both a musical work and a literary work: the tune
and lyrics respectively.

There has been very little discussion in the UK as to what is meant by ‘music’, though it
is normally understood to include melody, harmony, and rhythm.®' Consequently the
contribution made by a drummer in a rock band to a song was recognized as part of the
musical work.®2 How the courts would react to more avant garde work, such as ‘silences’ is
more difficult to predict. According to a newspaper report it was recently claimed that the
group, The Planets, had infringed copyright in a work by John Cage, entitled ‘4 minutes 33
seconds’, a work of silence. Apparently, the basis for the claim was that The Planets
included sixty seconds of silence on its recording, and a member of the group claimed that
this was an improvement on Cage’s effort—because they had achieved in sixty seconds
what he accomplished in 273! The case was settled, with Cage apparently being paid a five-
figure sum.*

5 ARTISTIC WORKS

The fourth category of works protected by copyright is artistic works.3* The first artistic
works protected by statute were ‘engravings’ (1735). These were followed by calico designs
(1787), sculptures (1798 and 1814), drawings, paintings, and photographs (1862), and
works of artistic craftsmanship (1911).8> The various artistic works are now collected
together in section 4(1) of the 1988 Act which contains a detailed list of the types of
subject matter that are protectable as artistic works. These are divided into the following
three categories:®

(a) irrespective of artistic quality, a graphic work (including painting, drawing, dia-
gram, map, chart or plan, engraving, etching, lithograph, woodcut, or similar work), a
photograph (excluding a film), a sculpture, or a collage;

(b) a work of architecture, being a building or fixed structure or a model therefore; or

(c) awork of artistic craftsmanship.

81 Some countries have defined music. For example, Canadian law formerly defined music as any combin-
ation of melody and harmony or either of them, printed or reduced to writing or otherwise graphically
reproduced. This definition was described as ‘unnecessarily limiting’ in that it excluded elements such as
rhythm and timbre from protection. In particular, such limited definitions may have negative effects for the
protection of traditional music. See J. Collins, ‘The Problem of Oral Copyright: The Case of Ghana’ in S. Frith
(ed.), Music and Copyright (1993), 149 (arguing that rhythm is an equal component with lyrics and melody in
African music).

82 Stuart v. Barrett [1994] EMLR 448 (this rendered him a co-author).

83 The Independent, 22 June 2002.

84 See S. Stokes, Art and Copyright (2001); A. Barron, ‘Copyright, Art and Objecthood’, 277 in D. McLean
and K. Schubert (eds.), Dear Images: Art, Copyright and Culture, 331-51 (2002) (describing affinities between
judicial approaches to defining art in technical materialist terms and those of modernist commentators,
observing that this leads to a law which includes items which have no creativity and exclude ones which do, so
that ‘copyright law’s conception of the artistic work now faces a crisis of credibility’).

85 The 1735 Act was amended by Acts in 1766 (7 Geo. 3 c. 38) and 1776 (17 Geo. 3 c. 57). The Sculpture
Copyright Act of 1798 was amended and expanded in 1814 (54 Geo. 3 c. 56); Fine Art Copyright Act 1862 (25
& 26 Vict. c. 68). On the latter, see L. Bently, ‘Art and the Making of Modern Copyright Law’, in D. McLean
and K. Schubert (eds.), Dear Images: Art, Copyright and Culture, 331-51 (2002).

86 CDPA s. 4(1).

© L. Bently and B. Sherman 2004



SUBJECT MATTER 69

5.1 GRAPHIC WORKS, PHOTOGRAPHS, SCULPTURES,
AND COLLAGES

The first subcategory of artistic works, which is set out in section 4(1)(a), includes graphic
works, photographs, sculptures, and collages. It is important to note that the material
contained in section 4(1)(a) is protected irrespective of artistic quality. This ensures that
once a creation falls within a particular category of works, copyright protection is not
contingent on the work reaching a certain aesthetic standard. As a result, the task of having
to decide what is good or bad art and all the associated problems are thus avoided. More
controversially, the decision that copyright law should not concern itself with the artistic
quality of these types of works has been used to expand the types of subject matter (as
distinct from the quality of subject matter) protected as artistic works. While few would
have problems with Marcel Duchamp’s Readymades (for example, his famous urinal)
being protected as an artistic work, more problems arise when objects exclusively used for
industrial purposes to achieve commercial ends are protected as artistic works. For a
period of time, a fear of making aesthetic judgments (when combined with a degree of
formalism) led the courts to provide such protection. In recent years, however, the courts
have been more willing to use a general sense of what is meant by art to limit the scope of
protectable works.

5.1.1 Paintings

Graphic works are specifically defined in section 4(1)(a) to include ‘paintings’. For the
most part, there have been few problems in determining whether something is a ‘paint-
ing’ and thus whether it qualifies as an artistic work. One of the few situations where this
was not the case was in Merchandising v. Harpbond,¥” where it was argued that the facial
make-up of the pop star Adam Ant was a painting and thus protected by copyright. The
Court of Appeal rejected this submission, Lawton LJ remarking that it was fantastic to
suggest that make-up on anyone’s face could possibly be a painting. He held that a
painting required a surface and that Adam Ant’s face did not qualify as such, noting that
‘[a] painting is not an idea: it is an object; and paint without a surface is not a painting’
(see Fig. 3.3).%8

The reasoning of Lawton LJ seems odd, for it is difficult to see why Adam Ant’s face is
less of a surface than a piece of canvas. The decision could however be justified on the
ground that a painting must be intended to be permanent. If so a tattoo would be pro-
tected, but dramatic or cosmetic make-up would not.%’ Equally, since the make-up in
question consisted of two broad red lines with a light-blue line running from nose to jaw,
it is arguable that the work did not satisfy the criteria of originality.”® Alternatively, the
decision could be seen as a case of merger of idea and expression (where no protection is
granted).”! At the end of the day, however, it seems that the reason why Adam Ant failed
was because the traditional image of a painting as a framed canvas to be hung on a wall
prevailed.

87 [1983] FSR 32. 88 [1983] FSR 32, 46.

89 Davis v. Wright Health Group [1988] RPC 403 may lend support to such a view. Cf. Metix v. Maughan
[1997] FSR 718, 721.

%0 Laddie et al., paras. 4.20 and 4.37, favours the rationalization based on originality.

91 Cf. Ibcos Computers v. Barclays Mercantile Highland Finance [1994] ESR 275.
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Fig. 3.3 The defendant’s poster in Merchandising Corp v. Harpbond (created by
Mr. Langford)

5.1.2 Drawings

The next type of subject protected as an artistic work under section 4(1)(a) is drawings. In
addition to sketches of people and landscapes that we expect to be classified as drawings,
protection has been granted to the drawing of a hand on a how to vote card,” typeface
design,”® architects” plans (as distinct from actual buildings), and sketches for dress
designs.” Because protection is granted ‘irrespective of artistic quality’, copyright in draw-
ings has been widely used to protect industrial designs.”® Thus drawings of exhaust pipes,

92 Renrick v. Lawrence (1890) 25 QBD 99.

93 Stephenson Blake & Co. v. Grant, Legros & Co. (1916) 33 RPC 406.

94 Bernstein v. Murray [1981] RPC 303.

95 D. Booton, ‘Framing Pictures: Defining Art in UK Copyright Law’ [2003] IPQ 38 (criticizing the
‘technical’ approach of the courts to defining drawings, which focuses on how the artefact was made and
arguing that a distinguishing characteristic of literary works is that they are capable of being notated in a form
which defines all the constitutive properties of such works, so that circuit diagrams, architects’ plans, and
engineering drawings are not artistic but literary).
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boxes for storing kiwi fruit, and the like have been protected.”® Importantly, such protec-
tion has frequently prevented the copying of the (three-dimensional) designed artefact
itself. As we will see later, section 51 of the 1988 Act has reduced the significance of
copyright in drawings for three-dimensional designs, other than for designs for artistic
works.””

5.1.3 Engravings

Engravings were first protected by copyright in 1735. For the most part, the way the law
has developed since then has provided few surprises: protection being granted to etchings,
aquatints, woodcuts, lithographs, and the like. In the last twenty or so years, however, a
range of somewhat surprising objects have been protected as engravings.”® For example, in
Wham-O v. Lincoln Industries the New Zealand Court of Appeal held that both the mould
from which a frisbee was pressed and the frisbee itself were protected, because the mould
was made by cutting onto a surface and so was any engraving and the frisbee itself was a
print from the engraving.” Despite subsequent doubts being expressed by the Australian
Federal Court!® about the reasoning in Wham-O, it was recently followed in Hi-Tech
Autoparts v. Towergate Two Ltd."*" In that case Judge Christopher Floyd QC held that copies
of the claimant’s rubber floor mats for cars could not be sold by the defendant on the
grounds that the moulds used in the production of the mats and the mats themselves, were
engravings. The moulds had been made by cutting a series of concentric circles, to a depth
of 1/16th inch and the bevel angle of 45 degrees, into flat plates. In so holding, the Judge
placed particular emphasis on the fact that the statute requires engravings to be protected
‘irrespective of their artistic quality’. Floyd J also rejected the defendant’s argument that
the plates were models for the purposes of sculpture rather than engravings, stating that he
did not think it was possible to limit the skill and labour of the engraver to that only
concerned with the flat surface, excluding work on the interior.

5.1.4 Photographs
Although photographs were protected by copyright shortly after photography was
invented in the 1840s,' copyright law has never been completely comfortable with

96 British Leyland v. Armstrong [1986] RPC 279; Plix Products v. Frank Winstone [1986] FSR 92 (NZ).

97 See below at pp. 662—6.

98 In James Arnold v. Miafern [1980] RPC 397, it was held that the term engraving not only covered the
articles made from a block but also the block itself. See also Martin v. Polyplas [1969] NZLR 1046 (coin is an
engraving).

99 [1985] RPC 127.

100 Greenfield Products v. Rover-Scott Bonnar (1990) 17 IPR 417; (1991) 95 ALR 275 (Fed. Crt. Australia).
Pincus J declined to hold that the drive mechanism of a lawnmower was an engraving, As Pincus J stated that
‘engraving’ does not cover shaping a piece of metal or wood on a lathe, but has to do with marking, cutting or
working the surface—typically the flat surface—of an object. In Talk of the Town v. Hagstrom (1991) 19 IPR
649, 655, Pincus J qualified the suggestion that an engraving must be on a two-dimensional surface.

101 Hi-Tech Autoparts Ltd v. Towergate Two Ltd [2002] FSR 254 (treating plates for the production of
rubber mats as engravings); Hi-Tech Autoparts Ltd v. Towergate Two Ltd (No. 2) [2002] FSR 270 (treating
rubber mats stamped from plates as engravings).

102 1862 Fine Art Copyright Act. See Ricketson, paras. 6.33—43 (protected under Berne since 1886, enu-
merated since 1948). In contrast, Edelman has described how French law was caught out by the emergence of
photography in the mid-nineteenth century: B. Edelman, Ownership of the Image (1979); J. Gaines, Contested
Culture: The Image, the Voice and the Law (1992), ch. 2.
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photographs, %’
ginal’ and the ‘copy’.!™ Photographs are defined in the 1988 Act as ‘a recording of light or
other radiation on any medium on which an image is produced or from which an image

primarily because they seem to be ill-suited to the paradigm of the ‘ori-

may by any means be produced, and which is not part of a film’.1®® The definition is broad
enough to include digital photographs (where there is no film). Individual frames from a

film are not treated as photographs.!%

5.1.5 Sculpture

Sculptures were one of the earliest kinds of artistic works to be protected from reproduc-
tion. The recognition of copyright in sculptures in 1798 is notable because it took ‘copy-
right’ (insofar as such a concept existed at that time) out of the realm of printing (books,
engravings, or calico printing) to cover reproduction more generally.

When most people think about sculptures, they may think of a work by Henry Moore
displayed in the Tate Gallery, or a statute of Queen Victoria in a town square. While it will
come as no surprise to learn that these would qualify as sculptures, it might come as a
surprise to learn that for the purpose of copyright law that in Wham-O Manufacturing v.
Lincoln the New Zealand Court of Appeal held that the wooden model which was used as a
mould to make the frisbees was ‘a sculpture’. However, the Court declined to hold that the
frisbee itself was a sculpture, since it was created by injecting plastic into a mould and was
thus not the expression of a sculptor’s ideas.!?”

In recent years, the courts have construed the term sculpture more restrictively.'® For
example, in Metix v. Maughan'® Laddie ] said that ‘sculpture’ should be construed nar-
rowly.!’® He added that ordinary usage of the term refers to a three-dimensional work
made by an artist’s hand. Consequently, Laddie J held that the argument that moulds for
making functional cartridges in the shape of double-barreled syringes were protected as
sculptures had no prospect of success. Laddie ] noted that none of the evidence indicated
that the creator regarded himself, or was regarded by anyone else as an artist.!!! While
his aspect of Laddie J’s reasoning has been rightly criticized because it contradicts the

103 The question of what was an ‘original photograph’ was treated as problematic in Graves Case (1869) LR
4 QB 715 and the idea of the ‘author’ of a photograph was grappled with in Nottage v. Jackson (1883) 11 QB
627, 630 per Brett MR (holding that the author of the photograph was the person who was the effective cause
of the picture, that is, the person who superintended the arrangement).

104 K. Bowrey, ‘Copyright, Photography and Computer Works—The Fiction of an Original Expression’
(1995) 18 University of New South Wales L] 278.

105 CDPA s. 4(2). Whether something is a photograph may also be important because of CDPA s. 30(2)
and CDPA s. 62.

106 Spelling Goldberg Productions v. BPC Publishing [1981] RPC 283, 288, 297, 298, 300 (single frames from
Starsky and Hutch were not photographs but part of a film under CA 1956). See Kamina, 92—4.

107 ‘Wham-O v. Lincoln Industries [1985] RPC 127, 157.

108 In J. & S. Davis (Holdings) v. Wright Health Group [1988] RPC 403, it was held that a cast for dental
impression trays was not a ‘model or cast intended for the purposes of sculpture’ since the cast was made in
plasticine and was thus not intended to be permanent. Metix v. Maughan [1997] FSR 718, 721.

109 11997] FSR 718, 722.

110° A similar interpretation of the term was adopted by Falconer ] in Breville Europe v. Thorn EMI [1995]
FSR 77, 94 when he said that the term ‘sculpture’ was to be given its ordinary dictionary meaning. Despite
this, Falconer ] concluded, rather surprisingly, that copyright would protect scalloped-shaped moulds that
were used in toasted sandwich-makers as sculptures.

H1 D, Booton, ‘Framing Pictures: Defining Art in UK Copyright Law’ [2003] IPQ 38, 63 (noting, with
approval, a convergence between Laddie J’s approach and an ‘institutional approach’ to the definition of art).
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statutory requirement that sculpture be protected ‘irrespective of artistic quality’,''? the
judge’s conclusion that the moulds were unprotected seems justified on the basis that the
ordinary notion of sculpture requires that the maker be concerned with shape and
appearance rather than just with achieving a precise functional effect.

While the legal understanding of ‘sculpture’ is by no means confined to the works of
those who exhibit in art galleries, not all three-dimensional works exhibited in art galleries
and attributed to artists will necessarily qualify as sculptures. In Creation Records (the
Oasis record cover case—see Fig 3.1), Lloyd ] held that the collection of a series of objects
around a swimming pool was not itself a sculpture.'”® He explained that he could not see
how ‘the process of assembling these disparate objects together with the members of the
group can be regarded as having anything in common with sculpture . . . No element in
the composition has been carved, modelled or made in any of the other ways in which
sculpture is made . . .”. This conclusion leaves unclear the position in relation to so-called
objets trouvés, and other situations where artists ‘create’ artistic works from found
material: famous examples being Duchamp’s urinal, Carl André’s bricks, Damien Hirst’s
shark, or Tracy Emin’s bed.!™ It is by no means obvious that these fall within Laddie J’s
definition of sculpture as a three-dimensional work made by an artist’s hand.

5.2 WORKS OF ARCHITECTURE

The second subcategory of artistic works listed in the Act is ‘works of architecture’: section
4(1)(b). A work of architecture is defined in the 1988 Act as a building or a model for a
building.!”® In turn, a building is defined as including ‘any fixed structure, and a part of a
building or fixed structure’. It should be noted that copyright also exists in the architect’s
plans as drawings.

One question that has arisen is whether buildings include things such as greenhouses,
Portakabins, and swimming pools that are built off-site.''® The main obstacle to protec-
tion is that a building is defined as a fixed structure.!'” While this was apparently intended
to prevent ships from being protected as works of architecture, the status of articles which
are not fixed when they are created, but which are intended to be subsequently fixed or
permanently placed, is unclear. In an Australian case, the Supreme Court of the Northern
Territory held that a plug and mould used for manufacture of pre-cast fibreglass swim-
ming pools were protected by copyright.!’® Explaining that there was no single test for
what is a building, Mildren ] said that a number of factors needed to be considered. These

12 Hi-Tech Autoparts v. Towergate Two Ltd [2002] FSR 254 (para. 48) (Judge Floyd QC).

13 Creation Records v. News Group [1997] EMLR 444.

14 In Creation Record v. News Group [1997] EMLR 444, Lloyd ] referred to the issue of whether copyright
subsisted in Carl André’s bricks, by saying he would distinguish Mr Gallagher’s composition as being ‘ephem-
eral’, that is, put together solely to be the subject matter of a number of photographs and disassembled as
soon as those were taken. Perhaps Lloyd ] was suggesting that a work of sculpture is a three dimensional
artefact either made by an artist’s hand or intended to have a permanent existence as an object of art.

115 CDPA s. 4(1)(b). Copyright protection for works of architecture was first introduced under the 1911
Act; most probably to give effect to the Berlin Revision of the Berne Convention. Ricketson, paras. 6.31-2.

116 See also Half Court Tennis (1980) 53 Federal Law Report 240 (half-size tennis court made of concrete
slab with posts was a work).

17 CDPA s. 4(2) (but note the provision says ‘building’ includes ‘any fixed structure’).

18 Darwin Fibreglass v. Kruhse Enterprises (1998) 41 IPR 649.
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included the size of the structure, its proposed use, whether it is fixed or portable, and its
degree of permanence. As a result he concluded that while neither the plug nor the mould
were buildings, the pools were. This was despite the fact that the pools were manufactured
off-site and were capable of being removed.

In contrast to other types of artistic works, there is no requirement that architectural
works (and works of artistic craftsmanship) should be protected ‘irrespective of artistic
quality’. This seems to suggest that when deciding whether subject matter qualifies as an
architectural work (or as a work of artistic craftsmanship) we should consider whether the
work is a work of architecture (or artistic craftsmanship); and if so, whether it is it
sufficiently artistic. While, the courts have accepted that a work of artistic craftsman-
ship must by its very nature be sufficiently artistic to attract copyright, the position in
relation to architectural works is less clear. If buildings are only protected if they are
artistic, it is unlikely that designs for things such as swimming pools would be protected.!"
One factor that suggests that for a work to qualify as a work of architecture it must also be
‘artistic’ is that, in contrast to section 4(1)(a), there is no explicit statement that such
works are to be protected ‘irrespective of artistic quality’. However, this interpretation is
difficult to reconcile with the legislative history. While under the 1911 Act a work of archi-
tecture had to satisfy a qualitative threshold in order to be protected, this was removed
under the 1956 Copyright Act. This would suggest that under the 1988 Act the legislature
intended that there was no need for a work of architecture to be ‘artistic’ for it to be
protected. Unfortunately, the Act is ambiguous.

5.3 WORKS OF ARTISTIC CRAFTSMANSHIP

The final category of artistic works listed in the Act is ‘works of artistic craftsmanship’:
section 4(1)(c). The legislative origins of this category of works, which first appeared in
the 1911 Copyright Act, are obscure.'?® Works of artistic craftsmanship cover creations
such as handcrafted jewellery tiles, pots, stained-glass windows, wrought-iron gates, hand-
knitted jumpers, and crocheted doilies. In order for a work to fall within this category, it is
necessary to show that the work is ‘artistic’ and that it is a work of ‘craftsmanship’. We will
deal with each in turn.

5.3.1 The requirement of ‘artistic quality’

A work will only qualify as a work of artistic craftsmanship if it is ‘artistic’: that is, if it has
an element of real artistic or aesthetic quality.!*! This approach is unusual in copyright
law because it requires the courts to consider whether the work satisfies the qualitative

19 In Darwin, Mildren J assumed there is no requirement of artistry: ibid.

120 In George Hensher v. Restawile Upholstery (Lancs) [1976] AC 64 Lord Simon said that ‘when Parliament,
in 1911, gave copyright protection to “works of artistic craftsmanship” it was extending to works of applied
art the protection formerly restricted to works of the fine arts, and was doing so under the influence of the
Arts and Crafts movement’. That movement, which dated from the 1860s and was led by William Morris,
emphasized the importance of handicraft techniques in the applied or decorative arts, restoring the handi-
craftsman to his creative role in society. However, Lord Simon argued that, given the context, the choice of the
word ‘craftsmanship’ rather than ‘handicraft’ was a deliberate indication that the provision was not to be
limited to handicraft or exclude products of machine production.

121 Cuisenaire v. Reed [1963] VR 719, 730; Hensher v. Restawile Upholstery (Lancs) [1976] AC 64,77,78, 81,
85, 86, 96; Merlet v. Mothercare PLC [1986] RPC 115 and Bonz Group v. Cooke [1994] 3 NZLR 216, 222.
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threshold of being artistic. The question of what is meant by a work of artistic craftsman-
ship was discussed by the House of Lords in Hensher v. Restawile Upholstery.!** As the
defendants conceded that the claimant’s prototype of a mass-market upholstered chair
was a work of craftsmanship, the only question to be determined was whether the chair
was a work of artistic craftsmanship. While all their Lordships agreed that the chair was
not artistic, they all differed in their explanations as to why.

Lord Reid said that objects could be said to be artistic if a person gets ‘pleasure or
satisfaction . . . from contemplating it’. As a result, Lord Reid said that the test to decide
whether a work was artistic was whether ‘any substantial section of the public genuinely
admires and values a thing for its appearance and gets pleasure or satisfaction, whether
emotional or intellectual, from looking at it’. Lord Reid noted that ‘looking nice appears to
me to fall short of having artistic appeal’. While the intention of the author that the
resulting product is artistic may be important, Lord Reid indicated it was neither ‘neces-
sary or conclusive’. Since there was no evidence that anyone regarded the furniture in issue
as artistic, Lord Reid concluded that the prototype was not protected by copyright.

Lord Morris said that in this context, the word ‘artistic’ required no interpretation.
However, he acknowledged that as the question of whether a particular artefact was artistic
was a matter of personal judgment, courts might be faced with differences of opinion.
Because of this, Lord Morris said that a court should look to see if there was a general
consensus of opinion ‘among those whose views command respect’. The views of the artist
and the person acquiring the object might act as pointers as to whether something is
artistic. However, the question was ultimately one for the court, guided by evidence (par-
ticularly of specialists). Since the most favourable thing that had been said about the
prototype chair was that it was distinctive, Lord Morris was content to conclude that it was
not artistic.

Lord Kilbrandon said the question whether something was a work of art depended on
whether it had come into existence as the product of an author who was consciously
concerned to produce a work of art. For Lord Kilbrandon, this must be judged from the
work itself and the circumstances of its creation. A work did not become a work of art as a
result of the opinions of critics, or the public at large. As a consequence, expert evidence
was irrelevant. Instead, it was for the judge to determine whether the author had the
‘desire to produce a thing of beauty which would have an artistic justification for its own
existence’. Since in the case in hand the objective was to produce a commercially successful
chair, it was not a work of artistic craftsmanship.

In deciding whether a craftwork was artistic, Viscount Dilhorne explained that this was
really a question of fact for the court to answer. As such, he declined to elaborate much
further on the meaning of artistic. He did say, however, that a work would not be artistic
merely because there was originality of design, but that it could be artistic even if it was
functional. Viscount Dilhorne said that while expert evidence and public opinion would
be relevant, in the end it seems that Viscount Dilhorne preferred to act on his own
intuition as to what was a ‘work of art’. However, since no witness had described the chair
as a work of art, he said that this was not even a borderline case: the prototype was not
protected by copyright.

Lord Simon took a rather different approach from his colleagues, insofar as he

122 George Hensher v. Restawile Upholstery (Lancs) [1976] AC 64.
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emphasized that it was the craftsmanship rather than the work that must be artistic. Lord
Simon also said that the fact that the work ‘appeals to the eye of the beholder, giving him
visual pleasure’ was irrelevant. Examples of ‘artistic craftsmen’ included hand-painters of
tiles, the maker of stained-glass windows, and wrought-iron gates, but not ‘plumbers’.
Lord Simon said that many craftsmen fell into an intermediate category: some of their
products being the result of artistic craftsmanship, while others were the product of
craftsmanship. In making the decision as to whether a particular object was created by a
person who was an ‘artist craftsman’, Lord Simon took the view that ‘the most cogent
evidence is likely to be either from those who are themselves acknowledged artistic-
craftsmen or from those who are concerned with the training of artist-craftsmen—in
other words, expert evidence’. Lord Simon added, however, that the crucial question was
‘the intent of the creator and its result’. Like the other Law Lords, he found the application
of his test to the facts relatively easy: none of the experts had regarded the settee as
exhibiting anything more than originality of design and appeal to the eye. The settee was
an ordinary piece of furniture, and not an example of artistic-craftsmanship.

Given the ‘different and apparently irreconcilable’ tests employed in Hensher, it is not
surprising to find that there has been little consistency in subsequent case law as to the
approach to be taken when assessing ‘artistry’.

In Merlet v. Mothercare,'* where Walton ] had to decide whether a baby’s cape made by
Madame Merlet was a work of artistic craftsmanship, Walton J said that the majority in
Hensher had held that the relevant question in determining whether a work was artistic
was whether the object in question was a work of art.!** However, given the warning not to
exercise a value judgment, he concluded that in the first instance the question is whether
the artist-craftsman intended to create a work of art. If the intention was present and the
creator had not ‘manifestly failed’ in this regard, then the work was a work of art. As
Madame Merlet had not set out to create a work of art, but instead had utilitarian
considerations in mind (she hoped the cape would shield her son from the rigours of the
climate when visiting her mother in the Scottish Highlands), Walton J concluded that the
baby cape was not a work of artistic craftsmanship. In contrast, in Vermaat v. Boncrest,
Evans-Lombe ] seems to have declined to follow Merlet and instead adopted a new test
which required that for a work to be artistic there had to be evidence of creativity.!>> The
case concerned a design of a patchwork bedspreads and whether this was a work of artistic
craftsmanship. Evans-Lombe ] referred approvingly to the view of the New Zealand High
Court that the question of whether a work was of artistic craftsmanship could not depend
purely on the intention of the creator: the finished work must have some artistic quality in
the sense of being a produced by someone with creative ability and having aesthetic
appeal.?® Applying that test of artistry to the facts, the judge held that though the designs
were ‘pleasing to the eye’ they did not exhibit the necessary requirement of creativity.

If the judgment in Vermaat undermined Walton J’s attempt in Merlet to resolve
the question of when a work of craftsmanship is ‘artistic’, yet more confusion
has been created by the rather incoherent judgment of Rimer J in Guild v. Eskandar.'”

123 Merlet v. Mothercare [1986] RPC 115. The Court of Appeal (at 129 ff) only considered issues relating to
infringement of copyright in Mme Merlet’s drawings.

124 Thid., 125-6 citing Viscount Dilhorne, Lord Simon, and Lord Kilbrandon.

125 Vermaat v. Boncrest [2001] (5) FSR 49. 126 Bonz Group v. Cooke [1994] 3 NZLR 216.

127" Guild v. Eskandar [2001] (38) FSR 645.
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Here the question was whether the claimant’s wide, square-shaped designs for a cardigan
and sweater were works of artistic craftsmanship. Initially, Rimer J purported to follow
Merlet, and found that there was no evidence that the claimant regarded herself as an
artist or intended to create a work of art: she chose the design because it appealed to her,
and she therefore believed it would appeal to others. If he had been rigorously following
Merlet, that should have been an end of the investigation. However, Rimer ] went on to
consider whether the garment ‘can fairly be regarded as satisfying the aesthetic emotions
of a substantial section of the public’.!”® (He may have done so purely out of deference
to Lord Reid in Hensher, or just in case a different criterion was applied on appeal, but
the case is unsatisfactory for failing to explain the reasons or this examination.) The
judge took account of the conflicting expert of evidence, but ultimately concluded the
garments were not works of art. This was in spite of the fact they had been displayed in
the Victoria and Albert Museum, Rimer ] explaining that they were exhibited as
examples of developments in fashion (rather than because anyone regards them as
works of art).

Clearly, the decisions in Vermaat and Guild have done little to clarify when a work of
craftsmanship is to be treated as artistic. Further guidance from a higher court would be
welcome indeed.

5.3.2 The requirement of ‘craftsmanship’

As well as showing that the work is artistic, it is also necessary to show that it is a work of
‘craftsmanship’. In Hensher v. Restawile Lord Simon defined a work of craftsmanship as
presupposing ‘special training, skill and knowledge’ for its production. He also said that it
implied ‘a manifestation of pride in sound workmanship’. A rather different definition
was provided by Lord Reid, who referred to a work of craftmanship as ‘a durable, useful
handmade object’. Lord Reid seemed to suggest that if the defendant had not conceded
that the prototype was a work of craftsmanship, he would not have been inclined to that
view. This was because the prototype, which was a flimsy, temporary, knock-up which had
subsequently been destroyed, was better described as a ‘step in a commercial operation’
with no value of its own rather than as a work of craftsmanship.'”” While wooden rods
(used to teach addition and subtraction to children) have been held not to be products of
craftsmanship,’ knitting and tapestry-making have been held to be a craft;'*' knitting
and tapestry-making have been treated as crafts: and the baby’s cape in Merlet v. Mother-
care was said to be ‘very much on the borderline’.!*

One problem with the courts’ failure to provide a helpful definition of craftsmanship is
that it is unclear whether the work needs to be handmade to be protected. In Hensher v.
Restawile, Lord Reid and Viscount Dilhorne suggested that craftsmanship implied that the

128 Guild v. Eskandar [2001] FSR (38) 645, 700.

129 George Hensher v. Restawile Upholstery (Lancs) [1976] AC 64, 77.

130 Cuisenaire v. Reed [1963] VR 719 (Supreme Court of Victoria); Komesaroff v. Mickle [1988] RPC 204,
210 (Supreme Court of Victoria) (while assembling picture windows and dispensing into them chosen
amounts of selected sands, liquid, and a bubble-producing substance might be artistic, there was no
craftsmanship in performing those acts).

131 Bonz Group v. Cooke [1994] 3 NZLR 216 (NZ High Court) (a case approved by the English High Court
in Vermaat v. Boncrest [2001] FSR (5) 49).

132 11986] RPC 115, 122.
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work was handmade.'® In contrast, Lord Simon said that ‘craftsmanship’ could not be
limited to handicrafts, nor was the word ‘artistic’ incompatible with machine produc-
tion."* The approach of Lord Simon was recently followed by the Federal Court of
Australia in Coogi Australia v. Hysport International.'* There, Drummond ] held that the
stitch structure of a fabric made up of different yarns (used to make jumpers), which was
constructed in such a way as to produce a mixture of textured surfaces—some flat, some
rolled, some protruding—was a work of artistic craftsmanship. Drummond J said that the
way the designer had used the stitch structures and colour to produce an unusual textured
and multi-coloured fabric meant that the design was artistic. This was so even though the
design was mass-produced and had been formulated on a computer, rather than using
traditional craft techniques.'’® As regards the issue of mass-production, Drummond ]
reviewed the authorities and found that he preferred Lord Simon’s approach in Hensher v.
Restawile. To hold otherwise, he said, would be to import a Luddite philosophy into
copyright legislation which was enacted against a background of modern industrial organ-
ization and was intended to regulate rights of value to persons in the area of activity. As
Drummond J’s approach presents a realistic and workable approach to this issue, hope-
fully it will be followed in the United Kingdom.'*”

Another aspect of the notion of artistic craftsmanship that has proved to be problematic
is whether the requirements of artistic quality and craftsmanship must emanate from the
same person. In Burke v. Spicer’s Dress Designs'*® Clauson ] suggested as much when he
said that a woman’s dress was not a work of artistic craftsmanship because the artistic
element (the sketch of the dress) did not originate from the person who made the dress
(the dressmaker).'* However in Bonz Group v. Cooke'*® the New Zealand High Court held
that hand-knitted woollen sweaters depicting dancing lambs and golfing kiwis was a work
of artistic craftsmanship: the handknitters being craftspersons and the designer an artist.
Tipping J observed that:

there are some passages in the authorities that suggest that it is essential that the same
person both conceive and execute the work. For myself I do not regard that as being

133 George Hensher v. Restawile Upholstery (Lancs) [1976] AC 64, 77 (Lord Reid), 84 (Viscount Dilhorne:
made by hand and not mass-produced).

134 Tbid., 90. 135 (1999) 157 ALR 247 (Fed. Crt. of Australia).

136 “There is no necessary difference between a skilled person who makes an article with hand-held tools
and a skilled person who uses those skills to set up and operate a machine which produces an article. Such an
article can still be a work of craftsmanship even though the creator has used a highly sophisticated com-
puter-controlled machine to produce it, if nevertheless it is a manifestation of the creator’s skill with
computer-controlled machinery, knowledge of materials and pride in workmanship’. For similar reasoning in
relation to computer-related literary works, see Whitford J in Express Newspapers v. Liverpol Daily Post [1985]
FSR 306.

137 The fact that a design is created without using traditional ‘craftsmanship techniques’, or is intended to
be mass-produced, may be a factor. See e.g. Guild v. Eskander [2001] FSR (38) 645, 700 (finding sample
garments, made both by machine and as prototypes for mass production, not to be works of craftsmanship)
(not considered on appeal at [2003] FSR (3) 23).

138 [1936] 1 Ch 400, 408.

139 This approach is consistent with the views of Lord Simon in George Hensher Ltd v. Restawile Upholstery
(Lancs) [1976] AC 64 to the effect that a work of artistic-craftsmanship is the work of a person who is an
‘artist-craftsman’.

140 Bonz Group v. Cooke [1994] 3 NZLR 216 (High Court of New Zealand). See also Spyrou v. Radley
[1975] FSR 455; Bernstein v. Sydney Murray [1981] RPC 303; Merlet v. Mothercare [1986] RPC 115, 123—4.
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necessary. If two or more people combine to design and make the ultimate product I cannot
see why that ultimate product should not be regarded as a work of artistic craftsmanship.'*!

While the rejection of the requirement that artistry and craftsmanship come from the
same person is welcome, Bonz Group v. Cooke raises problems in determining who is the
author of a work of artistic craftsmanship. Where a work is created by collaboration
between artist and craftsperson, a court is likely to treat them as co-authors. However, in
Bonz itself the court treated the company as the copyright owner, even though the
craftspersons were unidentified outworkers (and thus possibly not even employees). Per-
haps that was a case where the craftspeople were merely executing the detailed designs of
the artist: if this is true, it seems strange that the existence of craftsmanship is a pre-
requisite for protection, but does not even confer a claim to co-authorship. Another
possibility is that, in the absence of collaboration such as to give rise to co-authorship,
the craftsperson is to be regarded as the author, since they give expression to the artistic
ideas.

6 FILMS

Moving pictures were first produced towards the end of the nineteenth century. Initially,

142

films were only indirectly protected in the UK as series of photographs'** or as dramatic

works.!*3 At an international level, films were gradually recognized as the subject matter of
authors’ rights protection.!** UK law recognized cinematic ‘films” as an independent cat-
egory of subject matter in the 1956 Act,'*® and conferring first ownership on ‘the maker’
thereof."*® Under the 1988 Act, films are defined to mean a recording on any medium from
which a moving image may be produced by any means.'”” This broad definition
encompasses celluloid films and video recordings or disks, as long as they produce

141 Bonz Group v. Cooke [1994] 3 NZLR 216,224 (High Court of New Zealand). This passage was approved
and applied by Evans-Lombe ] in Vermaat v. Boncrest [2001] FSR 49 (though he held that there was no
sufficient ‘creativity’ to render the work one of artistic craftsmanship).

142 Films were registered as series of photographs at the Stationers’ Company, as required under the Fine
Art Copyright Act 1862, but from 1911 this became unnecessary.

143 Copyright Act 1911, 5. 35(1). For a systematic account, see Kamina, ch. 2. For theoretical reflections, see
A. Barron, ‘The Legal Properties of Film’ (2004) 67 MLR 177.

144 Article 14 of the Berlin Revision of Berne in 1908 required that cinematographic productions be
protected as literary or artistic works if ‘by the arrangement of the acting form or the combination of the
incidents represented, the author has given the work a personal and original character’. Such works are now
listed in Art. 2(1) of the Paris text, and assimilation is further provided in Art. 14 bis.

145 CA 1956, s. 13. See more generally, M. Salokannel, ‘Film Authorship in the Changing Audio-visual
Environment’, in Sherman and Strowel, ch. 3 (it was only with the rise of the notion of the ‘director as
author’ (or auteurism) that copyright law came to embrace films as copyright subject matter on a par with
literary and artistic works).

146 CA 1956, s. 13(4), (10) (defining maker in terms similar to the definition of producer in CDPA, s. 178)
Prior to the amendments in 1996, copyright in films was treated in a similar manner to that in sound
recordings and broadcasts, with the producer being designated as the sole ‘author’. Films now have a hybrid
status under CDPA s. 9(2)(ab) which gives the principal director joint authorship with the producer of films
made on or after 1 July 1994.

147 CDPA 5B(1). Cf. CA 1956, s. 13(10) and Spelling Goldberg Productions v. BPC Publishing [1981] RPC
283 (stating that film has three characteristics: a sequence of images, recorded on material, capable of being
shown as a moving picture).
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‘moving images’."*® Multimedia products may sometimes be protected as films,'* though
it is has been doubted whether recording which generate text, such as teletext would be
covered.'?

The EC Duration and Rental Directives, which required directors to be recognized as
authors, distinguishes between cinematographic works and related rights in mere fix-
ations, so-called ‘films’ or ‘videograms’.!*! This approach has not been followed in the UK
where the 1988 Act only acknowledges one copyright work, a film. Provisions are made for
circumstances where there is no principal director, nor any author of screenplay, dialogue

152

or music.”> Moreover, there is no requirement under UK copyright law that films be

original, as is the case with literary, dramatic, musical, and artistic works. However, it has
now been accepted that films which would be ‘cinematographic works” under the Berne
Convention are also ‘dramatic works” under UK copyright law.'>?

The soundtrack accompanying a film is treated as part of the film. As we will see,
there is no reason why such a soundtrack would not also qualify as a sound recording.
This leads to a potential problem of overlap. Section 5B(3) clarifies the position by
stating that (i) references to the showing of a film include playing the film soundtrack to
accompany the film and (ii) references to playing a sound recording do not include
playing the film soundtrack to accompany the film. Consequently if a cinema wished to
show a film which included a soundtrack, the cinema would only need to obtain rights
clearances from the owner of copyright in the film."** In contrast, where the soundtrack
is played without the moving images, for example on a jukebox in a pub, it is only
necessary to obtain the consent of the right-holder in the sound recording of the
soundtrack.'*

148 See Kamina, 88-91 (in particular, considering whether a computer program which produces images on
a screen which can appear to move is a film, and arguing that there must be something in the nature of a
pictorial work).

149 M. Turner, ‘Do the Old Legal Categories Fit the New Multimedia Products? A Multimedia CD Rom as a
Film’ [1995] EIPR 107; T. Aplin, ‘Not in Our Galaxy: Why Film Won’t Rescue Multimedia’ [1999] EIPR 633;
Stamatoudi, ch. 6, esp. 126-51 (arguing that few multimedia products would be audiovisual works, since
moving images rarely form the main element, and objecting in any case to the artificiality of interpreting a
multimedia work as a recording which produces moving images); Kamina, 92 (suggesting that the definition
of film as ‘a recording’ might afford protection to multimedia works in which moving images form only
a limited part). Despite these criticisms, the biggest problem with relying on film copyright to protect
multimedia works derives from the narrow scope of protection given by film copyright. In some cases, a
multimedia work might be a dramatic work, and thus benefit from ‘thick’ protection: Kamina, 79.

150 Stamatoudi, 111. 151 See above p. 44; below at pp. 118-20.

152 CDPA s. 13B(9). For an argument that this fails to implement the Directives see P. Kamina,
‘British Film Copyright and the Incorrect Implementation of the EC Copyright Directives’ [1998] Ent
LR 109.

153 Norowzian v. Arks (No. 2) [2000] EMLR 67. For criticism, see T. Rivers, ‘Norowzian Revisited’ [2000]
EIPR 389 (arguing that the case creates problems identifying the author).

154 See also P. Kamina, ‘The Protection of Film Soundtracks under British Copyright after the Copyright
Regulations 1995 and 1996’ [1998] Ent LR 153.

155 CDPA s. 5B(2)—(3).
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7 SOUND RECORDINGS

Sound recordings were first given protection under the 1911 Copyright Act where they
were protected as musical works.' It soon became apparent that sound recordings were
fundamentally different from musical works. The change of attitude was summed up in
Gramophone Company v. Stephen Cawardine'® where Maugham ] considered the creative
contribution to the gramophone record ‘Overture to the Black Domino’. He said:

[I]t is not in dispute that skill, both of a technical and of a musical kind is needed for the
making of such a record as the one in question. The arrangement of the recording instru-
ments in the building where the record is to be made, the building itself, the timing to fit the
record, the production of the artistic effects . . . combine together to make an artistic record,
which is very far from the mere production of a piece of music.'*

These sentiments are now reflected in the 1988 Act, where sound recordings are defined to
mean ‘(a) a recording of sounds, from which the sounds may be reproduced’, or ‘(b) a
recording of the whole or any part of a literary, dramatic or musical work, from which
sounds reproducing the work or part may be produced, regardless of the medium on
which the recording is made or the method by which the sounds are reproduced or
produced’.’® It thus covers vinyl records, tapes, compact discs, digital audiotapes, and
MP3s which embody recordings. The definition also seems to encompass digital instruc-
tions embodied in electronic form which produce sounds. In a different legal context
(that of licensing places of entertainment), it has been held that ‘recorded sounds’ can
include CD-ROM embodiments of Musical Interface Digital Interface (MIDI) instructions
(rather than data in wave form) which cause a sound module or synthesizer to generate
sounds.!®

As the definition of sound recording requires that there be ‘sounds’, it appears to
exclude a single sound from protection (even though a considerable amount of produc-
tion work may go into its recording).!®! Interesting questions have also arisen as to how
the limits of a sound recording are to be determined. We review these issues when we look
at copyright infringement.'®* Because sound recordings exist irrespective of the medium
on which the sounds are recorded, a soundtrack of a film is a sound recording. However,
the soundtrack of a film will also be treated as part of the film insofar as the soundtrack
‘accompanies’ the film.!®® The effect of this is the public showing of a film and its sound-
track only requires the consent of the owner of copyright in the film.!** In contrast, where

156 panayiotou v. Sony Music Entertainment [1994] EMLR 229, 348 (brief history of recorded music).
Gaines has argued that print-based concept of copyright had difficulties accommodating sounds. This was
clearly not the case in the UK. See J. Gaines, Contested Culture: The Image, the Voice and the Law (1992).

157 11934] 1 Ch 450. 158 Tbid., 455. 159 CDPA s. 5B(1).

160 Sean Toye v. London Borough of Southwark (2002) 166 JP 389.

161 P, Theberge, ‘Technology, Economy and Copyright reform in Canada’, in S. Frith (ed.), Music and
Copyright (1993), 53; S. Jones, ‘Music and Copyright in the USA’, in S. Frith (ed.), Music and Copyright
(1993), 67.

162 See, Ch. 8, especially pp. 167-8, discussing Hyperion Records v. Warner Bros (unreported).

163 This gives effect to Duration Dir. Art. 3, which required that the term ‘film’ be defined as ‘a cinemato-
graphic or audiovisual work or moving images, whether or not accompanied by sound’.

164 CDPA s. 5B (3)(a).
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the soundtrack is played without the moving images'® this would only require the consent
of the holder of rights in the sound recording.'*®

8 BROADCASTS

Broadcasts, whether of sounds or images, were first included as copyright works in the
1956 Copyright Act. Subsequently, they were deemed to be suitable subject matter of
protection by neighbouring rights at the 1961 Rome Convention.'®” The decision to
extend copyright protection to broadcasts marked an important change in copyright law.
In contrast with art, literature, films, and recordings, a broadcast is essentially the provi-
sion of a service which involves a communication: it is the not the creation of a thing, but
an action. This is because broadcasts are not fixed or embodied (though they can be), they
are ephemeral acts of communication. This means that a broadcast does not protect any
fixed entity per se. Instead, what are protected are the signals which are transmitted. In a
sense copyright law recognizes the value in the act of communication itself, as distinct
from the content of what is being communicated.!®®

Provision was made for protection of cable programmes from 1 January 1985.'®° This
differentiated treatment was carried through into the 1988 Act, as enacted, which recog-
nized two categories of subject matter: a ‘broadcast’, which referred to a wireless transmis-
sion, and cable programmes. This differentiation has been abandoned, as of 31 October
2003 with cable programmes being assimilated within a broadly defined concept of
‘broadcast’. Doubts will almost certainly be expressed as to the validity of these amend-
ments to the primary Act by way of delegated legislation: the following paragraphs,
however, assume the changes are allowed to stand.!”°

In its amended form, a broadcast is defined as an ‘electronic transmission of visual
images, sounds, or other information which—(a) is transmitted for simultaneous recep-
tion by members of the public and is capable of being lawfully received by them, or (b) is
transmitted at a time determined solely by the person making the transmission for presen-
tation to members of the public’.!”! This definition merely requires that the transmission

165 CDPA s. 5B(3)(b).

166 Contrast the current position with the position under the 1988 Act as initially enacted where ‘sound
recordings’ and ‘films’ were mutually exclusive. This meant that the showing of a film in public required the
consent of both the copyright holder in the moving images and the copyright owner of the soundtrack.

167 Rome Art. 3(f), Art. 6, Art. 13, Art. 14, Art. 16(1)(b). TRIPS Art. 14(3). The UK is also party to the
European Agreement of 1960 on the Protection of Television Broadcasts. Broadcasts were not the subject of
the recent WIPO Treaties.

168 On the question of what amounts to a ‘work’ in this context, see the Australian High Court decision in
TCN Channel Nine v. Network Ten [2004] HCA 14 (11 Mar. 2004), where the majority held that in the case of
a broadcast the work is the individual programme transmitted).

169 Cable and Broadcasting Act 1984, s. 22, adding CA 1956, s. 14A. Although diffusion services existed in
1956, they merely relayed BBC and ITA broadcasts to subscribers in areas where the signals were weak.

170 The criticism would be that they are not justified by European Communities Act 1972, s. 2(2). The
Copyright Directorate viewed the changes as necessary to implement Info. Soc. Dir. Art. 3 (communication to
the public right). However, while that justified altering CDPA s.20 on ‘rights’, it is not obvious how it justifies
altering CDPA s. 6 which deals with works.

171 CDPA s. 6(1) (as amended by SI 2003/2498, reg. 4). Perhaps the amendments were influenced by the
definition of broadcast contained in Directive 89/552/EEC OJ L 298/23 (17 Oct. 1989) Art. 1 (* “television
broadcast” means the initial transmission by wire or over the air, including that by satellite, in unencoded or

© L. Bently and B. Sherman 2004



SUBJECT MATTER 83

be ‘electronic’,'”? being indifferent otherwise as to the means of transmission, the route
taken, or the form of the signals.!”®> The definition therefore covers transmissions both by
wire (‘Cable TV’) and wireless (e.g. ‘free to air’ broadcasts), terrestrial and satellite trans-
mission, and analogue and digital broadcasts. The definition by referring to the transmis-
sion of ‘visual images, sound, or other information’ is also broad enough to cover systems
which transmit different forms of content, such as radio, television, and other broadcasts
(such as teletext). It also takes into account the forms of broadcasting which may be
directly received by individuals or may be received by subscribers who obtain a decoder.!”*

While the definition of broadcast is deliberately broad, it was readily appreciated that
this breadth was likely to confer protection on some subject matter for which it was
neither needed nor desired.'””> Two alternative criteria limit the definition further: to
constitute a broadcast the transmission be ‘for simultaneous reception by members of the
public’ (and capable of being lawfully received) or be made ‘at a time determined solely by
the person making the transmission for presentation to members of the public’. Moreover,
a new section 6(1A) excludes from broadcasts ‘any Internet transmission’, though with
three (not insubstantial) exceptions.

The limitation of broadcasts to transmissions for simultaneous reception ‘by members
of the public’ excludes from protection transmissions between individuals, such as tele-
phone calls, faxes or e-mails, as well as transmissions on private networks (such as com-
pany ‘intranets’): these are not for reception by members of the public. The requirement
that the transmission be ‘capable of lawful reception’ reinforces the exclusion of private
communications from the definition of broadcast because the interception of such a
transmission would be illegal under the Interception of Communications Act 1985.!7¢ The
requirement of ‘simultaneous reception’ too, excludes transmissions where the individual
recipient decides the time of the transmission, as with on demand services,'”” or

encoded form, of television programmes intended for reception by the public. It includes the communication
of programmes between undertakings with a view to their being relayed to the public. It does not include
communication services providing items of information or other messages on individual demand such as
telecopying, electronic data banks and other similar services’).

172 Defined in CDPA s. 178 as ‘actuated by electric, magnetic electro-magnetic, electro-chemical or electro-
mechanical energy’.

173 The Copyright Directorate refers to this as a ‘technologically neutral definition’: Consultation on UK
Implementation of Directive 2001/29/EC on Copyright and Related Rights in the Information Society: An Analy-
sis of Responses and Government Conclusions, para. 3.6. The definition of wireless telegraphy in CDPA s. 178
had excluded transmission by microwave energy between terrestrial fixed points: the new definition of
broadcast has no such exclusion.

174 That is, any encrypted broadcast, whether terrestrial or by satellite relay, is ‘lawfully’ received if decod-
ing equipment has been made available through the person transmitting it in encrypted form. CDPA s. 6(2).

175 Copyright Directorate, Consultation on UK Implementation of Directive 2001/29/EC: An Analysis of
Responses and Government Conclusion, para. 3.6 (explaining its attempt to exclude on-demand services from
the definition of broadcast on the basis that the subject matter transmitted is usually protected under other
headings).

176 Rather surprisingly this might mean that foreign encrypted broadcasts, such as satellite broadcasts,
where there is no authorized distribution of decoders in the UK, are unprotected because they are not capable
of lawful reception in the UK. This would be a breach of Art. 6(1)(b) of the Rome Convention, and is best
avoided by treating the definition as covering broadcasts which are capable of lawful reception in the country
at which the signals are primarily targeted.

177 Many web sites are probably not for ‘simultaneous reception’ in that the transmitter intends that the
site can be accessed at any time the user desires. Is a web site which is updated on a daily basis, the new version
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interactive database services (such as Lexis or Westlaw). The alternative criteria, that the
transmission be at a time determined solely by the person making the transmission ‘for
presentation to members of the public’ is designed to cover transmission for playing or
showing, as where a football game is beamed back to the away team’s stadium.!”® It also
covers what is frequently referred to as ‘narrow-casting’: such as transmission to shops for
presentation to the public.

The scope of the definition of broadcast is confined further by excluding ‘any Internet
transmission’, but this exclusion is subject to three exceptions of its own. No definition is
provided for an ‘Internet transmission’ but the better view is that the Internet is not
confined to the ‘worldwide web.” E-mails to news groups and web sites are therefore,
generally, excluded from protection as ‘broadcasts’ (though there may be protection as
literary or artistic works).!”” A non-interactive on-line database service (formerly thought
to be a cable programme service, and its contents therefore protected as cable
programmes)'® would also be excluded. In contrast, an information service through
telecommunications networks to subscribers to certain mobile phone services is probably
a broadcast.

Having said that, the amendments have sought to leave protected as broadcasts ‘Internet
transmissions of a conventional broadcast character’ through three exceptions to the
exclusion of ‘Internet transmissions’ from the definition of broadcasts. First, section
6(1A)(a) clarifies that the exclusion of ‘Internet transmissions’ does not encompass ‘a
transmission taking place simultaneously on the Internet and by other means.” This means
that web sites which transmit sounds and images simultaneously with broadcasts—all the
BBC radio stations, for example, are accessible from the BBC’s web site—remain protected
broadcasts.

A second provision allows for broadcasts to include an Internet transmission which is a
‘concurrent transmission of a live event’. The term ‘concurrent’ implies that the Internet
transmission must occur at the same time as the ‘live event’, so would seem to cover
Internet transmission of a cricket match or sounds of a pop concert. The provision refers
to transmission of a live event and so would not treat as a broadcast a transmission of
commentary on a live event. News group e-mails of progress at the latest international
copyright convention would not, therefore, be a broadcast; nor would the commentary on
a football match (unless the commentary were itself treated as an event). Whether the
courts will interpret ‘live event’ to cover transmissions of the ‘Big Brother’ house (even
where these were not being broadcast on TV), awaits to be seen: an approach which
refuses to discriminate will end up treating all live web-cam feeds into web sites as
broadcasts.

being transmitted at 8 a.m. each morning for ‘simultaneous reception’? Probably it does not matter, as it is
excluded under CDPA, s. 6(1A) as an Internet transmission.

178 Copyright Directorate, Consultation on UK Implementation of Directive 2001/29/EC: An Analysis of
Responses and Government Conclusion, para. 3.9 (explaining requirement that timing be determined by the
person making the transmission as designed to exclude on-demand services from the definition of
broadcast).

179 Tbid. (explaining the exclusion as a response to user groups who were concerned that web sites would
be protected and that exceptions, such as research and private study, would therefore be unavailable). In these
respects, the decision in Shetland Times v. Dr Jonathan Wills [1997] FSR 604 that a web site is protected (then,
as items included in a cable programme service) is no longer good law.

180 Dun & Bradstreet v. Typesetting Facilities [1992] FSR 320.
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A third saving indicates that an Internet transmission is not excluded from the defini-
tion of broadcast if it is ‘a transmission of recorded moving images or sounds forming
part of a programme service offered by the person responsible for making the transmis-
sion, being a service in which programmes are transmitted at scheduled times determined
by that person’. This means that a person who wishes to set up a conventional style of
broadcast service, solely utilizing the Internet to distribute the programme service, does
gain protection for the broadcasts.

9 PUBLISHED EDITIONS

The final category of works that are protected by copyright is ‘typographical arrangements
of published editions’. This category of works was first introduced in the UK in 1956, and
remains largely a peculiarity of the British, and British-influenced, copyright systems
(having no corresponding international regime).'"®! A ‘published edition” means ‘a pub-
lished edition of the whole or any part of one or more literary, dramatic or musical
works’.'82 In Newspaper Licensing Association v Marks & Spencer, Lord Hoffmann held that
‘the “edition” is the product, generally between covers, which the publisher offers to the
public’.’®® In this context, the copyright in the published edition protects the typo-
graphical arrangement, that is, the overall appearance of the page or pages. This protects
the publisher’s skill and investment in typesetting, as well as the processes of design and
selection that are reflected in the appearance of the text.!® There is no requirement that
the published edition must be a previously unpublished work. It therefore covers modern
editions of public domain works (such as the complete works of Shakespeare), and pro-
hibits the reproduction of the layout (but not the work itself). It should be noted that the
concept of reproduction of a typographical arrangement is extremely narrow, being
restricted to facsimile reprography. Consequently, the reproduction of the material con-
tained in a published work will not infringe this limited copyright where a different layout
is employed. It has been suggested that typographical arrangements may also be protected

> 185

as ‘photographs’.

181 CA 1956 s. 15. See Report of the Copyright Committee (Cmd. 8662), paras. 306—10.

182 CDPA s. 8(1). Cf. Art. 5 Duration Dir. which permits member states to create a publishers’ right in
critical and scientific works which have fallen into the public domain.

183 The Newspaper Licensing Agency Ltd v. Marks and Spencer plc [2003] 1 AC 551, 558; [2001] 3 WLR 390
(Lord Hoffmann) (holding that whole newspaper was the ‘edition’).

184 Thid. (para. 23) (‘It is not the choice of a particular typeface, the precise number or width of the
columns, the breadth of margins and the relationship of headlines and strap-lines to the other text, the
number of articles on a page and the distribution of photographs and advertisements but the combination of
all of these into pages which give the newspaper as a whole its distinctive appearance. . . . The particular fonts,
columns, margins and so forth are only, so to speak, the typographical vocabulary in which the arrangement
is expressed’).

185 Laddie et al., paras 9.4-5 (but observing that such a photograph may lack originality). See also Sterling
and Carpenter (1986), para. 244 (publishers have copyright in photographic plates used in printing process).
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CRITERIA FOR PROTECTION

1 INTRODUCTION

In order for a work to be protected by copyright, it is necessary to show that as well as
falling within one of the eight categories of works listed in the Act, that the work also
satisfies the particular requirements that are imposed on it. As we will see, the require-
ments that need to be complied with vary, sometimes considerably, between different
categories of works.

(i) The first general requirement for copyright to subsist is that the work must be
recorded in a material form. As we will see, this only applies to literary, dramatic, and
musical works.

(ii) The second requirement that must be satisfied for protection to arise is that the
work must be ‘original’. It should be noted that this only applies to literary, dramatic,
musical, and artistic works. In contrast, there is no need for entrepreneurial works
(sound recordings, films, broadcasts, and typographical arrangements) to be ‘original’
for them to qualify for protection. Instead the 1988 Act declares that copyright only
subsists to the extent that such works are not copied from previous works of the same
sort.!

(iii) The third requirement that must be satisfied for a work to be protected, which
applies to all works, is that it is necessary to show that the work is sufficiently connected to
the UK to qualify for protection under UK law.

(iv) The fourth requirement is that the work is not excluded from protection on public
policy grounds. Occasionally the courts have said that works which are immoral, blas-
phemous, or libellous or which infringe copyright will not be protected.

We will deal with each of these requirements in turn.

2 RECORDED IN MATERIAL FORM

There is no requirement that a work be registered for copyright protection to arise.
Instead, the right arises automatically. However, the 1988 Act provides that copyright does
not subsist in literary, dramatic, and musical works ‘unless and until’ the works are

1 CDPA ss. 5(2), 6(6), 7(6), 8(2).
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‘recorded in writing or otherwise’.? This is usually referred to as the requirement that the
work be recorded in a material form. The fixation or recording of creative ideas carries
with it many benefits. Perhaps the most obvious legal benefits are evidential. While evi-
dence that has not been recorded in some way is admissible, the law has always preferred
evidence that is fixed (written, taped, or filmed) to oral evidence. The reduction of ideas to
a material form also increases the probability that a work may continue to be accessible
beyond the death of its author.

In many cases, there is no need for any special rules to be made to ensure that a work is
recorded. The reason for this is that in the case of artistic works,” works of artistic crafts-
manship,* sound recordings, films, and published editions, expression ordinarily takes
place in a recorded physical form. That is, it is impossible for someone to create, say, a
sound recording or a film in a way in which it is not fixed. This is not the case, however, in
relation to literary, dramatic, and musical works which can be expressed in ways in which
they are not fixed or recorded: literary works can be spoken, musical works sung, and
dramatic works performed. To remedy this, section 3(2) of the 1988 Act states that copy-
right does not subsist in literary, dramatic or musical works unless and until they are
recorded, in writing or otherwise (for example, on film).> Writing is defined to include any
form of notation or code ‘regardless of the method by which, or medium in or on which, it
is recorded’.®

There is no requirement that broadcasts be fixed or embodied in any particular form.
Thus, broadcasts are protected whether or not the Broadcasting Authority makes a per-
manent version of them. Arguably, the ephemeral nature of broadcasts makes them one of
the most intangible of all forms of intellectual property.

The requirement that literary, dramatic, and musical works be recorded is rarely a
serious impediment to copyright protection. The reason for this is that the fixation
requirement will be satisfied even if the recording is carried out by someone other than the
creator (with or without their permission),” whether the recorded form is in the claimant’s
hands, or has subsequently been destroyed.® Given that when someone infringes copyright
they will normally have reproduced the work, and that parties unconnected with the
creator can carry out the requisite recording, this means that in most cases the work will in
fact have been recorded.

One question that has arisen in relation to the fixation requirement concerns works that
change form (such as databases or works of kinetic art).” While works that continually

2 CDPA s. 3. This is deemed to be the time when the work is ‘made’: CDPA s. 3(2).

3 There is an area of uncertainty in the case of artistic works that are not fixed, such as a display of
coloured lights. It could be argued that since fixation is not specifically required by the CDPA for artistic
works that such a display could be protected (though, quaere under what sub-category of CDPA s.4). If so, live
televising of the display would infringe. The point remains to be decided by the courts. It has been stated that
an ice sculpture, though not permanent, is protected: Metix v. Maughan [1997] FSR 718, 721.

4 But cf. Komesaroff v. Mickle [1988] RPC 204 (a device consisting of a mixture of sand, liquid, and bubble-
producing substance did not qualify as a work of artistic craftsmanship).

5 CDPA s. 3(2). This clarifies any doubts that may have existed under the 1956 Act that recording on tape
was not sufficient.

6 CDPA s. 178. 7 CDPA s. 3(3).

8 Lucas v. Williams & Sons [1892] 2 QB 113, 116; Wham-O Manufacturing Co. v. Lincoln Industries [1985]
RPC 127, 142-5 (CANZ); Davis (Holdings) v. Wright Health Group [1988] RPC 403, 409.

9 In Komesaroff v. Mickle [1988] RPC 204 King ] held that a device consisting of a mixture of sand, liquid,
and bubble-producing substance did not qualify as a work of artistic craftsmanship. The device, when moved,
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change form may give rise to problems in other respects, it seems that as long as a work is
recorded it will be protected, even though it may subsequently change form.

3 ORIGINALITY: LITERARY, DRAMATIC, MUSICAL,
AND ARTISTIC WORKS

Perhaps the most well-known requirement that must be satisfied for copyright protection
to arise is that the work be ‘original’. It should be noted that this only applies to literary,
dramatic, musical, and artistic works.!? In contrast, there is no need for entrepreneurial
works (sound recordings, films, broadcasts, and typographical arrangements) to be ori-
ginal for them to qualify for protection. Instead the 1988 Act declares that copyright only
subsists to the extent that such works are not copied from previous works. (We look at this
in the following section.)

While the originality requirement has been a general statutory requirement since
1911, it is very difficult if not impossible to state with any precision what copyright law
means when it demands that works be original. This uncertainty has been exacerbated by
the fact that as part of the harmonization of copyright law in Europe, a new concept—that
of the author’s own intellectual creation—is now used in the United Kingdom to determine
the originality of databases and arguably also computer programs and photographs. In
what follows, therefore, we need to distinguish carefully between the traditional British
conception of originality, and the European one.

While we will explore the differences between the British and European conceptions of
originality below, both conceptions share a number of characteristics. In both British and
European conceptions, ‘originality’ is concerned with the relationship between an author
or creator and the work. That is, originality is not concerned with whether the work is
inventive, novel, or unique.!> While the novelty requirement in patent law focuses on the
relationship between the invention and the state of the art, the originality examination is
primarily concerned with the relationship between the creator and the work. When copy-
right says that a work must be original, this means that the author must have exercised the
requisite intellectual qualities (in the British version labour, skill, or effort, in the European
‘intellectual creation’) in producing the work.!> More specifically, in determining whether a
work is original, copyright law focuses on the input that the author contributed to the
resulting work.!* Consequently, a person who writes a film script based on an original

produced pretty patterns. King J held that: ‘It must be possible to define the work of artistic craftsmanship on
which she bases her action, and this can be done only by a reference to a static aspect of what has been
referred to by counsel as a “work of kinetic art” .

10 CDPA 5. 1(1).

1 Though the requirement was introduced for paintings, drawings, and photographs by the Fine Art
Copyright Act 1862.

12° As Peterson ] said in University of London Press v. University Tutorial Press [1916] 2 Ch 601, ‘The word
original does not in this connection mean that the work must be the expression of original or inventive
thought . . . The originality which is required relates to the expression of the thought. But the Act does not
require that the expression must be in an original or novel form, but that the work must not be copied from
another work—that it should originate from the author’.

13 Lord Reid in Ladbroke v. William Hill [1964] 1 All ER 465, 469.

14 To use Benjamin Kaplan’s terminology in An Unhurried View of Copyright (1965), the test in copyright
is psychological, whereas in patents it is historical.
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story recounted by Homer in The Odyssey produces an ‘original’ work even though the
story and characters have been widely known for thousands of years.!®

The originality requirement sets a threshold that determines when material falling
within the definition of literary, dramatic, musical, or artistic work is protected by copy-
right law.'® Nevertheless, the policy-basis for the threshold requirement has never been
made clear. It certainly excludes from protection trivial works, the creation of which
involves little labour, skill, or effort. As we will see, the European conception of originality
may well set the threshold higher,'” excluding works which are merely the product of
labour alone.'® The originality requirement also functions to limit the duration of protec-
tion by preventing existing works from being the subject of further copyright protection in
the absence of some additional contribution. Since this function could be achieved by
requiring that the work must not already exist (as is the case with entrepreneurial works),
it seems that the originality requirement is intended to do something more. What this is,
however, is unclear.

In addition to operating as a threshold, originality may be important in establishing
whether a person has infringed copyright. This is because a person will not infringe
copyright if they merely copy elements which are not original in the claimant’s work. That
is, deciding what is original in a claimant’s work plays an important role in ascertaining
whether a substantial part of a work has been taken by the defendant. (However, it should
be noted that the fact that a person creates an original work does not mean that they are
not infringing copyright in work they have drawn on." This is because, as we see in
Chapter 8, infringement depends on what a person has taken from a copyright work, the
effort that such a person adds is irrelevant.)

3.1 THE BRITISH CONCEPTION OF ORIGINALITY

It would be foolish to claim that the case law developed since 1912 (or carried over from
earlier jurisprudence) has defined clearly the circumstances in which a literary, dramatic,
musical, or artistic work will be treated as original. Much of the case law seems inconsis-
tent, and according to one commentator ‘the dividing line between original . . . works, and

15 Christoffer v. Poseidon Film Distributors [2001] ECDR 481.

16 Originality has also played an important role in deciding whether new classes of works (photography in
the nineteenth century and more recently Aboriginal art) ought to be protected by copyright law. There is also
a possibility that the growing judicial suspicion about the over-extension of copyright may mean that
originality comes to be used as a way of restricting the scope of the subject matter protected by copyright law.

17" Given that many such countries have an ‘open’ list of works protected by copyright, the ‘originality’
requirement does the job of delimiting the sphere of copyright in those countries (a role performed in the UK
by the list of 8 works in CDPA s. 1).

18 See J. Ginsburg, ‘Creation and Commercial Value: Copyright Protection of Works of Information’
(1990) 90 Columbia LR 1865 (in the context of US law, doubting whether copyright should be confined to
works exhibiting traces of personality, given the social value of works which are a product of ‘sweat of the
brow’.) But as regards databases in Europe, an attempt is made to meet this objection through the sui generis
right: see Ch. 13.

19 See Wood v. Boosey (1868) LR 3 QB 223, 229; Redwood Music v. Chappell [1982] RPC 109, 120; ZYX
Music GmbH v. King [1995] 3 All ER 1, 9-11; cf. Ashmore v. Douglas Home [1987] FSR 553 (Judge Mervyn
Davies denied copyright protection to part of a play which was derived from an existing copyright play on the
grounds that the former was ‘infringing material’).

© L. Bently and B. Sherman 2004



90 COPYRIGHT

unoriginal . . . works, remains an uncertain and shifting one’.** In part these difficulties
arise because originality ‘must depend largely on the facts of the case and must in each
case be very much a question of degree’.?!

As we explained above, when British copyright says that a work must be original, this
means that the author must have exercised the requisite labour, skill, or judgment in
producing the work.?> However, while the phrase ‘labour, skill, or judgment’ may be a
useful label by which to describe the traditional British test of originality, it should be
noted that it is a form of words that is not used with great precision (and thus should not
be viewed as if it were a statutory phrase). Sometimes the courts use the phrase dis-
junctively, referring to labour, skill, or judgment,” sometimes cumulatively as labour, skill,
and judgment.** On other occasions the words work, capital, effort, industry, knowledge,
taste, ingenuity, experience, or investment are used.” This looseness may be criticized on
the basis that it leaves the law uncertain, particularly as regards whether works which are
only a product of labour (so called ‘sweat of the brow’ works) are original. But the truth is
that this is a question whose economic and legal importance has only become paramount
with the advent of electronic databases. In the past, the distinction between labour and
skill was less momentous (and, indeed, the line drawn between labour and skill was less
obvious).

Before looking at the notion of originality in more detail, it will be helpful to make a few
preliminary points.

3.1.1 Preliminary points

(i) The first point to note is that in most cases the requisite labour, skill, and effort that
is needed for a work to be original will be exercised in the way the work is expressed: in the
way the paint is applied, the words are chosen and ordered, ideas executed, or the clay
moulded. That is, in assessing originality, British law is concerned with the originality of
expression rather than ideas.?

(ii) However, while the originality with which we are concerned is originality of expres-
sion, the courts have accepted that the originality of a work may arise in the steps preced-
ing the production of the work (in the pre-expressive stage).”” That is, the labour that
confers originality on a particular work may arise in the selection of the subject matter or
the arrangement of the image that comes to be embodied in the painting. In other cases,
such as with respect to literary compilations, the courts will consider the footwork

20 S, Ricketson, “The Concept of Originality in Anglo-Australian Copyright Law’ (1991) 9(2) Copyright
Reporter 1.

21 Macmillan v. Cooper (1923) 93 LJPC 113 (Lord Atkinson).

22 Ladbroke v. William Hill [1964] 1 All ER 465, 469 (Lord Reid). 23 Tbid. 469 per Lord Reid.

24 Tbid. 473f per Lord Evershed; Interlego v. Tyco [1988] RPC 343, 371.

25 Ladbroke v. William Hill [1964] 1 All ER 465, 475 per Lord Hodson (‘work, labour and skill’); 478 per
Lord Devlin (‘skill, industry, or experience’); 480 per Lord Pearce (‘labour or skill or ingenuity or expense’);
Macmillan v. Cooper (1923) 93 LJPC 113 (Lord Atkinson) (‘labour, skill and capital’).

26 University of London Press v. University Tutorial Press [1916] 2 Ch 209.

27 On another reading, three different factors have been taken into account: the relative importance of
each depending on the subject matter in question. In certain situations, the courts have considered the quality
of the labour. In other situations the courts have focused upon the quantity of labour that has been invested in
the creation of the work. Where the labour is expended on a pre-existing work, the courts have paid attention
to the effect that the labour has on the underlying work.
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involved in discovering the information,”® or the selection or choice of the materials that
are later embodied in the work. This was made clear in Ladbroke v. William Hill where the
question arose as to whether football pools coupons (which listed matches to be played
and offered a variety of bets arranged in sixteen categories) were original compilations.?’
On the basis that the expressive form of the coupons inevitably followed from the prior
commercial decisions as to the bets which should be offered, the appellants argued that the
coupons were not original. The House of Lords rejected these claims.*® According to Lord
Reid, it was artificial to divide the inquiry up, on the one hand into the commercial
decisions about which bets to offer and, on the other, the form and arrangement of the
table. The selection of wagers and their presentation was so interconnected as to be
inseparable. Consequently, when considering originality, it is inappropriate to dissect
the labour, skill, and judgment into pre-expressive and expressive stage: both elements
should be taken into account to determine whether the threshold had been reached.’

(iii) It is important to appreciate that the question of whether a work is original often
depends on the particular cultural, social, and political context in which the judgment is
made. In part this is because originality turns on the way the labour and the resulting work
are perceived by the courts. One of the consequences of this is that what is seen as original
may change over time. A good example of this is provided by photography. When invented
in the 1840s, photography was seen as a non-creative (and non-original) mechanical
process whereby images were produced by exposing chemically sensitive materials to light.
In the late nineteenth century, however, photography came to be seen as an artistic activity.
As a result, photographs came to be seen as creative and thus potentially original works.*
Similar changes recently occurred in relation to the artistic works of Australian
Aboriginals.”

The historical specificity of the originality examination means that we must be careful
as to the conclusions we draw from earlier decisions. This can be seen for example, if we
look at the 1900 decision of Walter v. Lane.** In this case it was held that a newspaper

28 For example in Kelly v. Morris (1866) 1 Equity Cases 697 the author ‘needed to make time consuming
enquiries and to write down the results with painstaking accuracy’.

29 [1964] 1 All ER 465, 469 (Lord Reid); 477 (Lord Hodson); 479 (Lord Devlin); 481 (Lord Pearce). See
also Football League v. Littlewoods [1959] Ch 637, 656; Bookmakers’ Afternoon v. Gilbert [1994] FSR 723.

30 Note, however, Ladbroke v. William Hill [1964] 1 All ER 465, per Lord Evershed, at 472, who considered
the task of expressing the wagers a distinct one involving ‘considerable skill, labour and judgment’.

31 Two points are worth adding. The first is that there must be limits to the relevance of pre-expressive
work. One such limit may be where pre-expressive work is provided by someone else, but is not sufficient to
render that person a co-author. In these circumstances, such pre-expressive work cannot count towards the
originality assessment. Another is where the pre-expressive labour is unconnected to the production of the
work, as where a person selects products they are going to sell and then produces a catalogue. In such cases, it
seems, pre-expressive work cannot contribute to the originality of the catalogue: Purefoy Engineering v. Sykes
Boxall & Co (1955) 72 RPC 89. See also Ladbroke v. William Hill [1964] 1 All ER 465,477 per Lord Hodson; 479
per Lord Devlin (one of objects of pre-expressive labour should be production of work); 481 (Lord Pearce) (‘if
the work was done with no ultimate intention of a compilation’). The second point is that to the extent that
pre-expressive labour confers originality, so its appropriation may be infringement: see below, pp. 168-75.

32 B. Edelman, Ownership of the Image: Elements for a Marxist Theory of Law (1979); J. Gaines, Contested
Culture: The Image, The Voice and the Law (1992).

33 See B. Sherman, ‘From the Non-original to the Aboriginal’, in Sherman and Strowel.

34 Walter v. Lane [1900] AC 539. This was decided under the 1842 Act and there was no specific require-
ment of originality, it has been treated as being ‘undeniably good law’. See Express Newspapers v. News UK
[1990] FSR 359 (Browne-Wilkinson V-C).
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report of an oral speech was protected by copyright because the reporter exercised con-
siderable labour, skill, and judgment in producing a verbatim transcript of the speech.
More specifically, the court said that the reduction to writing of the words of a person who
spoke quickly was an art requiring considerable training. It is possible that changes since
1900, notably the spread of simple tape-recorder technology, may mean that the transcrip-
tion of a speech will no longer be treated as labour that gives rise to an original work.”

(iv) The next point to note is that the originality threshold has been set at a very low
level. It may come as a surprise for some to learn that the courts have accepted as original
such things as railway timetables and exam papers (which were drawn from the stock of
knowledge common to mathematicians, produced quickly, and included questions similar
to ones which had been previously asked by other examiners).*® One of the consequences
of the originality standard being set at a low level is that there have been relatively few
instances where subject matter has been excluded on the basis that it was non-original.
Most of the problems that have arisen have been in relation to tables and compilations,
derivative works (that is, works which incorporate material copied from another source),
and industrial designs.

3.1.2 Determining whether a work is original

As we explained above, when copyright says that a work must be original, this means that
the author must have exercised the requisite labour, skill, or effort in producing the work.
However, not all ‘labour, skill, and judgment’ will give rise to an original work. The
problem facing us is to try and explain coherently when a work is original, and when it is
not. In part these difficulties arise because the effort, skill, or judgment which is needed to
confer originality on a work cannot be defined in precise terms. This is because originality
‘must depend largely on the facts of the case and must in each case be very much a
question of degree’.’” As a result, it is very difficult to explain originality in terms of any
overarching principles or rules. While a number of equally plausible accounts could be
given of the British concept of originality,®® perhaps the best approach is to look at
originality in terms of the types of work in question. To this end we will look at the way
the courts approach originality in relation to the following types of works:

(1) new works,

(ii) derivative works,

35 For a comparable argument that the labour, skill, and effort that was required to create a photographic
reproduction of an art work was much greater in the 1860s than today, so that such a work should not
necessarily be regarded as original today, see R. Deazley, ‘Photographing Paintings in the Public Domain: A
Response to Garnett’ [2001] EIPR 179, 181.

36 University of London Press v. University Tutorial Press [1916] 2 Ch 209. Although widely referred to,
Peterson J ‘s comment that the work ‘should originate from the author’ offers limited assistance when
differentiating original and non-original works in the difficult cases of derivative works, compilations and
computer-generated works.

37 Macmillan v. Cooper (1923) 93 LJPC 113 (Lord Atkinson).

38 It may well be that there is no single British concept of originality, but that different tests apply to
different categories of work, for example, that the originality requirement operates differently in relation to
artistic work from the way it operates in relation to literary work. Indeed, in Interlego v. Tyco Industries [1989]
AC 217 Lord Oliver said it would be ‘palpably erroneous’ to apply the test of originality developed in relation
to literary compilations in Ladbroke v. William Hill [1964] 1 All ER 465, namely that originality was depend-
ent upon the degree of skill, labour, and judgment involved in preparing the compilation, to art works.
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(iii) tables and compilations,

(iv) computer-generated works.

3.1.3 New works

The first situation we wish to consider is where a ‘new’ work is created.”® In particular we
wish to consider the situation, for example, where inspired by a particular event a person
sits down at their desk and writes a poem or a song. As in these circumstances the work
clearly emanates from the author, there are unlikely to be any problems in showing
originality. In the words of Peterson ] in University of London Press, such works are
original because they originate with the author and are not copied.*’

The one exception to this principle is where the labour is trivial or insignificant and the
result is trivial or insignificant. A possible example is the case of Merchandising Corpor-
ation v. Harpbond,*! where face-paint was held unprotected by copyright. While (as we saw
in the previous chapter) protection was refused on the rather unsatisfactory basis that the
work was not a painting, the decision was justifiable on the basis that the work was a trivial
outcome of an insignificant amount of labour.*? Another example of a work held non-
original on the basis of insignificant labour involved the routine application of a formula
to produce forecast dividends on greyhound races was not sufficiently original.** Yet other
examples can be found in the case law on titles and advertising slogans, also discussed in
Chapter 3. Titles, such as “The Lawyer’s Diary’ involve too trivial an amount of labour to
be regarded as original.**

However, in many cases the courts have been prepared to accept that even very simple
works can be original. This was in effect the position in British Northrop where it was
argued that drawings of things such as rivets, screws, studs, a bolt, and a length of wire
lacked originality because they were too simple. In rejecting the argument, Megarry ]
said that he would be ‘slow to exclude drawings from copyright on the mere score of
simplicity” or on the basis that they were of elementary or commonplace objects.*> This
reluctance to exclude simple abstract works probably reflect a desire to ensure that
works of abstract artists, such as Mark Rothko, which may be extremely simple, are
regarded as original. Equally, even short poems such as haiku would be regarded as
original.*®

39 The distinction would doubtless be unsatisfactory to someone who views all works as derivatives, as
‘inter-texts” which draw on and refer to pre-existing works. While we accept that works are never created de
novo, we have used the term ‘new works’ and ‘derivative works’ as convenient labels with which to describe
distinct judicial approaches taken to works which do not draw directly on the expressive form of existing
works (new works) and those which do (derivative works).

40 University of London Press v. University Tutorial Press [1916] 2 Ch 209.

41 Merchandising Corp. of America v. Harpbond [1983] FSR 32.

This may be what Lawton L] when he said a ‘painting is not an idea’.

43 Greyhound Services v. Wilf Gilbert (Staffs) [1994] FSR 723.

44 Rose v. Information Services [1987] FSR 254; Sinanide v. La Maison Kosmeo (1924) LTR 365. Perhaps the
Exxon Corp. v. Exxon Insurance decision is explicable as a case where, even though the labour was extensive,
the result was too trivial to be regarded as original.

45 British Northrop v. Texteam Blackburn [1974] RPC 57, 68. See also Karo Trade Mark [1977] RPC 255,
273. An example of a non-original artistic work would be a straight line drawn with a ruler.

46 In some cases, where the resulting work is regarded as sufficiently creative, the work may be very small:
Kipling v. Genatosan (1917-23) MacG CC 203 (extract of four lines from poem ‘If’).
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3.1.4 Derivative or copied works

The next type of creation that we wish to consider are the so-called derivative works, that
is works which are derived from or based upon pre-existing works (whether or not they
are protected by copyright). Obvious examples of such works are translations, abridg-
ments, and new editions. Copyright law has long recognized that it is important that
authors should be rewarded not just for creating new works, but also for building upon
existing works. However, for a derivative work to be treated as original, copyright law
seems to have imposed three hurdles. First, the labour expended must be of the right kind.
Second, the effort must bring about a material change in the work. Third, that change
must be of the right kind.

Before examining these, it is worth re-iterating that copyright may subsist in a derivative
work even though it may infringe copyright in the existing work.*” That is, a derivative
work may be both original and infringing. In such a situation, any copyright that is
acquired in a derivative work will be distinct from and subordinate to the copyright in any
prior original work which is incorporated into it. Provided that the original work is still
apparent in the new version, both the maker of the new version and any third-party copier
will need the licence of the copyright owner of the original.

(i) The labour must be of the right kind. As Lord Oliver said in Interlego ‘only certain kinds
of skill, labour and judgment confer originality’.* Consequently, a person may exercise a
considerable amount of labour yet the resulting work will not be original if the labour is of
the wrong kind. This would be the case, for example, where there is a direct or slavish copy
of another work or where a work is photocopied.* While the tracing or copying of
drawings, especially technical drawings, requires patience, skill, and labour, as Lord Oliver
said in Interlego, ‘copying per se, however much skill or labour may be devoted to the
process, cannot make a work original’.>** More specifically, he said a ‘well-executed tracing
is the result of much labour and skill but remains what it is, a tracing’.>! It is clear that the
reason why tracing and photocopying do not produce original works is not that there is no
labour. Rather, it is that it is not the right type of labour.*?

In some cases, the courts have suggested that for labour, skill, and judgment to be
relevant it must not be mechanical or automatic, but must exhibit some ‘individuality’. In
MacMillan v. Cooper the Privy Council held that a reduction of Plutarch’s Life of Alexander
from 40,000 to 20,000 words so that it was suitable for use in schools was not original. An
important factor in the finding that the selection was not original and thus not protected
by copyright was that the process of selection was motivated by a desire to cut down the
work so that it was merely shorter and more readily mastered and to exclude material

47 Redwood Music v. Chappell [1982] RPC 109, 120; ZYX Music GmbH v. King [1995] 3 Al ER 1, 9-11.

48 Interlego v. Tyco Industries [1989] AC 217, 268 (Lord Oliver).

49 British Northrop v. Texteam (Blackburn) [1974] RPC 57, 68 (a drawing which is simply traced from
another drawing is not an original artistic work); Rexnold v. Ancon [1983] FSR 662, 664 (improbable that
copyright would be given to a mere tracing); Davis (Holdings) v. Wright Health Group [1988] RPC 403, 409
(casts made from models are not original) and 412 (tracing not original).

30 Interlego AG v. Tyco Industries [1989] AC 217, 263.

51 Tbid., 262 (“it takes great skill, judgment and labour to produce a good copy by painting or to produce
an enlarged photograph from a positive print, but no one would reasonably contend that the copy painting or
enlargement was an “original” artistic work in which the copier is entitled to claim copyright’).

52 The Reject Shop v. Robert Manners [1995] FSR 870, 876.
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which was of an indecent or indelicate character and unfit for schoolchildren.> To this end
passages from the original were merely omitted at various points. Such a process did not
require ‘great knowledge, sound judgment, literary skill or taste to be brought to bear
upon the translation’.* There had, no doubt, been effort expended in making the reduc-
tion but the Privy Council contrasted it with a (hypothetical) original abridgment, by
explaining that the (hypothetical) process of abridgment would have required some form
of ‘learning, judgment, literary taste and skill’.® That is, it lacked what the courts saw as
the necessary skills to qualify for protection. Quoting from an early edition of Copinger’s
Treatise on Copyright, the Privy Council said that ‘the act of abridgment is an exertion of
the individuality employed in moulding and transfusing a large work into a small compass
... Independent labour must be apparent, and the reduction of the size and work by
copying some of its parts and omitting others’ does not do this.*® In contrast, the Privy
Council said that the reduction of the Life of Alexander from 40,000 to 20,000 words was
non-original because it lacked the ‘exertion of the individuality employed in moulding
and transforming a large work into a small compass’.

MacMillan v. Cooper seems to set a surprisingly demanding standard for the types of
labour, skill, and judgment that are relevant. It can be contrasted with Walter v. Lane
(though the Privy Council saw no inconsistency with that decision).”” In this case it was
held that a newspaper report of an oral speech given by Lord of Rosebery, transcribed by a
reporter from the talk, was protected by copyright. This was because the reporter exercised
considerable labour, skill, and judgment in producing a verbatim transcript of the speech.
More specifically, the House of Lords said that the reduction to writing of the words of a
person who spoke quickly was an art requiring considerable training.”® Lord James of
Hereford explained that ‘from a general point of view a reporter’s art represents more than
mere transcribing or writing from dictation. To follow so as to take down the words of an
ordinary speaker, and certainly of a rapid speaker, is an art requiring considerable training,
and does not come within the knowledge of ordinary persons’.

One question that remains unanswered in this context is whether the digitization of a
work (with no other changes) is sufficient to confer originality on the resulting work. For
example, would the digital scanning of a novel or the creation of a digital database from
non-digital sources give rise to an original work? Some commentators have suggested that
the translation of a work into a digital format (in the case of a literary work, from a
‘typographical character to numerical token’)*® may give rise to an original work. While

33 However, the appellant had added marginal notes, an introduction and a chronological table. The Privy
Council held that these were well chosen, neatly condensed, sufficiently copious and accurate and must have
required literary skill, taste, labour, and judgment.

54 MacMillan v. Cooper (1924) 40 TLR 186.

55 MacMillan v. Cooper (1923—4) 40 TLR 186, 187. 56 Tbid.

57 Walter v. Lane [1900] AC 539. This was decided under the 1842 Act and there was no specific require-
ment of originality, it has been treated as being ‘undeniably good law’. See Express Newspapers v. News UK
[1990] FSR 359 (Browne-Wilkinson V-C).

58 The court also noted that considerable skill had to be invested in learning shorthand and that judgment
was exercised in deciding how to convert spoken words and performance to written sentences, with suitable
grammar. On the skills of the journalist see Walter v. Lane [1900] AC 539, 551-2 (Lord Davey); 554 (Lord
James of Hereford).

9 Laddie et al., para. 20.67 suggest that it was akin to the copyright protection given to the speechwriter in
Walter v. Lane [1900] AC 539.
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there can be no doubt that the process of digitization does produce a product which is
different, in the light of MacMillan, it is doubtful whether the labour is of the sort which
can render the outcome original.

(ii) The effort must bring about a material change in the work. Second, labour, skill, and
judgment must have been applied to pre-existing materials so as to bring about a material
change to the raw material. More specifically, the labour, skill, and capital must have
imparted to the product ‘some quality or character which the raw material did not possess,
and which differentiates the product from the raw material’.%’ In so doing the law ensures
that any copyright that is acquired in a derivative work is distinct from the original work
that is incorporated into it.

In some situations, originality has been denied where the labours of a creator fail to
bring about a material change in the resulting product. That is, while the efforts of the
author may have led to a change in the resulting product, the change (thus the labour) is
not regarded as sufficient to confer originality on the resulting work. Conversely, where the
change is material, the work will be original. This approach has been used to confer
originality on new editions,®' compilations, anthologies, translations,®? adaptations of pre-
existing materials,® as well as arrangements of music,** and engravings. In all these cases,
the labour of the author not only produced a change, it also produced what was taken to
be a ‘material change’ in the raw material. The difficult question is deciding when such a
transformation has occurred.

In Interlego v. Tyco, the Privy Council was called upon to decide whether there was
copyright in drawings for the children’s building blocks known as LEGOBRICKS.® After
Lego’s patents and designs in the bricks expired in 1975, Lego sought to retain its monop-
oly over the bricks by claiming that copyright existed in drawings produced in 1973. As
these drawings were based upon earlier drawings, the question arose as to whether the
alterations made in 1973 were sufficient to produce an original artistic work. The major
differences between the drawings concerned the sharpening of the outer edges of the tubes
on the brick, changes in tolerances, and increase in the radii on the outer edges of the
knobs on the bricks from 0.2 to 0.3 mm.

While the Privy Council recognized that these changes were technically significant and
the result of considerable labour and expertise, they denied that there was copyright in the

60 MacMillan v. Cooper (1924) 40 TLR 186, 188; (1923) 93 LJPC 113 (a passage described in Interlego as
‘perhaps the most useful exegesis’ on the issue of originality).

6l Black v. Murray (1870) 9 MacG CC 341, 355. Lord Kinloch held that to create copyright in a new
edition, alterations must be extensive and substantial; additional notes must be not superficial or colour-
able, but impart to the book a true and real value over and above that belonging to the text. Although as
has been explained in the discussion of Walter v. Lane, there was no requirement of originality under the
Literary Property Act 1842, decisions thereunder have often been cited in the context of works created after
1911.

62 Byrne v. Statist Co. [1914] 1 KB 622; Cummins v. Bond [1927] 1 Ch 167.

63 Warwick Films v. Eisinger [1969] 1 Ch 508 (book comprising large extracts from court transcripts was
original because of editorial work, addition, and omission of material, etc.).

64 7YX Music GmbH v. King [1995] 3 All ER 1 (appeal dismissed: on other grounds [1997] All ER 129)
(transformation of ballad into disco or dance track was original arrangement). See R. Arnold, Performers’
Rights (1997), 171-4. But note Hadley & Others v. Kemp [1999] EMLR 589 (contributions of performers not
relevant when assessing originality).

5 Interlego v. Tyco Industries [1989] AC 217.
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later drawings.®® The mere fact that the drawing took skill and labour to produce did not
necessarily mean that it was therefore an original drawing. As Lord Oliver explained,
‘[t]here must in addition be some element of material alteration or embellishment which
suffices to make the totality of the work an original work’.*”

This decision can be usefully contrasted with Macmillan Publishers v. Thomas Reed
Publications.® The case turned on whether the publication of a number of small, local
charts that contained an outline of the coastline as well as relevant information (such as
depth soundings, buoys, and geographical features) were original. More specifically, the
question arose as to whether the charts were original, given that they were drawn from and
based upon Admiralty charts. The High Court held that the labour used in producing the
simplified charts involved the appropriate level of work and skill and transformed the
charts sufficiently for the resulting work to be original.

It should also be noted that the requirement that the labour needs to produce a materi-
ally different work for it to be original is unnecessary where the same author produces a
series of drawings or drafts.” As Nourse L] explained:

What the Copyright Act requires is that the work should be the original work of its author.
If, in the course of producing a finished drawing, the author produces one or more pre-
liminary versions, the finished product does not cease to be his original work simply because
he adopts it without much variation, or even if he simply copies it from an earlier version.
Each drawing, having been made by him, each is his original work.”

In effect, the Court of Appeal indicated that no material change is required in situations
where there are a series of drafts by the same author. It should be noted, however, that this
exception to the rule that a derivative work must involve a material change if it is to be
original has no application where there are different authors at each stage.”!

(i1i)) The change must be of the right kind. Another situation where an author may exercise
a considerable amount of labour and the work not be original is where the type of labour
used does not correspond to the type of work for which protection is sought. This can be

66 Lord Oliver was happy to find that these drawings were not original. Otherwise, Lego would have been
able to maintain a perpetual monopoly by continually revising the picture. This type of behaviour, he noted,
had been disapproved of by the House of Lords in Coca-Cola Co. Trade Mark Application [1986] 1 WLR 695. It
seems that Lord Oliver overlooked the fact that the pre-1973 works were not protected by copyright and
therefore that a competitor was free to copy pre-1973 drawings (or models based on upon pre—1973 drawings).

67 Interlego v. Tyco Industries [1989] AC 217. This leads to the rather bizarre conclusion that good repro-
ductions are denied copyright but poor ones have sufficient visually significant variation. This was explicitly
stated by Lord Oliver [1989] AC 217. For further discussion, see Laddie et al., para. 4.42.

68 [1993] FSR 455. Mummery ] explained, ‘On originality I find that this is a case where sufficient work
and skill have been done; both in the creation of the simplified form of a work, showing the outline of the
coast and geographical features, and in the compilation of selected information, such as depth soundings,
geographical features, buoys and so on’.

9 Moreover, it has been held that where a drawing was made from a three-dimensional functional design,
such a drawing would be original if there was a continuous design process between the creation of the three-
dimensional functional object and the subsequent creation of the two-dimensional drawing copying the
three-dimensional object. Murray Engineering v. Nicholas Cesare (1997, unreported).

70 LA Gear v. Hi-Tech Sports [1992] FSR 121, 136 (Nourse LJ).

71 Biotrading and Financing Oy v. Biohit [1996] FSR 393, 395 (not sufficient merely to be owner of
copyright in earlier drawings if later ones which are relied upon are not significantly different). Cf. Rexnold v.
Ancon [1983] FSR 662 (summary judgment refused in similar circumstances).
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seen in Interlego.”” As noted, the major differences between the 1973 drawings and the
earlier ones from which they were derived concerned the sharpening of the outer edges of
the tubes on the brick, changes in tolerances, and increase in the radii on the outer edges
of the knobs on the bricks from 0.2 to 0.3 mm. Of the changes made, only the first was
shown pictorially, the others by letters and figures. While the Privy Council recognized
that these changes were technically significant they were not sufficient to render the work
original because in the case of artistic works the change must be visually significant. That
is, to confer copyright the skill and labour must produce a change which is relevant to the
category of work in question. On the facts it was held that as the changes made to the
drawings were primarily to the written specifications, this was not an alteration of visual
significance.” As such, the drawings were not original. If this principle is applied in other
contexts, it may have important ramifications for forms of appropriation art; that is where
artists focus on the meaning rather than the visual appearance of the work.”

3.1.5 Tables and compilations (other than databases)

In this section, we consider the way in which the originality of tables and compilations has
been approached. As we explained earlier, as a result of the Database Directive a new
European standard of originality now applies for databases. The consequence of this is
that the following analysis is now only applicable to a very narrow category of works,
namely, tables and compilations (other than databases). However, the following analysis is
helpful in two other respects. First, an understanding of the way the originality of tables
and compilations has been dealt with in the past in the UK is helpful in understanding the
nature of the changes effected by the Directive.”” Second, and more importantly, the case
law on originality of compilations indicates the confused and inconsistent approaches
taken by the British courts.

Over time the courts have used two different and largely inconsistent approaches when
determining whether tables and compilations are original. While the approaches are similar
insofar as they focus upon the labour exercised in the creation of the work, they differ in
terms of the #ypeoflabour that is needed for the work to be original. In some cases, originality
arises through the application of the appropriate skill, labour, and effort in the creation of
the work (the quality of the labour used in creation of the work). More controversially,
originality can also arise through the application of a sufficient amount of routine labour
(the quantity of the labour used in creation of the work). We will deal with each in turn.

(i) Quality of the labour. The originality of tables and compilations may arise through the
application of the appropriate skill, labour, and effort in the creation of the work (the
quality of the labour used in creation of the work). It seems that the requisite labour may

72 Interlego v. Tyco Industries [1989] AC 217.

73 Interlego v. Tyco Industries [1989] AC 217,268 (Lord Oliver). Cf. Interlego AG v. Croner Trading 25 IPR 65
(Fed. Crt. Australia). Visually significant variations have been held to include changes of shape but not mere
changes of scale: Drayton Controls v. Honeywell Control Systems [1992] FSR 245, 260.

74 See B. Sherman, ‘Appropriating the Postmodern: Copyright and the Challenge of the New’ (1995) 4
Social & Legal Studies 31 and McLean & Schubert (eds.), Dear Immages 405; P. Anderson, ‘On the Legal Limits
of Art’ (1994) Arts & Entertainment LR 70.

75 In addition, tables and compilations which are databases and which existed prior to 27 Mar. 1996 retain
copyright if they passed the British test of originality then operative, even though they would now fail the
European test: Database Regs, ST 1997/3032, reg. 29.
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be employed either in the way the information to be included in the compilation is
selected, or the way that information is arranged. For example, if we take the case of an
edited collection, originality may arise as a result of the way the authors to be included in
the volume are selected, or through the way the chapters are organized.

Given that tables and compilations are similar to derivative works (a list is, after all,
made up from pre-existing materials), the comments made above about the originality of
derivative works apply here. Looking at the question negatively, it seems that a table or
compilation would not be original where the selection and arrangement is directly or
slavishly copied from another work. Another situation where a compilation would lack
originality is where the resulting work is a consequence of a mechanical, automatic or
formulaic process. The position would be the same where the material to be included in a
compilation was selected automatically. In Cramp v. Smythson, Viscount Simon suggested
that the making of a chronological list which is ‘automatic and only requires painstaking
accuracy’ would not, of itself, be original.”® The reason for this is that the making of a
chronological list requires no element of ‘taste or selection, judgment or ingenuity’.”” On
this basis it seems that where a list is organized alphabetically, it would not give rise to an
original work (although originality may arise through the quantity of labour used in
creating the compilation).

(i1) Quantity of the labour. In certain situations the courts have accepted that the mere
exercise of a substantial amount of routine labour may give rise to an original work.”® For
example, where a compiler spends a considerable amount of time and effort creating a
chronological list of television programmes or an alphabetically ordered list of lawyers,”
the resulting work will be original. That is, even though in creating the table or compil-
ation the author may not have exercised the appropriate quality of labour, the work may
nonetheless still be original if the process of compilation involves a sufficient level of
(mundane) labour.

Where there is insufficient labour (and originality does not arise through the exercise of
requisite qualitative skill, labour, and effort), the resulting work will not be original. For
example, where the process of compilation involves little effort or judgment and the effect
is commonplace, the work will not be treated as original. Thus the selection of seven tables
at the front of a diary, consisting of things such as days and dates of the year, tables of
weights and measures, and postal information,®® was held by the House of Lords to be
non-original. Similarly, in another case a compilation of a local timetable showing a
selection of trains to and from a particular town that was made from official railway

76 In relation to indisputable facts (such as when the sun rises or sets), it was said that there is ‘no room for
taste or judgement. There remains the element of choice as to what information should be given’: all that a
table can do is state the facts accurately: Cramp v. Smythson [1944] AC 329, 336 (Viscount Simon).

77" Football League v. Littlewoods [1959] Ch 637, 654. Though in this case, Upjohn J. obiter at 656 would
have accepted that the expenditure of labour requiring painstaking hard work and accuracy would suffice.

78 Ladbroke v. William Hill [1964] 1 All ER 465, 478 (Lord Devlin).

79 BBC v. Wireless League Gazette Publishing Co. [1926] Ch. 433; Independent Television Publications v. Time
Out [1984] FSR 64; Waterlow v. Reed [1992] FSR 409; Dun ¢& Bradstreet v. Typesetting Facilities [1992] FSR
320. Blacklock v. Pearson [1915] 2 Ch 376 (list of railways stations in UK).

80 Cramp v. Smythson [1944] AC 329 (Viscount Simon LC) (‘commonplace information which is ordinar-
ily useful and is . . . commonly found prefixed to diaries’). See also Waylite Diary CC v. First National Bank
[1993] EIPR D-242 (no copyright in diary pages which lacked quality of individuality sufficient to distinguish
the work from the merely commonplace).
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timetables was held to be non-original.3! In these circumstances the difficult question is
knowing how much labour needs to be exercised for the resulting work to be original.®2

The willingness to accept that a substantial amount of routine labour may give rise to an
original work is usually explained in terms of the fact that defendants ought not to be able
to avail themselves of the labour and expense which a claimant invested in the production
of a work.® Instead of asking whether the work is original and thus protectable, where the
courts have focused on the quantity of the labour exercised in the creation of the work
they have tended to start from the premiss that any labour or effort that a claimant
exercised in the production of work ought to be protected (so long as it reaches the
requisite quantitative threshold). This is reflected in the maxim: ‘what is worth copying is
prima facie worth protecting’.®* One issue that has yet to be answered in this context, to
which we will return shortly, relates to the impact that the new standard of originality
which is now to be applied to databases (namely, an author’s own intellectual creation)
will have upon these decisions.

The position in the United Kingdom where the exercise of non-creative labour can give
rise to an original work can be contrasted with the position in other jurisdictions such as
Germany (where case law suggests that there is a requirement of some minimal degree of
creativity) and France (where originality is said to require ‘the imprint of the author’s
personality’ on the work or an intellectual contribution). The UK position is also at odds
with the position in the USA where, as the Supreme Court pointed out in the Feist
decision, a work must have at least a minimal degree of creativity to be protected.®> In
relation to the question of the originality of a white-page telephone directory, the
Supreme Court held that since facts were not created, the names and numbers were not
themselves ‘copyrightable’. Moreover, while the collection might have been original had
the selection or arrangement involved some minimal creativity, as the directory in
question had been selected by area and arranged alphabetically, it did not meet that
minimum threshold.®

81 Leslie v. Young [1894] AC 335.

82 See Cramp v. Smythson [1944] AC 329; Greyhound Racing Association v. Shallis [1923-8] MacG CC 370;
Total Information Processing Systems v. Daman [1992] FSR 171 (linking of three computer programs was not a
compilation). Cf. Ibcos Computers v. Barclays Mercantile Highland Finance [1994] FSR 275, 290.

83 Weatherby and Sons v. International Horse Agency and Exchange (1910) 2 Ch 297, 303-5; Waterlow
Directories v. Reed Information Services [1992] FSR 409.

84 University of London Press v. University Tutorial Press [1916] 2 Ch 601 (Peterson J). This can be justified
on the basis that if a person copies an existing work, that person has demonstrated that the work incorporated
skill or labour since otherwise it would not be worth copying. If the aphorism were taken at face value, it
would prevent defendants from asserting that they were entitled to copy the claimant’s work on the basis that
it was not original.

85 Feist Publications v. Rural Telephone Service Co., 499 US 340 (1991).

86 The Feist approach has been explicitly rejected in Australia, in Desktop Marketing Systems Pty Ltd v.
Telstra Corporation Ltd (2002) 119 FCR 491, with the Federal Court of Australia affirming that laborious
collection of data was sufficient to render the telephone directory an ‘original literary work’. Feist has also
been rejected in Canada, with the Supreme Court decision in CCH Canadian Ltd v. Law Society of Upper
Canada [2004] SCC 13 (4 Mar. 2004) (holding that copyright subsisted in headnotes of judicial decisions)
stating that imagination or creative spark was not a necessary element of originality but that skill and
judgment was (para. 16). At the same time, however, the Supreme Court of Canada stated that labour alone
would not usually suffice to demonstrate originality and that the skill and judgment required to produce the
work must not be so trivial that it could be characterized as a purely mechanical exercise. The Supreme Court
was opposed to granting copyright purely on the basis of labour so as to safeguard the ‘public domain” and
prevent authors from being overcompensated for their work.
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It should be noted that routine labour has only been used to confer originality on the
resulting work in the UK in a limited number of situations. In particular, it has only been
applied to a limited category of works: largely to tables and compilations of things such as
maps, guidebooks, street directories, dictionaries, works, and selections of poems.®” More
specifically, the cases which have accepted that originality can arise through the exercise of
a sufficient degree of labour have tended to focus on the amount of labour exercised in the
selection of materials to be included in tables and compilations: that is, they take place in
the pre-expressive rather than the expressive stage.®®

3.1.6 Computer-generated works

Prior to the passage of the 1988 Act, there was some uncertainty as to the status of com-
puter-generated works; that is, to works created by translation programs, search engines,
and the like. In part, the 1988 Act resolved this uncertainty by providing that a literary,
dramatic, musical, or artistic work attracts copyright protection even where it has been
generated by computer in circumstances where there was no human author.® While these
changes were useful insofar as they clarified that creations generated by a computer could
be classified as works, they said nothing about how the originality of such works was to be
determined. The particular problem that arises with computer-generated works is that it is
difficult to see how the existing criteria of originality, which focuses on the relationship
between the author and the work, can be applied to computer-generated works which, by
definition, have no readily identifiable author.”

Given that computer-generated works are protected where there is no human author,
the question arises: what is the test for originality that is to be applied to such works? One
possible test would be to ask whether the work was produced as a result of the independ-
ent acts of the computer. That is, is the work original in the sense that it was ‘not copied™?
Alternatively, a court might say that originality exists where the computer has produced a
work which is different from previous works (i.e. it is novel). It has also been suggested
that the courts ought to ask the hypothetical question: if the same work had been gener-
ated by a human author would it have required the exercise of a substantial amount of
skill, labour, and effort? If yes, then the computer-generated work would be original.”!

3.2 EUROPEAN ORIGINALITY: DATABASES, PHOTOGRAPHS, AND
COMPUTER PROGRAMS

As we noted in Chapter 2, a process of partial harmonization of copyright law is taking
place within Europe. The Software and Database Directives require that a computer

87 Macmillan v. Cooper (1924) 40 TLR 186, 189. 88 Cramp v. Smythson [1944] AC 329, 330.

89 CDPA s.9(3), 178. Cf. Payen Components South Africa v. Bovic Gaskets (1996) 33 IPR 406, 411 (Supreme
Crt. of South Africa) (distinguishing between ‘computer-generated’ and ‘computer-assisted” works). Appar-
ently the issue of such works was considered in the USA as early as 1965. See A. Miller, ‘Copyright Protection
for Computer Programs, Databases and Computer-Generated Works: Is Anything New since CONTU?
(1993) 106 Harvard LR 977, 1042 ff (describing the issue as copyright’s next ‘battlefield” but arguing that the
problem remains conceptual for the moment because there will be identifiable human authors for the
foreseeable future).

90 As regards computer-generated computer programs and databases, the EC standard should apply so
that presumably no copyright protection is available.

91 Laddie et al., para. 20.63.
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program or database can only be protected by copyright where it is the ‘author’s own
intellectual creation’.” A similar test was also introduced for photographs in the Duration
Directive.”

3.2.1 Databases

In implementing the Database Directive, the UK Database Regulations explicitly amended
the originality requirement of the 1988 Copyright Act in relation to databases to include
the new criterion of the ‘author’s own intellectual creation’.** In particular, section 3A(2)
says that ‘a literary work consisting of a database is original if, and only if, by reason of the
selection or arrangement of the contents of the database the database constitutes the
author’s own intellectual creation’.

The position in the United Kingdom under the revised law is similar to the old law in
that the originality of the database may arise either through ‘the selection or arrangement
of the contents of the database’. It should be noted, however, that the new criterion does
not appear to permit a court to take account of creativity in the creation of information
included in the database. Thus an organization which spends time carefully thinking
about what television programmes to broadcast and at what times they should be broad-
cast will not obtain copyright protection for listing so produced. This is because the
‘intellectual creation’ lies not in the selection or arrangement of the contents, so much as
in their creation. (In other words, the European standard seems to require a court to
distinguish more rigorously than British courts have hitherto been accustomed, between
pre-expressive and expressive aspects in the creation of a database.)

The extent to which the new law will differ also depends on the way ‘an author’s own
intellectual creation’ is interpreted by the courts. At present it is difficult to predict how
this phrase will be interpreted. It has been widely assumed that the new EU standard is
higher than the prior British standard of originality.”® There is some suggestion that a
quantitative criterion as well as this qualitative criterion of originality should apply.*®
However, someone familiar with the common law might find it difficult to see how the
phrase differs from the words used by Peterson J in University of London Press v. University
Tutorial Press.”” There is some indication of the intended standard in Recital 17 of the
Duration Directive. This explains that a photograph will be original ‘if it is the author’s

92 Software Dir., Art. 1(3) (‘a computer program shall be protected if it is original in the sense that it is the
author’s own intellectual creation. No other criteria shall be applied to determine its eligibility for protection’:
Database Dir., Art. 3(1)).

93 It is arguable that this European standard is also required of photographs by Art. 6 of the Duration Dir.,
which states that photographs which are original in the sense that they are the author’s own intellectual
creation shall be protected in accordance with Art. 1. No other criteria shall be applied to determine their
eligibility for protection.

94 CDPA s. 3A(2), introduced by Databases Regs. 1997, SI 1997/3032, 1. 6.

95 Davison, 15-16.

96 British Horseracing Board v. William Hill [2001] ECDR 257, 269 (Laddie J) (an inference from Database
Dir., Recital 19 which states that the compilation of several recordings of musical performances on a CD does
not meet the conditions for copyright protection).

97 [1916] 2 Ch 601, 608. C. Millard, in H. Jongen and A. Meijboom (eds.), Copyright Software Protection in
the EC (1993), 239. Because the phrase can be interpreted as requiring no change for any particular EC
country, Karnell calls it a ‘chimera’: G. Karnell, ‘European Originality: A Copyright Chimera’, in Intellectual
Property and Information Law (Kabel et al. ed., 1998), 201-9. While this may be true in the short term, the ECJ
will eventually decide on the standard that prevails.
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own intellectual creation reflecting his personality’. Whether this will be used in relation
to databases is yet to be seen.

While the courts may use the new standard as a way of rethinking the law in relation to
originality, for the most part the new standard will probably not lead to different results. In
particular, where the originality derives from the quality of the labour used in either the
selection or arrangement of the database, it is still likely to be regarded as an author’s
intellectual creation. The one area where the new definition may lead to a change is where
originality arises through the mere exercise of routine labour; that is, where the quantity as
distinct from the quality of the labour is used in the creation of the database. Where all an
author has done is to exert a considerable amount of effort in the creation of a database, it
is difficult to see how this, on its own, could be seen as an ‘intellectual creation’, especially
one which reflects the author’s personality. As a result it is possible that the previous
decisions which accepted that the exertion of a sufficient amount of routine labour could
confer originality on tables and compilations may no longer be good law for databases
(though it might be for tables and compilations other than a database).”® If so, the United
Kingdom will come closer to the position of other EU countries. It will also lead to a
similar position in UK law as Feist produced in the USA.

3.2.2 Computer programs

In implementing the Computer Programs Directive the government did not consider it
necessary to amend the 1988 Act in relation to originality.”” As was the case before the
Directives, such works are protected if they are ‘original’. The fact that no changes were
made to the standard of originality for computer programs seems to suggest that it was
thought that the position in the United Kingdom prior to the implementation of the
Directives was already similar to the position required under the Directives. Nevertheless,
the language of the 1988 Act should be construed as far as possible to be consistent with
international obligations,'® so the originality computer programs in the United Kingdom
should now be read in light of the EU standard of an author’s own intellectual creation.

Accordingly, it seems that elements in a computer program which are dictated by the
function the program is to perform or by economic necessity are probably not-original.'!
To impose a test of author’s own intellectual creation upon computer programs may also
mean that commonplace routines used by programmers would not be protected.

3.2.3 Photographs

The position with respect to photographs is more complicated. This is for two reasons.
First, the law on originality of photographs prior to the Directive was unclear.

98 As explained below, pp. 297-301, absent fulfillment of this criterion, the material data may be protected
by a sui generis right.

99 Cf. Germany which introduced sec. 69(a) into its copyright law explicitly repeats the wording of the
Directive. G. Schricker, ‘Farewell to the “Level of Creativity” in German Copyright Law?’ (1995) 26 IIC 41.

100 Von Colson and Kamann, Case 14/83 [1984] ECR 1891.

101 See G. Dworkin, ‘Copyright Patents or Sui Generis: What Regime Best Suits Computer Programs?’ in
H. Hansen (ed.), International Intellectual Property Law and Policy (1996) 165, 168; J. Drexl, What Is Protected
in a Computer Program? (1994), 967 (emphasizing that the European standard was a direct reaction to the
German Inkassoprogram decision, and the standard adopted is consistent with the copyright approach of
treating originality as requiring the independent creation of an author, though not mere ‘sweat-of-the-
brow’).
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Second, even after the Directive, it is difficult to know whether the traditional
British test of originality must be employed, or whether the Act implicitly adopts the
European one.

Prior to the adoption of the Duration Directive, little judicial guidance had been given
in the United Kingdom as regards the exact circumstances in which photographs would be
regarded as original.!® While there was little doubt that protection would be granted to
more ‘artistic’ photographs (where there may be considerable effort in selection of the
material to be photographed and the way the photograph is executed in terms of light,
angle, exposure),'” doubts existed over the originality of routine snapshots, as well as the
originality of photographs of pre-existing artistic works. Although, in Graves’ Case, Black-
burn J held that a photograph of an engraving of a painting was an ‘original photograph’
and therefore protected under the Fine Art Copyright Act 1862, doubts had been raised as
to the usefulness of this case as an authority today, given that the technological apparatus
for taking photographs is so much more developed (and thus the act of taking photograph
so much easier).!%

As regards snapshots, no judicial guidance had been provided as to whether pointing a
camera and pressing the button was sufficient ‘labour, skill and effort’ to justify protection.
It was possible to claim that in such circumstances the photograph ‘originated with the
author’ and so should be treated as original (applying the University of London Press case).
Moreover, it was argued, if someone wished to copy a photograph, is that not sufficient
reason to treat it as original? On the other hand, it is clear that copyright does not protect
the products of trivial effort. What could be more trivial than a snapshot?

As regards photographs of pre-existing works, doubt was cast on the usefulness of the
authority in Graves’ Case by Interlego v. Tyco. As we have seen, Lord Oliver was dismissive
of the idea that labour in the process of copying could confer originality. If an artist gets
no copyright by making a faithful copy of a painting, it was asked, how could a photog-
rapher be said to create an original work where they expended much less labour or skill in
photographing a painting? On this basis, in the US case The Bridgeman Art Library Ltd v.
Corel Corp, an American judge (Justice Kaplan) found that under UK law a photograph of
a public domain painting is not entitled to copyright because it is not an original work.!%
The US decisions, which are not binding on UK courts, concluded that a photograph
which attempted to duplicate another work was the equivalent of a photocopy, and thus is
not protected by copyright because there is no visually significant embellishment to render
the photograph an original work. However, it has been trenchantly argued that it is wrong
to apply the dicta in Interlego v. Tyco in this way, and there would certainly be serious

102 Tn Graves” Case (1869) LR 4 QB 715 Blackburn J held that a photograph of a painting was an ‘original
photograph’ but noted the difficulty involved, explaining, ‘[t]he distinction between an original painting and
its copy is well understood, but it is difficult to say what can be meant by an original photograph. All
photographs are copies of some object’. It should be noted that, in contrast with the position in relation to
protection of books under the Literary Property Act 1842, photographs, drawings, and paintings were only
protected under the Fine Art Copyright Act 1862 if they were ‘original’. Graves’ Case therefore remains
relevant.

103 K. Bowrey, ‘Copyright, Photography and Computer Works: The Fiction of an Original Expression’
(1995) 18 University of New South Wales L] 278.

104 R, Deazley, ‘Photographing Paintings in the Public Domain: A Response to Garnett’ [2001] EIPR 179,
181.

105 The Bridgeman Art Library Ltd v. Corel Corp (1998) 25 F Supp 2d 421, 36 F Supp 2d 191.
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economic implications for museums and art galleries if this were ultimately found to be
the law.!% In Antiquesportfolio.com v. Rodney Fitch & Co Ltd,'"” it was held that copyright
subsists in simple photographs of three-dimensional objets because the taking of such
photographs involves judgment—the positioning of the object, the angle from which the
picture is taken, the lighting and focus. It seems likely therefore that, despite Interlego, the
British courts would, applying the traditional originality test, treat photographs of existing
(albeit two-dimensional) paintings in the same way. The labour and skill of photography
produces a material change in the work, by converting it from paint on canvas, to the flat
representation of a photograph. In so doing, the photographer employs various skills,
which can be described as more than skills in the mere process of copying.

The position after the Duration Directive is even more unclear. This is because the
Directive itself allows for two courses of action, and it is unclear which of these courses the
United Kingdom has taken. As mentioned, the Directive requires original photographs to
be protected by copyright if they meet the European originality criterion (that is, they are
their ‘author’s own intellectual creation’). However, the Directive allows member states to
give protection to non-original photographs (i.e. ones which are non-original in the
European sense). In so far as the traditional (UK) standard of originality is lower than the
(European) standard in Article 6(1) (and Recital 17) of the Duration Directive, this allows
the United Kingdom to maintain its lower standard: that is, to protect photographs which
are ‘non-original’ (in the European sense). The difficulty with interpreting the British law
lies in the fact that the legislature said nothing about this issue when implementing
the Directive. That is, after 1 January 1996, UK law only protects ‘original’ photographs,
but it is unclear whether by that it means ‘original’ in the British sense or ‘original’
European sense.

As things stand, the most obvious way to interpret the originality requirement in the
1988 Act so that it complies with the Duration Directive with respect to photographs is to
interpret the word ‘original’ as referring to the European standard. That is, as requiring the
photograph to be an author’s own intellectual creation reflecting his or her personality.
However, it is quite plausible to argue that the lack of any transitional provisions applying
to photographs made prior to January 1996 suggests that the old standard, i.e. the trad-
ition British standard, is intended to apply. That is, that when UK law protects ‘original’
photographs it protects photographs that are original in the European sense, and takes
advantage of the derogation also to protect photographs which are non-original in the
European sense, but original in the British sense.

The conclusion matters. Under the Directive, an original photograph is one which is the
author’s own intellectual creation, ‘reflecting his personality’. It seems unlikely that
photographs of existing panting or sculptures (at least when done purely to produced a

106 See, e.g. K. Garnett, ‘Copyright in Photographs’ [2000] EIPR 229. Cf. R. Deazley, ‘Photographing
Paintings in the Public domain: A Response to Garnett’ [2001] EIPR 179 (arguing that Graves’ case is
inapplicable in the light of Interlego), S. Stokes, ‘Graves’ case revisited in the USA— The Bridgeman Art
Library v. The Corel Corporation’ [2000] Ent LR 104; S. Stokes, ‘Photographing Paintings in the Public
Domain: A Response to Garnett’ [2001] EIPR 354 (in fact, a response to Deazley, arguing for copyright in
such works to protect the labour and skill of the photographer); R. Deazley, ‘Copyright; Originality; Photo-
graphs; Works of Art’ [2001] EIPR 601 (responding to Stokes); S. Stokes, ‘Graves Case and Copyright in
Photographs: Bridgman v. Corel, in D. McLean and K. Schubert (eds.), Dear Images: Art, Copyright and
Culture, 109 (2002).

107 [2001] FSR 345; [2001] ECDR 51.

© L. Bently and B. Sherman 2004



106 COPYRIGHT

faithful impression of these artefacts) could be said to reflect a photographer’s personality.
However, as already noted, such photographs may well be original in the traditional
British sense.

4 ENTREPRENEURIAL WORKS: ‘NOT COPIED’

Unlike the case with literary, dramatic, musical, and artistic works, there is no requirement
that films, sound recordings, broadcasts, or published editions be original. Instead, the
1988 Act provides that copyright does not subsist in a sound recording, a film, or a
published edition to the extent that it is itself copied from a previous work of the same
kind.!®® In relation to broadcasts, the Act provides that copyright does not subsist to the
extent that it infringes copyright in another broadcast.'”” One of the consequences of this
is that entrepreneurial works will be protected irrespective of whether or not the author
exerted mental skill, labour, or effort in the creation of the work. This means that if a video
recorder or tape recorder is turned on and left on a table, the resulting film or sound
recording would be protected.!'

It has been suggested that the reason why a lower standard is applied to entrepreneurial
works than to authorial works relates to the nature of the rights which are granted.""! In
relation to authorial works, the scope of the rights is more expansive than with entre-
preneurial works. As a result, it is more important that the law monitors the types of
authorial works that are protected. Conversely, in the case of entrepreneurial works where
protection is thin, there is less of a need to monitor the subject matter protected. This does
not mean, however, that it is not necessary to regulate the types of subject matter protected
as entrepreneurial works. In particular, to have allowed such works to be protected with no
threshold requirement would have created the undesirable position that rights in entre-
preneurial works could have continued in perpetuity. The reason for this is that in the
absence of some limitation, every time someone copied an entrepreneurial work they
would have obtained a fresh copyright in the ‘new’ work. This problem is avoided in the
1988 Act by ensuring that entrepreneurial works are only protected to the extent that they
are not copied.

For the most part these provisions are relatively straightforward. However, three issues
remain unsettled. The first is whether a compilation of parts of sound recordings (such as
a ‘megamix’) would be protected as a separate sound recording?''> On one view, if the
megamix is compiled from pre-existing recordings, then nothing is protectable. The rea-
son for this is that each pre-existing element is excluded on the basis that it is copied from
another sound recording. However, if such an approach were to be followed it would lead
to the bizarre result that the absence of a notion of originality in respect of entrepreneurial
works means the threshold of protection is higher than with respect to authorial works

108 CDPA ss. 5A(2), 5B(4), 8(2). 109 CDPA ss. 6(6).

10 Kamina, 96-9 (the only films that benefit from the absence of an originality requirement are recordings
of security cameras and fortuitous films).

11 Laddie et al., para. 6.13.

12 P, Theberge, ‘Technology, Economy and Copyright Reform in Canada’, in S. Frith (ed.), Music and
Copyright (1993), 53.
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(where collections of materials are protected as database, tables, and compilations).'"?
Perhaps the better view is that a compilation of sound recordings ought to be protected as
a sound recording, on the basis that the compilation is more than the sum of its parts.

The second question is whether in the process of digitally remastering an old work, the
resulting work would be protected. Where no change is made to the contents of the work,
it is difficult to see how the digital version of the work could be protected by copyright,
since the recording is copied from existing recording of sounds. Would the position be any
different if in the process of remastering an old recording it was cleaned of unnecessary
noise and interfering sound? It seems that the way this question will be answered depends
on the way the phrase ‘to the extent that’ is construed.!!*

Another question that has arisen is whether the recent introduction of a provision to
the effect that the producer and principal director are the creators of a film means that
films are now to be treated as authorial rather than entrepreneurial works (or indeed as
some sort of hybrid). In turn this might suggest that to be protected a film must be
original.'®> Weighing against this, however, is the fact that the provisions dealing with
duration provide that a film may lack a director yet still attract copyright.!'® Given this
(and the express language used in the Act), it seems that films will not be subject to the
originality requirement.

5 IS THE WORK ‘QUALIFIED”?

In order for a work to be protected in the United Kingdom, it is necessary to show that the
work is suitably ‘qualified’.!!” That is, it is necessary to show that the work is sufficiently
connected to the UK to qualify for protection under UK law. UK law withholds protection
from works that fail to establish a sufficient connection to the United Kingdom. In essence
the requirement that the work be qualified helps to balance the protection offered to
British authors in other jurisdictions with the protection given to foreign authors in the
United Kingdom. Once a work qualifies, British law applies the principle of national
treatment. That is, UK copyright law generally treat foreign works as it does those of
British authors.!'®

13 It might be the case that a ‘megamix’ would indirectly create an original musical work or that the
process of digitization creates an original literary work.

114 Laddie et al., para. 6.13 (sound recording); para. 7.30 (films); Kamina, 98-9 (noting that the film
producers’ copyright required under the Rental and Duration Directives refers to the first fixation).

15 The existing understandings of the originality requirement developed from judicial interpretation of
the notion of ‘authorship’ in a period when there was no express requirement of originality. See, e.g. Walter v.
Lane [1900] AC 539.

16 The Act specifically makes provision for circumstances where there is no principal director, author of
screenplay, dialogue, or music, by limiting the copyright term to 50 years from the year in which the film was
made. See CDPA s. 13B(9).

117 For further details, see Laddie et al., ch. 5.

118 But see pp. 154-5 for an exception to this concerning duration (applying shorter term in country of
origin).
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5.1 CONNECTING FACTORS

The benefits of British copyright law have been extended to cover a vast array of works
created by foreign authors or published in foreign countries.!"” Given that British law
effectively provides universal protection, the task of determining whether a particular
work is protected under British copyright law is unnecessarily complex.'?® While in some
situations this complexity may be avoided through the use of statutory presumptions,'?! in
most situations it is a task that needs to be undertaken.

There are three connecting factors which enable works to qualify for copyright protec-
tion (sections 154—6). These are by reference to (i) authorship, (ii) country of first publica-
tion, and (iii) place of transmission. A work qualifies if it satisfies any of these three
factors.'?> Once a work qualifies for copyright protection, British copyright law does not
discriminate between it and a work created by or first published in the United Kingdom,
with one exception.!?

5.1.1 Qualification via authorship

Section 154(1) provides that a work qualifies for copyright protection if at the ‘material
time’ the author of the work was a ‘qualifying person’.!*

In order for a work to qualify for protection, it is necessary that the author be connected
to a relevant country at the ‘material time’.'? For unpublished literary, dramatic, musical,
and artistic works, the ‘material time’ is the date when the work was made. Where the
work has been published, it is the author’s status at the date of first publication that is
decisive; or, if the author died before publication, their status at the date of death.'* By
contrast, the material time for other types of copyright works does not change; it is the
personal status of the ‘author’ of a sound recording or film at the time of its making or the
organization broadcasting a transmission, at the date of transmission; and, for typo-
graphical format, the publisher at publication that is relevant.'?” Since a work may take a
considerable time to make, section 154(4)(a) provides that in the case of an unpublished
literary, dramatic, musical or artistic work the making of which extended over a period of
time, the ‘material time’ is ‘a substantial part of that period’. Rather oddly, no such
provision exists for films.

To qualify under section 154, it is necessary to show that the author was a ‘qualifying
person’. There are three ways in which this can be achieved. First, a person will be a

119 Tn international parlance, these are referred to as the connecting factors (the points d’attachement or
the Anknupfungspunkt).

120 Laddie et al., paras. 5.10, 5.146-50.

121 See Microsoft Corp. v. Electro-wide [1997] FSR 580, 594.

122 Where created before 1 Jun. 1957, a published work could be protected only on the basis of first
publication and not by virtue of personal status: CA 1956, Sched. 7, para. 1.

123 In the light of the requirements of the Duration Directive, the application of the rule of the shorter term
to works which have as their country of origin a non-EEA state. CDPA ss. 12—14. This may have a more
startling impact than has sometimes been assumed: see pp. 154-5.

124 This may make determination of authorship important. In Century Communications v. Mayfair Enter-
tainment [1993] EMLR 335 the court had to determine whether the author of a film made under restrictive
conditions in China was a Hong Kong company that initiated and organized the making of the film, in which
case the film qualified for protection under s. 154, or whether the author was the Chinese national carrying
out the detailed making of the film, in which case the film did not qualify for copyright protection.

125 CDPA s. 154(4). 126 Tbid. 127 CDPA s. 154(5).
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‘qualifying person’ if they can show that they are a British citizen, national, or subject; a
person within certain categories of the 1981 British Nationality Act; or a person domiciled
or resident in, or a body incorporated in, part of the United Kingdom."?® The concepts of
‘domicile’ and ‘residence’ are not defined in the Act. It seems, however, that ‘domicile’
refers to the country where a person makes their permanent home. In contrast, the
concept of ‘residence’ is more flexible, simply demanding some degree of continuity to the
country in question. A person can be a resident of more than one country, though a
person will not be a resident if he or she is a casual visitor.!?

Second, a person will qualify if they can show that they are an individual domiciled or
resident in, or a body incorporated under the law of, a country to which the law has been
‘extended’.!*® In this context it should be noted that ‘extension’ refers to the fact that Her
Majesty by Order in Council is given the power to extend the 1988 Act to other territories,
including the Isle of Man, the Channel Islands, and any colony."*! Along with the power of
‘application’ (discussed below), ‘extension’ is a technique that it used to protect works that
originate from outside of the United Kingdom. While no such orders have been made
under the 1988 Act, orders made under the equivalent section of the 1956 Copyright Act
continue to operate,'*? most notably in Gibraltar, Bermuda, and the Falkland Islands.!?’
The effect of such orders is not simply to protect subject matters with a relevant connec-
tion to those countries in the United Kingdom: protection is also afforded in those coun-
tries to works protected in the United Kingdom."* As the power to extend the 1988 Act
permits the extension to be ‘subject to such exceptions and modifications as may be
specified’, each order needs to be considered individually.

Third, a person will be qualifying if they can show that they are a citizen or subject of,
and individual domiciled or resident in, or a body incorporated under a law of a country
to which the Act has been ‘applied’.!* Section 159 empowers Her Majesty by Order in
Council to ‘apply’ the copyright sections of the 1988 Act to other countries. This may be
done either so as to let authors connected to such countries, works first published in such
countries, or broadcasts sent from such countries to qualify for protection in the United
Kingdom. Moreover, such ‘applications’ may be subjected to exceptions and modifications
as are specified or confined to certain classes of cases specified in the Order. The power to
make such Orders is restricted to ‘Convention countries’, other member states of the EEC,
or to countries which give adequate protection to the owners of copyright in respect of the
class of works to which the Order relates.'?

128 CDPA s. 154(1)(a). 129 Laddie et al., paras 5.60-1.

130 CDPA s. 154(1)(b); British Nationality Act 1981, s. 51. 131 CDPA s. 157; Bermuda, SI 2003/1517.

132 They continue to operate because of CDPA, Sched. 1, para. 36.

133 British Indian Ocean Territory: SI 1984/541; SI 1987/2200; British Virgin Islands: SI 1962/2185;
1985/1988; Cayman Islands: SI 1965/2010; Falkland Island and Dependencies: SI 1963/1037; 1987/2200;
Gibraltar: SI 1960/847; 1985/1986; 1987/2200; Hong Kong: SI 1972/1724; 1979/910; 1987/2200; 1990/588;
Montserrat. SI 1965/1858; 1985/1987; 1987/2200 St. Helena and Dependencies: 1963/1038. Many Orders
made in respect of other colonies which have become fully independent territories have been revoked. The
Copyright (Status of Former Dependent Territories) Order, SI 1990/1512 lists territories to which the 1956
Act is deemed to have extended immediately before 1 Aug. 1989: Antigua, Dominica, Gambia, Guyana,
Jamaica, Kiribati, Lesotho, St Christopher, Nevis, St Lucia, Swaziland, and Tuvalu. Pending revocation, these
countries continue to be treated as qualifying, under previous extension orders.

134 Laddie et al., para. 5.82. 135 CDPA s. 154(1)(c).

136 CDPA s. 159-60. Under CDPA s. 160, the Order may limit protection by virtue of first publication in
respect of works from a country which does not adequately protect British works.
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Where a work has been jointly authored, the work qualifies for copyright protection if
any of the joint authors is qualified. However, the non-qualifying author is ignored when
considering issues of first ownership'?” and duration.!*® Consequently, if one joint author
qualifies and another does not, the qualifying owner alone will be first owner.'* Similarly,
copyright in a co-authored literary work expires seventy years after the death of the last
qualifying co-author.!*

5.1.2 Qualification by first publication

A work may also qualify for protection if it is first published in the United Kingdom or in
another country to which the Act has been ‘extended’ or ‘applied’. (These concepts were
discussed above.)!*! A work is published when copies of the work are issued to the pub-
lic"*? or, in the case of literary, dramatic, musical, and artistic works when the work is
made available to the public through an electronic retrieval system.'** It does not include:

performing a literary, dramatic, or musical work; exhibiting an artistic work; issuing

144

specified types of copies of such works;'** playing or publicly showing a sound recording

or film; or communicating to the public any work.'*

If a work is to qualify for protection by publication, the publication must be authorized
by the author.'*® The 1988 Act provides that publication does not include merely colour-
able publications which are not intended to satisfy the reasonable requirements of the
public.'*” The threshold for protection is very low. At a minimum, if a work attracts no

interest, the mere fact that a few copies have been made available for sale will suffice.!*

Publication takes place wherever the publisher invites the public to acquire copies'*® and

137 Under CDPA s. 11. 138 Under CDPA s. 12.

139 But the non-qualifying author can, it seems, claim moral rights and therefore should be named on the
work and the work should not be subjected to any derogatory treatment without their consent.

140 CDPA s. 154(3). 141 CDPA s. 155(1). 142 CDPA 5. 175.

143 CDPA s. 175(1). There is also a definition of ‘commercial publication’: CDPA s. 175(2). Note also the
differences in the concept of publication employed in relation to the ‘publication right’: see Related Rights
Regulations, SI 1996/2967, r. 16.

144 CDPA s. 175(4)(a)—(b). Publication of an artistic work does not include issuing copies of a film
depicting such a work, nor copies of graphic works or photographs representing a sculpture, a work of artistic
craftsmanship, or a work of architecture. However, the construction of a building is the equivalent of
publishing the architectural work that it embodies: CDPA s. 175(3).

145 CDPA s. 175(4). But an electronic retrieval system may still serve to publish literary, dramatic, musical,
or artistic works even if it operates by way of broadcasting: CDPA s. 175(4)(a)(ii), (b)(iv).

146 CDPA s. 175(6) (no account shall be taken of any unauthorized act); s. 178 (defining unauthorized act
where no copyright subsists). Joint authors are not specifically dealt with, but probably all must consent
before a publication is authorized.

147 CDPA 5. 175(5).

148 Francis Day & Hunter v. Feldman [1914] 2 Ch 728 (placing six copies of music in retail showroom was
publication, so that the work attracted UK copyright protection). In contrast, in Bodley Head v. Flegon [1972]
1 WLR 680, Brightman J said he thought it unlikely that underground publication was enough since it
intentionally disregarded the requirements of the public. That case concerned whether Solzhenitzyn’s work
August 1914 had been first published in France or Russia. It was claimed (by the defendant) that publication
had occurred in Russia illegally by way of ‘samizdat’. However, the court found no evidence to support the
claim.

149 Tn British Northrop v. Texteam [1974] RPC 57 Megarry J held that a work was issued to the public when
reproductions of the work were put on offer to the public. That offer could be sale or gift. The place of first
publication is where the offer is made, not where copies are received.
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may take the form of gift, hire, and sale.!® Since publication consists in offering
reproductions to the public, it seems that anything that amounts to a reproduction will
suffice.’™!

To qualify for protection, the work must be first published in the United Kingdom or in
another country to which the Act has been ‘extended’ or ‘applied’. The fact that publica-
tion first occurs in a non-qualifying country will not matter, so long as that work is
published within thirty days in the United Kingdom or in another country to which the
Act has been ‘extended’ or ‘applied’.!? It should also be noted that films that have been
released commercially under conditions of restricted distribution may well not have
been published, since copies will not have been made available to the public.!*

5.1.3 Qualification by place of transmission: broadcasts

A broadcast qualifies for protection if it is made or sent from a place in the United
Kingdom, a country to which the Act ‘extends’ or ‘applies’. In the case of satellite broad-
casts, the broadcast is made where the signals are introduced.'**

6 EXCLUDED SUBJECT MATTER

Although a work may be recorded in material form, be original and sufficiently connected
to the United Kingdom, in some circumstances the courts may nonetheless refuse to recog-
nize copyright for policy reasons. It appears that copyright protection will not be granted
for obscene, blasphemous, or immoral works. This can be seen from Glyn v. Weston Film
Feature'> where Younger ] refused to grant an injunction for infringement of copyright in
the claimant’s dramatic work, Three Weeks, which he described as a ‘sensual adulterous
intrigue’ and condemned on the ground that it advocated ‘free love’. Younger J said, ‘it is
clear that copyright cannot subsist in a work of a tendency so grossly immoral as this’.
For some time it had been thought that Glyn and the other cases where copyright had

been denied to obscene, blasphemous, libellous, irreligious, or misleading works.!>® were

150 British Northrop v. Texteam [1974] RPC 57.

151 Merchant Adventurers v. Grew [1973] RPC 1; British Northrop v. Texteam [1974] RPC 57. Doubted in
Laddie et al., paras. 5.30-2.

152 CDPA s. 155(3). A publication in the UK or any other country is not to be treated as other than first
publication by reason only of earlier publication elsewhere if the latter occurred within a stated period of the
former. For works published after the 1956 Act took effect, this period is 30 days; for those published before, it
is 14 days (CDPA s. 155(3), Sched. 1, para. 35). The decisive date for UCC countries is 27 Sept. 1957. In other
cases it is presumptively 1 Jun. 1957. For the second publication to be treated as a relevant first publication by
virtue of these rules, it must be published in the UK or a country that was at that time treated as a Convention
country by an operative Order. If that country is a member of the Berne Convention, it is not relevant to
ascertain whether it subscribes to the Rome, Brussels, or Paris Acts of the Convention. For further details, see
Copinger and Skone James on Copyright, para. 3-19.

153 Cf. Bodley Head v. Flegon [1972] 1 WLR 680.

154 CDPA s. 156(1). 155 11916] 1 Ch 261.

156 One difficulty with the Glyn decision is that it is by no means clear when a work is immoral. Generally
the criminal law restricts circulation of obscene works—works which are likely to deprave and corrupt.
Immorality appears to be a wider test. It is certainly difficult to believe that a work which advocated free love
would today be denied copyright. In Stephens v. Avery [1988] Ch 449, in the context of breach of confidence,
Browne-Wilkinson V-C stated that he thought the Glyn exception should not apply in the absence of public
consensus that the work in question was immoral.
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the products of less enlightened times and, as such, would no longer be followed.'>”
However, in AG v. Guardian (No. 2)"*® the House of Lords cited Glyn with approval. In that
case Peter Wright, a former security services agent, had written a book (called Spycatcher)
about the various operations of the service. Importantly, in writing the book Wright
breached the duty of confidence he owed to the Crown. The House of Lords held that
Wright would not be able to bring a copyright infringement action because of the ‘dis-
graceful circumstances’ in which the book was written.'”® As well as citing Glyn with
approval, the Lords extended the scope of the immorality exclusion beyond the content of
the work to include the circumstances in which the work was created.

While the House of Lords affirmed the continued existence of the public policy exclu-
sion, there is still some doubt as to the exact effect of immorality. It is unclear whether it
means that there is no copyright in the work at all,'® or that equity will not enforce the
copyright.!®! The way this question is answered might be important given that if there is
no copyright, presumably all contracts that purported to deal with the copyright would be
void.

The effect of the public policy exclusions is somewhat paradoxical. As the denial of
copyright to obscene works effectively places them in the public domain, this may increase
the speed and breadth of circulation. If dissemination is deemed to be undesirable, the
denial of copyright seems to be counterproductive. (It may also stimulate public interest in
the work.) Presumably, other reasons have motivated the courts. The approach taken by
the courts is consistent with the view that the primary concern of copyright is to encour-
age creation rather than to control dissemination. Denying copyright will (supposedly)
remove the incentive to produce obscene works.

As we have seen, a derivative work that infringes copyright in the work on which it is
based can be original. In such circumstances the question arises as to whether an original
but infringing work should be denied protection on grounds of public policy. With one or
two exceptions,'®? the courts have generally been willing to enforce copyright in derivative
works even though they infringe.!®® This has been explained on the basis that if protection
were denied to such works it would lead to a substantial injustice. As Goff ] said:

157 In Chaplin v. Frewin (1966) 1 Ch 71 the Court of Appeal said that it thought the book in question was
worthless from a literary point of view as well as being blasphemous but nowhere suggested that the work
should for that reason be deprived of copyright. It thus appeared that the doctrine in Glyn could no longer be
viewed as sound law.

158 [1990] 1 AC 109.

159 At the same time they appeared to take the view that the Crown had copyright in Wright’s book or that
Wright held copyright in the book on trust for the Crown. This is a little difficult to square with the
proposition that there was no copyright in the work.

160 In Glyn, Younger J said there was no copyright in the work.

161 In Spycatcher the House of Lords simply stated that Wright would not be allowed to enforce his
copyright. The assertions that Wright held copyright on trust or that copyright rested in the Crown suggests
that the House of Lords may have interpreted Glyn as a case where the remedy of an injunction was withheld
rather than copyright denied.

162 e.g. Ashmore v. Douglas Home [1987] FSR 553. (Judge Mervyn Davies denied copyright protection to
part of a play which was derived from an existing copyright play on the grounds that the former was
‘infringing material’).

163 See Wood v. Boosey (1868) LR 3 QB 223, 229; Chappell v. Redwood Music [1982] RPC 109, 120; ZYX
Music GmbH v. King [1995] 3 All ER 1, 9-11; Ludlow Music Inc. v. Williams [2002] FSR (57) 868, 886 (paras.
39-40).

© L. Bently and B. Sherman 2004



CRITERIA FOR PROTECTION 113

It is understandable that the owner of copyright should be entitled to restrain publication of
an infringing work; but the idea that he should be entitled to reap the benefit of another’s
original work, by exploiting it, however extensive such work might be, however innocently it
might have been made, offends against justice and commonsense.!*

164 Chappell v. Redwood Music [1982] RPC 109, 120.
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AUTHORSHIP AND FIRST
OWNERSHIP

1 INTRODUCTION

A considerable amount has been written about authorship and the role it plays in copy-
right law. It has been become clear from these discussions that the concept of authorship
which operates in copyright law is not the same as is used in many other fields.! One
explanation for this relates to the particular role that the author plays in copyright law.
More specifically it is because in copyright law, the author acts as a focal point around
which many of the rules and concepts are organized. For example, as we have just seen, the
status of the author helps to determine whether a work qualifies for protection. Where
relevant, the labour that an author expends in creating a work will also influence whether
the resulting work is original. In other situations, the duration of many types of works is
determined by reference to the lifespan of the author. Similarly, the moral rights that are
recognized in the United Kingdom attach to the author of the work in question.

In this chapter we explore two closely related themes. First, we look at the concepts of
authorship, as it is understood in copyright law. In turn, we look at one of the most
important consequences that flow from being named as author of a work: namely, first
ownership of copyright and the various exceptions to this general rule.

2 AUTHORSHIP

The author of a work is defined in the 1988 Act as the person who creates the work.?
Special provisions deal with the situation where more than one person is involved in the
creation of a work.> While to describe the creator of a painting or a sculpture as an ‘author’
may jar, few problems arise in ascertaining who is the author of most literary, dramatic,
musical, and artistic works.* This is because in relation to the traditional categories of

1 Sometimes it is more expansive, including those whose effort might not reach the creative levels of
literary authorship. See, e.g. Walter v. Lane [1900] AC 539.

2 CDPA s. 9(1). For comparative analysis, see J. Ginsburg, ‘The Many Faces of Authorship: Legal and
Interdisciplinary Perspectives’ (2003) 52 De Paul LR 1063.

3 See below at pp. 120-2.

4 Tor consideration of the question of whether an amanuensis is an author, see Donoghue v. Allied News-
papers [1938] Ch 106. But note that a spiritual medium who transcribed messages from the spiritual world
was author of the work: Cummins v. Bond [1927] 1 Ch 167 (Eve ] held that the medium ‘had exercised
sufficient skill, labour and effort to justify being treated as author’).
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literary, dramatic, musical, and artistic works there is a general consensus as to who of the
various people involved in the production of a work is to be treated as the creator or
author of the work.

More problems arise, however, in relation to entrepreneurial works and computer-
generated works. In part, this is because the concept of authorship does not sit comfort-
ably with the way we tend to think about such works. That is, we do not normally think of
a sound recording, a typographical arrangement, or a broadcast as having an author, even
in the broad sense in which it is used in copyright law. In these circumstances, it is
important to appreciate that the ‘author’ is an artificial construct, a legal fiction, which is
used to allocate rights. This can be seen in the fact that in relation to sound recordings,
broadcasts, and typographical arrangements, the ‘author’ is (effectively) defined as the
person who made the work possible (as distinct from the creator). In the case of a literary,
dramatic, musical, or artistic work that is computer-generated (which by definition has no
author) the ‘author’ is ‘the person by whom the arrangements necessary for the creation of
the work are undertaken’.

In its dealings with entrepreneurial works, British copyright law has tended to concen-
trate on the person who made the arrangements necessary for the making of the work (the
entrepreneur). In contrast, civil law systems have tended to focus on the persons who
made creative contributions to the work. This difference has long been seen as an import-
ant point of contrast between the two systems.® As a result of attempts to harmonize
copyright law in Europe, this difference is slowly being undermined. In part, this is because
one of the consequences of the process of harmonization is that civil law conceptions of
authorship have been introduced into British law.” A prelude to this occurred with moral
rights, where the director was recognized as having a status equivalent to the author of a
literary, dramatic, musical, or artistic work. More recently, the notion of the principal
director as joint author of a film has also been introduced into UK law.® One of the
consequences of these changes is that films now occupy a hybrid position in between
authorial and entrepreneurial works.

One of the key differences between copyright and most other forms of intellectual
property is that copyright protection arises automatically, without the need for formality
or registration. While this may be advantageous to authors, it generates some unexpected
problems. In particular, while with patents, registered designs, and trade marks the iden-
tity of the creator of the intellectual property and, in turn, the nature of the property are
clarified by the process of registration, with copyright this has to be achieved by other
means.’

The task of determining who is the author of a work is made easier because the 1988 Act
sets out a series of statutory presumptions as to who is the author of a work. Section 104
provides that the name that appears on a literary, dramatic, musical, and artistic work as
published or on the work when it is made shall be presumed to be the author. Section 105
establishes similar presumptions with respect to sound recordings, films, and computer

5 CDPA s.9(4), 178.

6 A. Strowel, Copyright et Droit d’Auteur: Convergences et Divergences (1993) 320-89.

7 Note, however, that under the 1911 Copyright Act, UK law conferred copyright in cinematographic
works as ‘dramatic works’ to their authors, and after Narowzian v. Arks (No. 2) this may again be the case.
Civil law systems have, occasionally, treated the ‘producer’ as the author of a film: see Kamina, 132-3.

8 CDPAs. 9. 9 See Sherman and Bently, 182-5.

© L. Bently and B. Sherman 2004



116 COPYRIGHT

programs.'® The upshot of these presumptions, which only operate in civil matters, is that
the burden of proof is placed on the person claiming that someone other than the ‘named’
author is the true creator of the work in question.

2.1 AUTHORSHIP OF LITERARY, DRAMATIC, MUSICAL, AND
ARTISTIC WORKS

The author of literary, dramatic, musical, or artistic work is the person who creates it.!! No
further guidance is given in the 1988 Act as to what this means. The only exception to this
is to be found in section 3(2) which indicates that the author need not necessarily be the
person who fixes or records the work (although this will usually be the case).!? The lack of
statutory guidance as to the way the author is to be construed in this context does not
matter that much given that there are few problems in identifying who is the author of a
literary, dramatic, musical, or artistic work.

Having said that, problems have occasionally arisen in determining whether a person
involved in the production of a literary, dramatic, musical, and artistic work is to be
regarded as an author (or creator). The way this question is answered is similar to the
way the originality of a work is determined. Basically, in order for someone to be
classified as an author, it is necessary for them to be able to show that the labour, skill,
and effort that they contributed to the work is of the type that is protected by copyright:
that is, that it would be sufficient to confer originality on the relevant work."> The
upshot of this is that it is unlikely that a stenographer, an amanuensis, or a person who
merely photocopies or traces a work would ever be considered as an author.' This is
because the labour expended in relation to the work fails to bring about a (material)
change in the resulting work. However, if the person exercised a degree of creative
labour in producing the work, even if only a very small amount, it is more likely that
they will be treated as an author. This can be seen, for example, in Cummins v. Bond"®
where it was held that a spiritualist who produced ‘automatic writing’ dictated to her
from beyond the grave at a seance was the author of the resulting work. As the spiritual-
ist exercised great speed in writing down the messages and used great skill in translating
the spiritual communication given in an ‘unknown tongue’ into ‘archaic English’ it was
held that she had exercised sufficient skill, labour, and effort to justify her being treated
as author. Similarly, in Walter v. Lane, the House of Lords held that a reporter who took
a shorthand report of a speech had exercised sufficient skill to be treated as author of
the resulting report.'®

As we saw in relation to the originality requirement, the mere fact that a person
expended labour in the creation of a work will not necessarily mean that the resulting
work is original (or that the person is an author) if it is the wrong type of labour. This
means that although a person may play an important role in the production process,

10 CDPAs. 105. 11 CDPA 5. 9(1). 12 CDPA 5. 3(2).

13 As the type of labour that confers originality is the same as that which enables someone to be classified,
in copyright law terms, as an author, reference should be made to the earlier discussions on this topic.

14 Nor can the contribution consist merely in the (recording) of a dictation-according to Donoghue v.
Allied Newspapers [1938] 1 Ch 106.

15 [1927] 1 Ch 167. See also Leah v. Two Worlds Publishing [1951] 1 Ch 393 Vaisey J.

16 [1900] AC 539.
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they may still not be treated as an author. In the case of a book, for example, while the
copy-editor, the jacket designer, and the typesetter all play an important role in giving
shape to the final product, they will not be treated as authors of the resulting literary
work.!” (Although it is possible to imagine situations where the efforts of a copy-editor
may be such that they might be treated as a joint author.) Similarly, while copyright law
has few problems in categorizing the person who wrote a play as the author of the play, in
one case it was held that a person who had suggested the title, the leading characters, a few
catchwords, and the scenic effects for the play had not contributed sufficiently to the play
to justify them being treated as a joint author.'®

Where the contribution made by someone is at an abstract level, such as the idea for a
play or a book or a structure of a computer program, they are unlikely to be treated as an
author of the resulting work. The more specific the contribution, however, the more likely
it is that the person in question will be treated as an author. Consequently, in one case it
was held that a person who developed an idea for a house design that he had explained in
detail (both verbally and through sketches) to a technical draftsman was joint author of
the plans that the draftsmen subsequently produced.! Similarly, a political figure who
dictated his memoirs to a friend, read every word, and altered parts of the manuscript was
held to be joint author of the resulting book.?

2.1.1 Computer-generated works

In the case of literary dramatic, musical, or artistic works that have been computer-
generated,?! the creator is ‘the person by whom the arrangement necessary for the creation
of the work are undertaken’. While the meaning of this provision has yet to be tested, it
seems that it might include the person who operates the computer, as well perhaps as the
person who provides or has programmed the computer.?

2.1.2 Unknown authorship

In certain situations, it may not be possible to ascertain who is the author of a literary,
dramatic, musical, or artistic work. This may be because the name of the author is not
attached to the work and it is not possible to ascertain authorship by other means. In other
cases, an author may wish that their works be published anonymously, under a false name
or a pseudonym. As the author acts as the focal point around which many of the rules of
copyright are organized, this creates a number of potential problems. To remedy this, the
1988 Act includes the notion of ‘unknown authorship’. A work is a work of unknown
authorship if the identity of the author is unknown and it is not possible for a person to

17" A technician expending skill and labour in testing software, detecting bugs and providing information
to de-bugging was likened to a proofreader and therefore was not a joint author since he did not contribute to
the authorship of the software as such: Fylde Microsystems v. Key Radio Systems [1998] FSR 449.

18 Tate v. Thomas [1921] 1 Ch 503.

19" Cala Homes (South) v. Alfred McAlpine Homes East [1995] FSR 818.

20 Heptulla v. Orient Longman [1989] FSR 598 (Indian High Court).

21 The term is defined in CDPA s. 178 as referring to the situation where a work is created by a computer in
circumstances such that there is no human author of the work. Where a work is created merely with the
assistance of a computer, it is therefore clearly not a ‘computer-generated work.”

22 In Express Newspapers v. Liverpool Daily Post [1985] FSR 306 Whitford J held that the author of com-
puter-generated bingo sheets was the programmer of the computer. It is not clear whether this would be the
position under the 1988 Act. See above p. 60, Fig. 3.2.
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ascertain his or her identity by reasonable inquiry.”® While in this situation the author
remains the first copyright owner, since it is impossible to know when the author of such a
work died, the duration of copyright is limited to seventy years from the date when the
work was first made available to the public (or seventy years from when the work is made,
if it is not made available before the expiry of that period).**

2.2 ENTREPRENEURIAL WORKS: STATUTORY AUTHORS

As we mentioned earlier, authorship does not sit comfortably with the way we tend to
think about entrepreneurial works. Any potential difficulties in having to identify who is
the author of, say, a broadcast or a sound recording are resolved by section 9(2) which
defines who is the author of each of the different entrepreneurial works.

2.2.1 Sound recordings: the producer

Section 9(2)(aa) provides that the author of a sound recording is the ‘producer’.® In turn,
the ‘producer’ is defined as the ‘person by whom the arrangements necessary for the
making of the sound recording are undertaken’.?® In most cases, the ‘producer’ of a sound
recording will be the record company. This may change, however, where a sound recording
is produced cooperatively, or where non-traditional modes of distribution (such as the
Internet) are used. The question of what is meant by ‘the producer’ is discussed in more
detail in the next section.

2.2.2 Films: the producer and the principal director

When the 1988 Act was enacted,” for the purposes of determining authorship, films were
treated in a similar fashion to sound recordings: the author was defined as ‘the person by
whom the arrangements necessary for the making of the film are undertaken’. As had been
the case under the 1956 Copyright Act, films were treated as entrepreneurial works. In

23 CDPA's. 9(4), (5). 24 CDPAs. 12(3).

25 CDPA s. 9(2)(aa). This section, which took effect from 1 Dec. 1996, was introduced by the Copyright
and Related Rights Regulations (SI 1996/2976). This replaced s. 9(a) which stated that ‘in the case of a sound
recording or film, the person by whom the arrangements necessary for the making of the recording or film are
undertaken’.

26 For works made between 1 Jun. 1957 and 1 Aug. 1989, ‘the person who owns the first record (disc, tape
or roll) embodying the recording at the time the recording is made’ (the maker) is the owner: CA 1956 s.
12(8). In relation to pre-1957 works, ‘the owner of the original plate upon which the sound recording were
recorded is deemed to be the author’, CA 1911 ss. 5(1), 19(1). Cf. Rome Convention, Art. 3(c); Geneva
Convention, Art. 1(b) (both defining the producer of a phonogram as the person or the legal entity which
first fixes the sounds of a performance or other sounds). WPPT Art 2(d) refers to ‘the person or legal entity
who or which takes the initiative and has the responsibility for the first fixation’.

27 CDPA s. 9(2)(ab); the status of the authorship of a film will differ depending on when the date of the
film was made. Prior to the 1956 Act, films were not recognized as a distinct category of work, but the
elements (photographs, sound recording, and dramatic works) of the film were protected instead (in much
the same way as multimedia works are now). This position under the 1956 Act and under the 1988 Act, prior
to the amendments in 1994, were the same. That is, the author of the film is ‘the person by whom the
arrangements necessary for the making of the film are undertaken’. However, films begun before 1 Jul. 1994,
but completed thereafter are treated as made when completed: Related Rights Regs., r. 25(2). Furthermore, it
is not an infringement of any right which the principal director has by virtue of these Regulations to do
anything after commencement in pursuance of arrangements for the exploitation of a film made before 19
Nov. 1992: Related Right Regs., r. 36(2).
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order to bring UK law into line with the EU Duration Directive, the 1988 Act was
amended. The upshot of this is that the authors of a film made on or after 1 July 1994 are
the producer and the principal director of the film. The principal director and producer
are treated as joint authors, except where they are the same person.?® The recognition of
the principal director as author of the film marks an important change in the way films are
treated by British copyright law from films being treated as a type of entrepreneurial work,
to films being treated as a hybrid of entrepreneurial and authorial works.

The ‘principal director’ is not defined in the 1988 Act. Some guidance as to what is
meant by this term is provided by section 105(5) which states that where a film bears a
statement that a particular person was the director (or principal director) of the film, this
shall be presumed to be correct until the contrary is proved.” Section 105(6) adds that
where a person is named as the director of a film, this shall be presumed to mean that he
or she is the principal director.

The ‘producer’ of a film is defined as ‘the person by whom the arrangements necessary
for the making of the film are undertaken’.”® This is the same definition as is used to
describe the producer of a sound recording. The question of whether a person is a ‘pro-
ducer’ of a film or a sound recording is a question of fact.*! For the most part, there will be
few problems in determining who is the producer of a film or a sound recording. Most
questions regarding the allocation of ownership of copyright will be dealt with contractu-
ally. Problems may arise, however, because the production of sound recordings and films
frequently involves the input of a range of different people: many of whom may lay claim
to having helped to organize and facilitate the making of the sound recording or the film.
Although the term ‘producer’ is used to define who is the creator, it should be noted that
the courts have emphasized that there is a distinction between someone who ‘makes’ a
recording and someone who ‘makes the arrangements for the production of a recording’:
it is the latter rather than the person who actually records or makes the sound recording or
film (the person who operates the recording system) who is the author.*

The notion of the ‘producer’ presupposes that at the core of the production process
there is a person (or more often a company) that coordinates, controls, and organizes the
production of the work.” It seems that to be a ‘producer’ a person must exercise some
degree of direct (organizational) control over the process of production.* If a person
operates at the periphery of the process, such as the person who merely commissions the
making of the recording or merely provides the finance for a film or a sound recording, he
or she will not be regarded as a producer. If this were not the case, banks and other lending
institutions would qualify as authors. However, provision of finance may be one of the

28 CDPA ss. 9(2)(ab) and 10(1A). 29 CDPA s. 105(5).

30 CDPA s. 178. However, it is unclear whether the term ‘principal director’ will be treated as narrower
than the term ‘director’ when used in relation to moral rights.

31 Beggars Banquet Records v. Carlton TV [1993] EMLR 349, 361; A & M Records v. Video Collection [1995]
EMLR 25, 29.

32 Adventure Films v. Tully [1993] EMLR 376; A & M Records v. Video Collection [1995] EMLR 25;
Bamgboye v. Reed [2004] EMLR (5) 61, 84 (para. 77). Kamina says that the definition of producer ‘certainly
excludes purely creative contributors, including the film director’: Kamina, 139.

33 See also Century Communications v. Mayfair Entertainment [1993] EMLR 335 (film made under restrict-
ive conditions in China was produced by organizer outside of China). For examples of situations (home
movies, wedding videos) where it is difficult to say who, if anyone, is the ‘producer’ see Kamina, 140.

34 Adventure Films v. Tully [1993] EMLR 376.
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organizational matters that, in combination with others, amount to the ‘necessary
arrangement’.%

2.2.3 Broadcasts

In the case of sound and television broadcasts, the author is the person who makes the
broadcast.*® Where a person receives and immediately retransmits a broadcast, the author
is the maker of the original broadcast rather than the person who relays it.

2.2.4 Typographical arrangements

The author of a typographical arrangement of a published edition of a work is the
publisher.”

2.3 JOINT AUTHORSHIP

Collaborative research and creation is often a fruitful and productive way for authors to
work.*® Copyright recognizes this mode of creation through the notion of joint author-
ship. A number of important consequences, such as the way the work can be exploited,
flow from a work being jointly authored.*” While joint authorship is normally associated
with literary, dramatic, musical, and artistic works, it is possible for all works to be jointly
authored. As we saw earlier, the 1988 Act specifically provides that films are treated as
works of joint authorship between the principal director and the producer, unless they are
the same person.*’ The 1988 Act also extends the concept of joint authorship to a broad-
cast ‘where more than one person is taken as making the broadcast’, namely, those ‘provid-
ing’, or taking ‘responsibility’ for the contents of the programme and those making the
‘arrangements necessary for its transmission’.*! No special definition of joint authorship is
applied to sound recordings, or published editions.

In cases other than those special circumstances where joint authorship is deemed, a
general principle applies: a work is a work of joint authorship if it is ‘a work produced by
the collaboration of two or more authors in which the contribution of each author is not
distinct from that of the other author or authors’. A work is one of joint authorship if it
satisfies three conditions.

(i) First, it is necessary to show that each of the authors contributed to the making of
the work. The test for whether a person has contributed to the creation of a work is the
same test as is used to determine whether someone is an author of a work: in the case of

35 Tbid. Beggars Banquet Records v. Carlton TV [1993] EMLR 349 (arguable claim that person who pro-
vided finance and arranged access to venue where event was filmed was a person who made arrangements);
Century Communications v. Mayfair Entertainment [1993] EMLR 335 (person had undertaken the arrange-
ments necessary for the production of the film when it initiated the making of the film, organized the activity
necessary for making it, and paid for it).

36 CDPA 's. 9(2)(b). 37 CDPA's. 9(2)(d).

38 For a discussion of collaboration in the context of universities and the role of copyright, see A. Monotti
(with S. Ricketson), Universities and Intellectual Property: Ownership and Exploitation (2003).

39 A joint owner (or other co-owner of copyright) can sue an infringer independently and can also bring
an action against another co-owner).

40 CDPA ss. 9(2)(ab) and 10(1A). Note, however, that the general scheme applies to determine authorship,
or co-authorship, of the ‘dramatic work’: on which, see Kamina, 141-53.

41 CDPA s. 10(2), cross-referenced to s. 6(3).
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authorial works, that is, whether the labour they expended in producing the work was
sufficient to confer originality on the resulting work.*> While to be a joint author it is
necessary for an author to have contributed to the work, joint authorship does not require
that the respective contributions be in equal proportions.** However, it does require the
contribution to be of the right kind: a contribution to the words of a song will normally
give rise to joint authorship of the literary work, but not of the music; and a contribution
to the ‘performance’ of a piece of music will not render the performer a co-author of the
musical work.*

(ii) The second requirement that must be satisfied for a work to be one of joint author-
ship is that the work must have been produced through a process of collaboration between
the authors. This means that when setting out to create a work, there must have been some
common design, cooperation, or plan that united the authors (even if only in a very loose
sense).* So long as the authors have a shared plan of some sort, there is no need for them
to be in close proximity for them to collaborate. Indeed, it is possible for the collaboration
to take place over long distances (a practice made much easier because of e-mail).* There is
no additional requirement that the parties must have intended to create a work of joint
authorship.¥’

The upshot of the second requirement is that although two people may work on the
same project, unless there is a shared goal they will not be classified as joint authors. This
means, for example, that where one person writes a poem and another person translates it
into another language, the author of the original poem would not be a joint author of the
translation. Similarly, where a musician arranges a pre-existing musical work, the author
of the original musical piece would not be able to claim joint authorship over the
subsequent work: instead, there would be separate copyrights in the two pieces.*®

(iii) Third, for a work to be jointly authored the respective contributions must not be

42 In one case, a classically trained musician who acted as orchestral arranger for a rock band was held to
be joint author of a number of arrangements which included orchestral passages linking the verses and
choruses; with respect to one song, where the contribution comprised merely a piano accompaniment, the
court held it was ‘only just’ sufficient to qualify: Godfrey v. Lees [1995] EMLR 307, 325-8. See also Fylde
Microsystems v. Key Radio Systems [1998] FSR 449 (suggestions not sufficient); Robin Ray v. Classic FM [1998]
FSR 622. However, in music cases the courts seem to have required the contributions to be significant when
viewed from the point of view of the work as a creative totality: adding drums or even a saxophone solo in a
way which was just what was expected was not sufficient: Hadley v. Kemp [1999] EMLR 589.

43 Joint authorship will usually be presumed to lead to equal shares, but this may be varied either by the
court, where it feels comfortable evaluating the contributions (as in Bamgboye v. Reed, [2004] EMLR (5) 61,
86 (para. 85) or according to the agreement of the parties: Beckingham v. Hodgens [2003] FSR 238, 249 (equal
shares); Peter Hayes v. Phonogram Ltd [2003] ECDR (11) 110, 123 ff (agreement as to size of share).

44 Peter Hayes v. Phonogram Ltd et al. [2003] ECDR (11) 110, 128; Hadley v. Kemp [1999] EMLR 589, 643.
See R. Arnold, ‘Are Performers Authors?’ [1999] EIPR 464.

45 Levy v. Rutley (1871) LR 6 CP 583; Cala Homes (South) v. Alfred McAlpine Homes East [1995] FSR 818,
835.

46 Cala Homes (South) v. Alfred McAlpine Homes East [1995] FSR 818, 835.

47 Beckingham v. Hodgens [2003] FSR 238, 249.

48 Chappell v. Redwood Music [1981] RPC 337. Cf. Godfrey v. Lees [1995] EMLR 307, where the claimant
who provided orchestral arrangements of Barclay James Harvest’s existing songs was treated as a co-author;
and Beckingham v. Hodgens [2003] FSR 238 where the session musician who added an introduction to the
song ‘Young at Heart’ was held to own 50% of the copyright in the new arrangement. It seems that where the
author of a song collaborates in a new arrangement thereof, they acquire co-ownership of the arrangement
even where they contribute nothing new.
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distinct or separate from each other. In more positive terms, this means that the contribu-
tions must merge to form an integrated whole (rather than a series of distinct works).*
For example, if the contributions of two authors merged in such a way that no one author
is able to point to a substantial part of the work and say ‘that is mine’, the authors would
be joint authors. If, however, one author wrote the first four chapters of a book and the
other author wrote the remaining six chapters, instead of the resulting book being a joint
work, the respective authors would have copyright in the particular chapters they wrote.*
In relation to a more difficult set of facts, it has been held that, where one person added an
introduction to the music of a song, this introduction was not ‘distinct’ because it was
‘heavily dependent’ on the rest of the tune and because, by itself, it would ‘sound odd and

lose meaning’.”!

3 FIRST OWNERSHIP

Authorship and ownership have long been closely intertwined in copyright law. Indeed
one of the notable features of the 1710 Statute of Anne was that it recognized authors as
first owners of the literary property they created. This basic formula is repeated in the 1988
Act which declares that the author of a work is the first owner of copyright.>? The rule that
copyright initially vests in the author is, however, subject to a number of exceptions. The
first and most important concerns works made by employees.>® Exceptions also exist in
relation to Crown copyright, parliamentary copyright, and to works created by officers
of international organizations.> Judicially created exceptions also exist where a work is
created in breach of a fiduciary duty or in breach of confidence.

Before looking at these in more detail, it is important to note that although the author is
usually the first owner, it is possible for an author to assign his or her copyright to third
parties. This means that the question of who is the copyright owner at any particular point
of time will depend upon what has happened to the copyright since it was first created.
Since valid agreements can be made in relation to the transfer of future copyright, it may
be that when copyright arises, the first owner of copyright under the statutory scheme is
immediately divested of their rights in favour of an assignee. It is also important to note
that, while the law recognizes that a person other than the author may be first owner, the
question of who is the author remains a distinct one (and an important one). A work
made by an employee author, for example, has a duration dependent on the life of the
author (i.e. the employee) even if first ownership vests in the employer. Equally, issues of
qualification and moral rights are determined by reference to authorship (not first
ownership).

49 In this respect, the British notion of co-authorship differs from that of the United States, Belgium, and
France where separable but interdependent elements can form joint works, such as songs, operas, and
motion pictures. In France, for example, the author of a novel which is used as the basis of an audiovisual
work is treated as an author of the audiovisual work.

50 CDPAs. 10(1).

51 Beckingham v. Hodgens [2003] FSR 238, 248. In any case, the introductory fiddle music was repeated a
number of times elsewhere in the arrangement. Cf. Hadley v. Kemp [1999] EMLR 589, where Park ] suggested
that a saxophone solo in the middle of Spandau Ballet’s ‘Gold” might be a distinct work.

52 CDPAs. 11(1). 53 CDPAs. 11(2). % CDPAs. 11(3).
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3.1 WORKS CREATED BY EMPLOYEES

Section 11(2) of the 1988 Act provides that in the absence of an agreement to the contrary,
where a literary, dramatic, musical, or artistic work or a film is made in the course of
employment, the employer is the first owner of any copyright in the work. While
employees retain moral rights in the works they create, these are subject to a number of
limitations.”

Critics have suggested that by granting first ownership of works made by employees to
employers, British law fails to provide creators with sufficient additional incentives to
create. It is also said that British law also fails to acknowledge the natural rights which
employee-authors have in their creations. In so doing, it is said that British law fails to
follow the underlying rationales for copyright. In response to arguments of this sort, it is
suggested that while employers may not create works, they provide the facilities and
materials that enable the act of creation to take place. In so doing, they make an important
contribution to the production of new works. It is argued that granting first ownership to
employers encourages employers to invest in the infrastructure that supports creators. As
employers are often in a better position than employees to exploit the copyright in a work,
it is also suggested that it makes more sense to give copyright to employers than to
employees. Another argument in favour of giving ownership to employers is that in the
absence of a provision that formally granted first ownership to employers, employers
would require employees to assign their copyright to them. As section 11(2) achieves
what would otherwise happen in practice, it thus serves to reduce transaction costs. In
response to the argument that in granting first ownership to employers, employees are not
properly rewarded for their creative efforts, it is suggested that employees are rewarded
through other means, such as pay, continued employment, and promotion.*®

However problematic the arguments in favour of granting first ownership of employee
works to employers may be, they have dominated policy changes that have been made in
this area. In particular, while under the Copyright Act 1956 employee journalists presump-
tively shared copyright with the newspapers, this ‘anomaly’ was removed in the 1988
Act.”” As a result, under the current law copyright in all works made in the course of
employment belong to the employer (unless there is an agreement to the contrary).

For an employer to be first owner of copyright it is necessary to show that (i) the
literary, dramatic, musical, artistic work, or film was made by an employee; (ii) the work
was made in the course of employment; and (iii) there is no agreement to the contrary.*®
We will deal with each of these in turn.

3.1.1 Who is an employee?

An employee is defined in the 1988 Act as a person who is employed under a contract of

55 CDPA's.79(3) and s. 82.

56 Whether a scheme, such as that which exists under the Patents Act, providing for extra reward for
particularly successful works should be implemented was considered by the Whitford Committee.

57 More specifically, under the previous law, copyright in a work made by an author in the course of
employment by the daily or periodical press presumptively vested in the employer for purposes of its
publication in the newspaper or periodical. CA 1956 s. 4(2).

58 While the 1988 Act introduced changes on point, effective from 1 Aug. 1989, the initial ownership of
copyright continues generally to be determined by the law in effect when the materials in question were made.
CDPA, Sched. 1, para. 11.
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service or apprenticeship.” A contract of service is frequently distinguished from a con-
tract for services. In general, it is easy to determine whether someone is an employee or
not. However, there are many different sorts of work relationship, some of which are less
easy to designate as employment relations. In such situations the courts tend to focus on
whether there is the so-called ‘irreducible minimum’ necessary to give rise to an employ-
ment relation: namely ‘mutuality of obligation’ and ‘control.” If these two factors are present
the relationship might be one of employment: if they are not present, it is not. However,
these factors are not of themselves conclusive. The court will examine all other relevant
aspects and provisions to establish whether they are consistent with a contract of service.

(i) ‘Mutuality of obligation’. In an employment relation the employer undertakes and is
bound to provide work and pay, the employee to provide their labour. In other sorts of
relationship there is not necessarily such mutuality. Consequently, if no such mutuality
existence, there is no employment.®® So, for example, an arrangement whereby an artist
carries out work for an advertising agency will not amount to an employment relationship
if the agency is free to offer any work to others, and the artist is free to refuse the work
requested by the agency (for example where the artist is working on a job for another
agency).

(ii) Control. The second aspect of the irreducible minimum is that one party (the
employer) must be capable of exercising control over the other (the employee).’' The
more control one party is able to wield, the more likely it is that the parties are in an
employment relationship. The control test is regarded as relevant even though there are
many professions (‘from surgeons to research scientists’) where a person has a consider-
able amount of freedom, but nonetheless is ordinarily regarded as an employee. In these
circumstances the courts have stressed that the question of whether someone is an
employee depends on whether there is ‘sufficient framework of control’. Thus even where
a person is not under a great degree of supervision, they may still be an employee.®

If the irreducible minimum is present, the tribunal will then consider all other factors.
One important, but not determinative consideration is the descriptions used (such as
‘independent contractor’). Other factors which suggest that someone is not an employee
include the fact that they have a great deal of responsibility, provide their own equipment,
hire their own helpers, take financial risks, have other commitments, and have the
opportunity of profiting from the tasks they perform.® The courts will also look at the
way financial arrangements between the parties are organized as a way of determining
whether someone is an employee. Factors which indicate that someone is an employee
include the fact that they are paid wages; that income tax deductions are made on the ‘pay-
as-you-earn’ basis; and that both parties contribute to pension schemes and make national
insurance payments.**

59 CDPAss. 178. 60 Carmichael v. National Power plc [1999] 4 All ER 897 (HL).

6l Ready Mixed Concrete (South East) Ltd v. Minister of Pension and National Insurance [1968] 2 QB 497;
Montgomery v. Johnson Underwood [2001] ICR 819.

62 See Stephenson Jordan v. McDonald & Evans (1952) 69 RPC 10, 22 (Denning LJ).

63 Robin Ray v. Classic FM [1998] FSR 622.

%4 In Lee Ting Sang v. Chung Chi Keung [1990] 2 AC 374, the Privy Council approved of the ‘indicia’
approach in Market Investigations v. Minister for Social Security [1969] 2 QB 173, without referring to the
‘irreducible minimum’. See also Todd v. Adams and Chope [2002] 2 Lloyds Rep 293 (CA, refusing to find an
employment relationship where there was sharing of profits and losses of fishing trips).
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3.1.2 Was the work made in the course of employment?

In order for an employer to be first owner of copyright, it is also necessary to show that the
work was made in ‘the course of the employment’. Even if an author is an employee, if the
work was not created in the course of employment, the author retains ownership of
copyright. The question of whether a work has been made in the course of employment
will depend on the particular circumstances of the case in hand.

An important factor which has influenced the courts when determining if a work has
been made in the course of employment is whether the making of the work falls within the
types of activities that an employer could reasonably expect or demand from an employer.
In turn, this depends on the scope of the employee’s duties. This can be seen, for example,
in Stevenson Jordan v. MacDonald,% where the question arose as to whether an accountant
or his employer (a firm of management consultants) owned copyright in a series of public
lectures the accountant had given about the budgetary control of businesses. Morris LJ
noted that the employer had paid the expenses of the lecturers, that the employee-
accountant could have prepared the lectures in the company’s time, used its library, had
the lectures typed up by company secretaries, and that the lectures were a useful accessory
to his contracted work.®® Nonetheless, Morris L] found that since it was not shown that the
accountant could have been ordered to write and deliver the lectures, they were not created
in the course of his employment. As such, the copyright belonged to the employee rather
than to the employer.

Similar reasoning was also applied in Noah v. Shuba.” This was a copyright infringe-
ment action in relation to a book called A Guide to Hygienic Skin Piercing, written by the
claimant, Dr Noah. During the proceedings it was argued that when Dr Noah wrote the
guide he was employed as a consultant epidemiologist at the Public Health Laboratory
Service. As such, the copyright vested in his employer.®® While there was no doubt that Dr
Noah was an employee of the Public Health Laboratory, it was less clear as to whether the
guide had been written in the course of his employment. Dr Noah discussed his work with
colleagues, made use of the services of the Public Health Laboratory Service library and
had the manuscript typed up by his secretary. In addition, the guide was published by the
Public Health Laboratory Service at its own expense. Nonetheless, Mummery J held that
the guide had not been written in the course of Noah’s employment. An important factor
that influenced this decision was that Dr Noah had written the draft at home in the
evenings and at weekends.

It should be pointed out that the mere fact that a work is made at home or that the
employee makes use of their personal resources does not necessarily mean that it will fall
outside the scope of the employee’s duties. Ultimately, the question of whether a work is
made within the course of the scope of employment depends upon the contract of
employment. This can be seen in Missing Link Software v. Magee,” where the question
arose as to whether copyright in software written by an employee outside of work time

65 Stephenson Jordan v. McDonald & Evans (1952) 69 RPC 10. However, a journalist who wrote a confiden-
tial memorandum to colleagues about a possible article was acting in the course of her employment: Beloff v.
Pressdram [1973] 1 All ER 241.

66 In Byrne v. Statist [1914] 1 KB 622, a journalist made a translation to be used in the newspaper in his
own time: this was not in the course of his employment.

67 [1991] FSR 15. 68 Noah v. Shuba [1991] FSR 14. 69 [1989] FSR 361.
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and on his own equipment was made in the course of his employment and thus owned by
his employer. The claimant company argued that since they had employed the defendant
to write programs of the kind in dispute, similar programs, even if written in his spare
time, were created in the course of his employment. The court held that although the
employee had written the software in his own time and on his own equipment, nonethe-
less it was not unarguable that as it fell within the scope of the tasks he was employed to
carry out, the computer programs were created within the course of his employment.

3.1.3 Agreements to the contrary

Finally, it should be noted that the copyright in works made in the course of employment
will not be treated as belonging to the employer where there is an agreement to the
contrary. Such an agreement may be written or oral, express, or implied.”

In some cases, such agreements have been implied from custom. For example, in Noah
v. Shuba Mummery J said that if the skin piercing guide had been written in the course of
Dr Noah’s employment, he would nonetheless have implied a term into Dr Noah’s con-
tract that the copyright remained with the employee.”" The reason for this was the long-
standing practice of the Public Health Laboratory Service of allowing its employees to act
as if they owned copyright in their works: they allowed employees to assign copyright to
publishers, claim royalties, and with respect to the case itself, did not assert that they
owned copyright. This decision has important ramifications where employers allow
employees to act as if they own copyright (whereas in fact they may not).

3.2 CROWN COPYRIGHT

Another exception to the general rule that the author is the first owner relates to works
governed by Crown copyright. Where a work is made by an officer or servant of the Crown
in the course of their duties,”” copyright in the work belongs to the Crown and not to the
author of the work.”

3.3 PARLIAMENTARY COPYRIGHT

Where a work is made under the direction or control of the House of Commons or the
House of Lords, the respective House owns copyright therein.’* Such parliamentary
copyright lasts for fifty years from the year in which the work was made. All Bills intro-

duced into Parliament attract parliamentary copyright, but this ceases on Royal Assent,

withdrawal, or rejection of the Bill.”>

70 As we will see there is a general requirement that assignments of copyright be in writing. However, such
formality is unnecessary with respect to the agreement reversing the presumption of initial ownership, which
can be oral or implied. But to refer to a relationship as not being one of employment was not an implied
agreement that copyright was to vest in the employee: Robin Ray v. Classic FM [1998] FSR 622.

71 Noah v. Shuba [1991] FSR 14. 72 CDPA ss. 163, 164.

73 CDPA s. 163. It lasts for 125 years from when the work is made or 50 years from its commercial
publication. Crown copyright also exists in all Acts of Parliament and Measures of the General Synod of the
Church of England.

74 CDPA s. 164. The Government of Wales Act 1998, Sched. 12, has added to this list: ‘any sound recording,
film, or live broadcast of the National Assembly for Wales which is made by or under the direction or control
of the Assembly’.

75> CDPA ss. 165-7.
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3.4 INTERNATIONAL ORGANIZATIONS

Where a literary, dramatic, musical, or artistic work is made by an officer or employee of
an ‘international organization’,’® the organization is the first owner of the resulting

copyright.”

3.5 COMMISSIONED WORKS AND EQUITABLE ASSIGNMENT

Another exception to the general rule that the author is first owner arises, in limited
circumstances, where a person commissions someone to make a work. Under the Copy-
right Act 1988, copyright in a commissioned work belongs to the author of the commis-
sioned work.”® However, in certain circumstances the courts may infer that an independ-
ent contractor is subject to an implied obligation to assign the copyright to the commis-
sioner. This may give rise to a trust with respect to the copyright in the commissioned
work, and render the commissioner the equitable owner. A good example is provided by
Griggs v. Raben Footwear, where Griggs, distributors of DR. MARTEN’s AIRWAIRS, in 1988
commissioned the advertising agency, Jordan, to produce a logo for it.”” Evans, who did
freelance work for Jordan, produced the logo and was paid at his standard rate of £15 an
hour. Nothing was said about copyright in the logo. In 2002, Evans purported to assign
copyright in the artistic work to Raben Footwear, an Australian competitor of Griggs. In
response, Griggs brought an action seeking a declaration that it was beneficial owner of
copyright, and an assignment of legal title. Peter Prescott QC, sitting as Deputy High
Court judge granted the relief sought. He held that while Evans was the author, and first
owner of the legal title, an agreement that copyright was to belong to Griggs was to be
implied. Such an agreements was necessary to give business efficacy to the arrangement,
under which it was clearly contemplated that Griggs would be able to use the logo and stop
others from using it.** This could only be achieved if the implied agreement was to assign
the copyright or give a perpetual exclusive licence (and the latter solution would be less
convenient for Evans).

Implied agreements to assign have also been found where a choreographer
undertook to arrange certain dances for the Russian ballet;®' a design of a trade mark was

76 This means an organization the members of which include one or more states CDPA s. 178.

77 CDPA s. 168.

78 Under the 1956 Act, a party commissioning a photograph, portrait, or engraving for value presump-
tively acquired copyright in that work: CA 1956 s. 4(3), Sched. 8, para. 1(a). When this position was changed
in the 1988 Act, commissioners of photographers and films for private and domestic purposes were ‘compen-
sated” with the so-called ‘moral’ right of ‘privacy’: CDPA s. 85. The right covers issuing of copies of the work
to the public, its exhibition in public, and its communication to the public.

79 R. Griggs Group v. Raben Footwear (2 Dec. 2003) [2003] EWHC 2914. This decision is remarkable in two
respects. First, because the implied assignment is in favour of a third party, Griggs, rather than the design
company, Jordan. The more orthodox (if artificial) view would be that there are two implied agreements: one
between Jordan and Evans, and another between Griggs and Jordan. The distinction would have been
important if, for example, Jordan had decided the logo supplied by Evans was unsuitable. Second, the
agreement to assign is implied in this case even though Evans did not know of the use intended by Griggs,
Evans thinking the use was for point-of-sale only. The judge seems to have ignored this on the ground that
Evans was ‘indifferent’ to the use, and had he known he would have accepted the more extensive use without
charging a different fee.

80 para. 57. 81 Massine v. De Basil [1936—45] MacG CC 223.
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produced;* a person upgraded a previous version of a computer program;*® and a person
arranged for the making of a sound recording.® These decisions amount to judicial
variations of a clear legislative scheme. Clearly, the judges are looking at transactions after
the event, and are motivated by gut feelings of justice to prevent opportunistic behaviour
by creators. However, the impact of the decisions is to undermine a clear scheme which is
designed both to achieve certainty in transactions and to protect authors. It does so by
requiring parties to allocate ownership through written assignments and in so doing
requires those acquiring rights to specify what they want, thus giving authors an
opportunity to reflect upon whether they wish to transfer all those rights. Under that
scheme, the penalty for those commissioners who fail to organize their legal rights
properly, is that they risk having to bargain for them later. The courts, by repeatedly
responding to their sense that rights should follow money, remove this ‘penalty’ and, with
it, undermine the goals that the statutory scheme aims to achieve. The better view is that
these cases should be confined to their specific facts.®

3.6 BREACH OF CONFIDENCE

It also seems that copyright in works that are created in breach of a fiduciary duty or in
breach of confidence will be held on constructive trust for the person to whom the duty
was owed.® The same may be true of works made ‘in circumstances involving the invasion
of legal or equitable rights of the [claimant] or breach of the obligation of the maker to the
[claimant]’.%”

4 HARMONIZATION

Questions of authorship, and the position of employed authors, are matters on which
there has been little harmonization. As we have already noted, the issue was tackled, but
only partially, in relation to films, by stating that the director is to be regarded a one of the
authors of a cinematographic work. The only other harmonization has been in respect of
the position of authors who create computer programs while employed: the Computer
Programs Directive requires that the employer exclusively shall be entitled to exercise all
economic rights in programs so created. Although differences in the rules operated by

82 Auvi Trade Mark [1995] FSR 288; R. Griggs Group v. Raben Footwear (2 Dec. 2003) [2003] EWHC 2914.

83 Flanders v. Richardson [1993] FSR 497, 516-19, Ferris ] held that where a computer program was
improved in circumstances where there was an acceptance or understanding that the plaintiff owned all the
rights in the program, the court would hold P to be the copyright owner. (Ferris J relied on Massine v. De Basil
[1936-45] MacG CC 223.)

84 A & M Records v. Video Collection [1995] EMLR 25.

85 e.g. Saphena Computing v. Allied Collection Agencies [1995] FSR 616, distinguishing Warner v. Gestetner
[1988] EIPR D-89.

86 AG v. Guardian (No. 2) [1990] AC 109, 263, 276. In so far as the constructive trust analysis is adopted
there is no obvious reason why the analysis should be restricted to cases of breach of duties owed to the
Crown. See Ultraframe UK v. Clayton (No. 2) [2003] EWCA Civ 1805 (director held unregistered design rights
on trust for company). See below at pp. 1049-51.

87 Australian Broadcasting Corp v. Lenah Game Meats Pty. Ltd (2001) 208 CLR 199 per Gummow and
Hayne JJ at paras. 101-2 and per Callinan J at para. 309.
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member states may lead to different conclusions as to who is an author or owner of a
particular copyright work, it seems unlikely that the Commission will attempt harmoniza-
tion in the near future. This is because these rules raise thorny political issues which go
well-beyond the field of copyright, in particular touching on national traditions as regards
labour relations.
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NATURE OF THE RIGHTS

1 INTRODUCTION

This chapter is concerned with the rights that the law confers on the copyright owner. The
scope of these rights is important insofar as it determines the types of activities which,
unless done with the copyright owner’s consent, amount to an infringement of the
owner’s copyright.

One of the most consistent themes in the history of copyright law is that the types of
activities that have fallen within the copyright owner’s control have steadily expanded. For
example, the 1710 Statute of Anne conferred on authors and proprietors of books the
limited right to ‘print and reprint’ those books. In the early nineteenth century, the
copyright owner’s monopoly as regards musical and dramatic works was extended to
cover not only the reprinting of the work, but also the public representation of the work.
In 1911, the reproduction right was expanded from the right to print and reprint to the
right to ‘copy’, which included copying in different dimensions. The same reforms con-
ferred the right to ‘adapt’ a work, that is, a right to prevent translation and conversion into
dramatic forms of literary works and arrangements of musical works. With the advent of
broadcasting, the copyright owner’s right was interpreted as covering broadcasting, and in
1956 a specific broadcasting right was added to the copyright owner’s rights. Since then,
further rights to distribute, rent, and lend copies have also been added, and the ‘broadcast-
ing right’ has been transformed into a right to communicate a work to the public.! While
the copyright owner is able to control the use that can be made of the work in many
circumstances, there are still some that do not fall within the owner’s control. If we
take the case of the rights in a book, for example, the copyright owner is not able, at least
yet, to control reading, browsing, or resale of the book.

For the most part, the rights have developed in a piecemeal way in response to external
pressures: notably to technological change. As well as producing a complicated and
illogical system of rights, the cumulative and reactionary way in which the rights have
developed has also led to a degree of overlap between the rights.> While the expansion of
the rights granted to the copyright owner has continued with the implementation of the
Information Society Directive,® there have been growing signs that members of the judi-
ciary are becoming suspicious about the over-expansion of copyright and the dangers that

1 As from Oct. 31, 2003 as a result of Copyright and Related Rights Regulations 2003 SI 2003/2498
implementation of Info. Soc. Dir., Art. 3.

2 e.g. between the right of reproduction and the right of adaptation.

3 Copyright and Related Rights Regulations 2003 SI 2003/2498.
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this poses for users and consumers of copyright.* What effect this will have upon copy-
right infringement is yet to be seen, though it may mean that the tendency to interpret the
rights in favour of copyright owners may decline.

The primary rights that are currently granted to copyright owners are set out in sections
16-21 of the 1988 Act. Anyone who carries out any of these activities, or authorizes
someone else to carry out these activities is liable for primary infringement. This will not
be the case, however, if the defendant has the permission of the copyright owner or can
show that the activity falls within one of the defences available to them. While the nature
of the rights which are granted varies according to the type of work in question, these
include the exclusive right to:

(1) copy the work (reproduction right);

(2) issue copies of the work to the public (distribution right);

(3) rent or lend the work to the public (rental or lending right);

(4) perform, show, or play the work in public (public performance right);
(5) communicate the work to the public;

(6) make an adaptation of the work, or do any of the above acts in relation to an
adaptation (right of adaptation);

(7) authorize others to carry out any of these activities.

It should be noted that the particular rights that are granted to copyright owners vary
depending on the type of work which is protected.® In particular, while the right of
reproduction and the right to issue copies of the work to the public exist in relation to all
types of works, the other rights only apply to certain types of subject matter. For example,
the performing right applies to all works except artistic works and typographical arrange-
ments; the right to communicate the work to the public applies to all works except
typographical arrangements; and the right to make an adaptation of a work only applies to
literary, dramatic, or musical works. Care must be taken to check which rights a copyright
owner is given by the 1988 Act.

One of the key features of the restricted activities found in sections 16-21 is that they
are based on a notion of strict liability. This means that the state of mind of the defendant
is not relevant when determining whether an infringement has taken place. As such, it
does not matter if a defendant knew that the work was protected by copyright or that the
claimant owned the work. Nor does it matter that the defendant incorrectly believed that
they had permission to copy the work. All that matters, at least in relation to primary
infringement, is that the defendant copied the claimant’s work. It should be noted that

4 H. Laddie, ‘Copyright: Over-Strength, Over-Regulated, Over-Rated?” [1996] 5 EIPR 253; A. Mason,
‘Developments in the Law of Copyright and Public Access to Information’ [1997] EIPR 636.

5 On previous tendencies to interpret rights broadly in favour of authors see, e.g. Gambart v. Ball (1863) 14
CB (NS) 306; Harms v. Martans [1927] 1 Ch 526, 534; Messager v. BBC [1927] 2 KB 543, 548-9.

6 The rights are, as we will see, ultimately divisible according to convenience. Thus terms such as ‘mechan-
ical rights’ and ‘synchronization rights’ have no place in CDPA s. 16. The mechanical copyright refers to a
musical copyright owner’s right to make a sound recording and is simply an example of the reproduction
right. The synchronization right refers to the right to incorporate a record into a film soundtrack.
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Table 6.1 Rights

Works Tocopy Toissue Torentor Toperform To To make an
the work copies of lend the or show the communicate adaptation
(s.17) the work work work in the work (s.21)
to the (s. 18A) public (s. 19) to the public
public (s.20)
(s.18)
Literary, X X X X X X
dramatic, and
musical
Artistic X X X (butnot NO X NO
building/
applied art)
Film X X X X X NO
Sound X X X X X NO
recordings
Broadcasts X X NO X X NO
Typographical X X NO NO NO NO

while the defendant’s innocence is not a relevant factor in determining whether they have
infringed copyright, it may be relevant when damages are being determined.’

In addition to the primary rights set out in sections 16-21, the 1988 Act also provides
copyright owners with the ability to protect against secondary infringements (sections 22—
6). A defendant may be liable for secondary infringement if, in the commercial exploit-
ation of copies or articles specifically adapted to make copies, the defendant knew or had
reason to believe that the copies were or would be infringements when made.® We deal
with secondary infringement in Chapter 8.°

2 THE RIGHT TO COPY THE WORK: THE RIGHT
OF REPRODUCTION

The first and most well-known right given to copyright owners is the right to copy the
work (section 17).!% The right to copy the work is the oldest of the rights granted to
owners of copyright. While the right applies to all works, the scope of the right varies
depending on the type of subject matter in question. Having said that, one factor that is
common to all works is that infringement takes place whether the copy is permanent,
transient, temporary, or incidental to some other use of the work.!! This means a person

7 CDPA s. 97(1). See below at pp. 1101-2.

8 CDPA ss. 224, 27. See Laddie et al., ch. 10. 9 See below at pp. 185-9.

10 1t is called the ‘crown right’ by Reinbothe and von Lewinski, The WIPO Copyright Treaties 1996 (2002)
312. For an argument that it should be jettisoned, in favour of a general right to control commercial
exploitation, see J. Litman, Digital Copyright (2001), 180 ff.

11 CDPA s. 17(6). See Information Society Directive, Arts. 2 and 5 (certain temporary acts are to be
deemed to be non-infringing).
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will infringe (absent a defence) when they reproduce a copyright work on a computer
screen, or store it in computer memory, as much as when they copy the work from disk to
disk. Activities associated with the Internet, such as ‘framing’ (taking material from one
site and placing it on another, though re-framed with the latter’s get-up) will be straight-
forward cases of copying. So will unauthorized acts of up-loading on to sites, or down-
loading from peer-to-peer systems like Napster. The problems posed by the Internet for
copyright holders are, in essence, ones of detection and enforcement rather than absence
of liability.

2.1 LITERARY, DRAMATIC, MUSICAL, AND ARTISTIC WORKS

When the 1710 Statute of Anne first granted copyright to books, the right was limited to
the right to print and reprint copies of those books. Within a relatively short period of
time, it became clear that if the rights of the copyright owner were limited to situations
where the work was copied identically, it would undermine the value of the property. It
would, for example, fail to protect an owner against someone making minor changes to
the work (thus rendering the ‘copied’ work non-identical). In order to protect against such
uses, the scope of copyright protection was expanded to include non-identical or ‘colour-
able’ copying. Even so, the emergence of new practices of replication, use, and distribution
of works (which were often but not always linked to new technologies) has repeatedly
given rise to doubts about what amounts to a reproduction. Some of these doubts were
resolved in a straightforward manner. For example, photographic reproduction was read-
ily treated as equivalent to reprinting.'> On other occasions, however, it has been more
difficult to accommodate the new uses within the existing conceptions of reproduction.
For example, at the turn of the century it was held that a phonographic record was not a
copy of sheet music for the purposes of the Literary Property Act 1842."% Similarly, the
courts have held that the making of tableaux vivants (which is the practice of performers
dressing up as characters from paintings so as to produce a ‘live version’ of the painting),
did not amount to an infringement of the copyright in the painting.'*

The 1988 Act attempts to minimize these kind of difficulties by using a technologically
neutral concept of reproduction. This is reflected in the fact that in relation to literary,
dramatic, musical, and artistic works, copying means ‘reproducing the work in any
material form’." This means that as well as protecting owners against identical copying of
the work (such as where a book is reprinted), a defendant may still infringe where they
make a non-identical copy of a literary, dramatic, musical, or artistic work. In these
instances the question arises: how different from the ‘original’ work can a copy be and still
infringe?

The 1988 Act provides some guidance in this matter. It states, for example, that repro-
duction includes storing the work in any medium by electronic means. This means that
the storing of a work on a computer amounts to a reproduction in material form. In
relation to artistic works, the 1988 Act indicates that a person will reproduce a work if

12-¢.g. Gambart v. Ball (1863) 14 CB (NS) 306; Boosey v. Whight [1900] 1 Ch 122, 123.

13 Newmark v. The National Phonograph Company Ltd (1907) 23 TLR 439.

14 Hanfstaengl v. Empire Palace [1894] 2 Ch 1; but after 1911 see Bradbury Agnew v. Day (1916) 32 TLR
349.

15 CDPA s. 17(2).
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there is a change of dimensions. This means that a photograph of a sculpture, and the
making of a car exhaust pipe from a design drawing will be reproductions.!®

Beyond the specific examples listed in the 1988 Act, the question of how different a
copied work can be from the ‘original’ work and still infringe is a question decided by the
courts on the particular facts of the case. It is clear that a photocopy of a book,!” an
engraving of a painting, a painting of a photograph, and a sound recording of a song are
(potentially) reproductions.'® Beyond this, it is impossible to predict in advance the exact
point at which the translation of a work from one format into another will be treated as a
‘reproduction’. It seems highly likely that the conversion of a work into digital form—
from symbols perceptible and understandable to the senses into series of ones and
noughts—will be treated as a reproduction.’’

While copyright owners are protected against change of form in a wide variety of
situations, nonetheless there are limits to the scope of the protection. In particular, the
courts have stated that in order to infringe, the derived form must be ‘objectively similar’
to the copyright work.”® The requirement of objective similarity means that to infringe,
the relevant part of the defendant’s work must be a copy or representation of the whole
or part of the original work.?! The question of whether the defendant’s work is
objectively similar to the copyright work has arisen in two situations: both concerned with
infringement of literary works.

The first is where the copyright work consists of instructions of how to make or do
something. While literary copyright in the instructions will be infringed if the instructions
are photocopied or are repeated in different words,?* the copyright will not be infringed
where someone follows the instructions. Thus a person will not infringe the literary
copyright in a recipe if they follow the instructions and bake a cake to the recipe.” This is
because what is protected is the literary effort in creating the recipe as a work of informa-
tion and not the cake per se. Similarly, a person who knits clothes according to a knitting
guide does not infringe copyright in the guide.**

The need for objective similarity is also important where the copyright work describes
something. As with instructional works, the key issue here is when is a description

16 CDPA s. 17(3).

17" Norowzian v. Arks [1998] FSR 394, 398 (‘copying of a book is not restricted to simply photocopying the
pages from the book but extends to writing the work, retyping it any form whatsoever, dictating it into a tape
machine or any other means of reproducing the work in a material form’).

18 Bauman v. Fussell [1978] RPC 485. However, it has been held that where someone follows the instruc-
tions on a knitting pattern so as to make up a jumper was not a reproduction. This was because the pattern
and jumper were not objectively similar.

19" Autospin (Oil Seals) v. Beehive Spinning (A Firm) [1995] RPC 683, 698. (If a literary work precisely
defines the shape of an article, copyright may be infringed by making the article or copying it.)

20 Francis Day Hunter v. Bron [1963] Ch 587, 623.

21 Brigid Foley v. Ellot [1982] RPC 433 (Megarry VC).

22 Elanco v. Mandops [1980] RPC 213. See also M. S. Associates v. Power [1988] FSR 242 (interlocutory
proceeding for alleged infringement of computer program).

23 Davis (]. & S.) Holdings v. Wright Health Group [1988] RPC 403, 414. Autospin (Oil Seals) v. Bechive
Spinning [1995] RPC 683, 698.

24 Brigid Foley v. Ellott [1982] RPC 433 (‘there is no reproduction of the words and numerals in the
knitting guides in the knitted garments produced by following the instructions’). Autospin (Oil Seals) v.
Beehive Spinning [1995] RPC 683, 701. (No infringement of the claimant’s charts for calculating the
dimension of oil seals to make such oil seals.)
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replicated? While copyright in the literary work will be infringed if the work is photo-
copied, the position is less clear where someone makes or uses the object that has been
described in a two-dimensional format. The problem has become acute with develop-
ments in computer-aided design (CAD) which means that it is now ‘possible to define any
shape in words and letters. Therefore a design in a drawing can be defined equally accur-
ately in non-graphic notation. In fact many three-dimensional articles are now designed
on computers. A literary work consisting of computer code therefore represents the
three-dimensional article’.?®

The question of the protection available to a descriptive literary work was considered by
Pumfrey ] in Sandman v. Panasonic.*® This was a copyright infringement action brought in
respect of two circuit diagrams that were included in an article published in the journal
Wireless World. The claimant argued that the copyright that existed in the two-
dimensional literary work was infringed when it was made into a three-dimensional
circuit diagram and incorporated into amplifiers, CD players, radio tuners, and cassette
decks.

Pumfrey J began by noting that the chief problem confronting the claimant was Lord
Oliver’s comment in Interlego that protection for change of form from 2D to 3D was
limited to artistic works. On the strength of this Pumfrey J said that there may appear to be
‘no way out of this difficulty, if one accepts that a literary-work is two-dimensional’.
Pumfrey ] went on to say, however, that ‘T suspect that the proper answer is that the circuit
itself is a reproduction because it still contains all the literary content of the literary work,
albeit in a form which would require analysis for it to be extracted’.?” That is, Pumfrey J
accepted that in certain circumstances a two-dimensional literary work that described
something could be reproduced in a three-dimensional form.

Two points are pertinent here. The first is that it is necessary to distinguish between
factual and non-factual descriptions. The reason for this is that it is much more likely that
a (factual) description written by an engineer would be protected than a description
written by a novelist or a poet. It is unlikely that the copyright in a novel that describes a
particular scene will ever be infringed when someone draws it.?® The second is that it
seems that a literary work that describes something will only provide protection against a
‘reproduction’ of the work where the description is very detailed. Thus, someone may
infringe where they make a three-dimensional article from a data file in a computer (a
literary work) which precisely defines the shape of the article.”” By limiting protection to
situations where the object is precisely defined, this means that the problem of inhibiting
creation in the same area is avoided.

2.2 SOUND RECORDINGS AND FILMS

The definition of ‘reproduction’ used in relation to films and sound recordings is nar-
rower than in relation to literary, dramatic, musical, and artistic works. As we saw earlier,
entrepreneurial works (which are seen more as the products of investment rather than

25 Autospin (Oil Seals) v. Beehive Spinning [1995] RPC 683, 698.
26 [1998] FSR 651. 27 Sandman v. Panasonic UK [1998] FSR 651.
28 Laddie et al., para. 7-38. 29 Autospin (Oil Seals) v. Beehive Spinning [1995] RPC 683, 701.
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creativity) are given a ‘thinner’ protection than is given to authorial works.”® This is
reflected in the fact that the scope of the reproduction right is inextricably linked to the
way the particular work is defined.?! In relation to sound recordings, the subject matter is
defined as the ‘recording of sounds from which the sounds may be reproduced’.*? Con-
sequently, what is protected in relation to sound recordings is not the content per se—the
song, storyline, plot, or language—or the music or lyrics (which are protected, if at all, as
authorial works). Instead, copyright protects the recording of these sounds.* Similarly,
because a film is defined as a recording on a medium from which a moving image may be
produced, the courts have held that film copyright protects the recording of the image
(rather than the image itself).**

One of the consequences of reproduction being defined very narrowly is that copyright
in a sound recording of a speech is not infringed where a person transcribes the speech.
Similarly, copyright in a film is not infringed when somebody writes a description of the
film, or stages a play replicating events in the film. Moreover, there is no reproduction
where a person re-records contents of a similar nature or style to those embodied on the
claimant’s (film or sound) recording.” Likewise, the reshooting of a film sequence (in
which not a single frame of the copyright film had been included) was held not to be a
copy for the purpose of the 1988 Act.*® This is the case even if the second film closely
resembles and imitates the claimant’s copyright film, or reproduces the essential features
of that film.*” Similarly, copyright in a sound recording is not infringed where a person
remakes (or ‘covers’) the same song or records the same song performed in a similar style
(ak.a. ‘sound-alikes’).>® However, it should be noted that while an entrepreneurial copy-
right will not be infringed where a new recording of identical or similar sounds or images
is made, this might infringe copyright in an underlying work such as the music, lyrics, or
screenplay,® or violate some other intellectual property right.*’

Having observed that the reproduction right in relation to films and sound recording is
confined to the reproduction of the recording, it should be noted that the recording will be
treated as having being reproduced even though the recording medium has changed (as
long as the particular sounds or images embodied on the claimant’s recording are repli-
cated). For example, a reproduction occurs where a person makes a tape recording of a
CD, records a film on a digital camcorder, or uploads or downloads a sound recording
from the Internet. Even though the Act does not specify that copying of a film or sound
recording includes storing it by electronic means, the better view is that it does.*!

30 It is important to remember that the narrow protection given to entrepreneurial works is balanced by
the fact that protection arises irrespective of whether or not the work is original.

31 This is not the case with photographs, where the copyright extends to the content or arrangement, not
just the ‘recording’: Creation Records v. News Group Newspapers [1997] EMLR 444, 450.

32 CDPA s. 5A(1)(a).

33 In the case of broadcasts the definitions refer to the transmission or sending of visual images, sounds or
other information; CDPA ss. 6(1).

3 CDPA s. 5B(1). 35 Norowzian v. Arks (No. 1) [1998] FSR 394.

36 Ibid., 400. 37 Ibid., 398.

38 Tbid., 394; CBS Records v. Telemark (1988) 79 ALR 604; CBS Records (1987) 9 IPR 440.

39 Norowzian v. Arks (No. 1) [1998] FSR 394.

40 e.g. by passing the recording off as the recording of the claimant. Cf. Sim v. Heinz [1959] 1 WLR 313;
[1959] RPC 75 (CA).

41 Copinger, paras. 7-95 and 98.
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2.3 BROADCASTS

The 1988 Act provides little guidance as to what it means to copy a broadcast. However, it
is clear that the making of an audiotape of a radio broadcast or a videotape of any image
forming part of a television broadcast would amount to a reproduction of the broadcast
(as well as the contents of the broadcast, be they sound recordings, films, or other works).
In contrast with some jurisdictions, UK law does not differentiate between the first fix-
ation and other reproductions of broadcasts.*> Following the logic of entrepreneurial
copyright it seems that the reproduction of a broadcast only protects the information,
sound, and images sent through particular signals. Thus, a person would not infringe if
they summarized a broadcast, or described its contents. Similarly, the right to copy the
broadcast would not be infringed if someone broadcast exactly the same sound recordings
in the same order as was used by another broadcaster.

2.4 TYPOGRAPHICAL ARRANGEMENTS

The scope of the reproduction right in relation to typographical arrangements is very
narrow. This is because copying of a typographical arrangement means making a facsimile
copy of the arrangement.* Although ‘facsimile’ is defined to include enlargements and
reductions,* it seems to be confined to reproduction by way of reprography, photocopies,
digital scanning, faxing, and little more. Retyping a work in a different font is a sure way of
avoiding infringement of copyright in the typographical arrangement.

3 ISSUING COPIES OF THE WORK TO THE PUBLIC:
THE DISTRIBUTION RIGHT

The owner of copyright in all categories of work is given the right to issue copies of the
work to the public (section 18). This is commonly known as the ‘distribution right’.*®

Section 18 explains that issuing copies of a work to the public means:*

(a) the act of putting into circulation in the EEA copies not previously put into circula-
tion in the EEA by or with the consent of the copyright owner; or

(b) the act of putting into circulation outside the EEA copies not previously put into
circulation in the EEA or elsewhere.

The distribution right is given in respect of the issuing of each and every copy (including
the original).*” As such it needs to be distinguished from a right to make the works
available to the public for the first time (that is a ‘publication’ or ‘divulgation’ right of the
kind previously recognized in UK law). Essentially the distribution right is a right to put
tangible copies (which have not previously been put into circulation) into commercial

42 Cf. Rental Rights Dir., Art. 6 (fixation), Art. 7 (reproduction of fixations).

43 CDPAs. 17(5). 44 CDPA s. 178.

45> The 1988 Act has been amended twice in this regard to implement the Software Dir., Art. 4(c) and the
Rental Rights Dir., Art. 9. No amendments were thought necessary to implement Database Dir., Art. 5(c) or
Info. Soc. Dir., Art. 4 (which, in turn, implements WIPO Copyright Treaty, Art. 6).

46 CDPA s. 18(1). 47 CDPA s. 18(4).
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circulation.*® Once copies are in circulation (at least where the first circulation was con-
sensual), the right no longer operates. As the right of distribution does not include ‘any
subsequent distribution’,* copyright owners cannot control resale.*

It is important to note that the distribution right incorporates certain geographical
distinctions. In particular, the distribution right was drafted to recognize the principle of
Community-wide exhaustion. That is, once tangible copies have been placed on the mar-
ket in the EEA, a copyright owner cannot utilize national rights to prevent further circula-
tion within the EEA.>! The corollary of Community-wide exhaustion was that there was
no ‘international exhaustion’. This means that the distribution right can be used to
prevent importation of copies of the work into the EEA. Community exhaustion is main-
tained because the act of issuing is deemed not to include ‘any subsequent distribution,
sale, hiring or loan of copies previously put into circulation . . . or any subsequent import-
ation of such copies into the UK or another EEA State’.> Consequently, if a copy is put on
the market in the Netherlands and then imported into and sold in the United Kingdom,
the importation and sale in the United Kingdom does not infringe the issuing right. This
might even be the case if the copy placed on the market in the Netherlands is an infringing
copy. (However, in these circumstances the importation may constitute a secondary
infringement.) In contrast, since there is no international exhaustion, the issuing right
may be invoked to prevent the parallel importation into the United Kingdom of copies
marketed outside the EEA by or with the consent of the relevant copyright owner.>

There are number of aspects of the scope and nature of the distribution right that are
uncertain. It is unclear when in the chain of distribution a copy is issued to the public.**
On one view, a copy will be issued to the public (and thus require the copyright owner’s
authority) when it is first sold from a manufacturer to a wholesaler. Thereafter, further
sales will not require authorization. On another view, a copy will be issued to the public
when a copy reaches the hands of a member of the public. Under this approach, the
relevant act would occur when the retailer sold a copy of the work to a consumer. The
wording of section 18 is ambiguous and can support either interpretation, though EC
legislation which section 18 is supposed to implement suggests that distribution takes
place on first sale or other transfer of ownership.

Another point of uncertainty arises with regard to the subsequent circulation of legit-
imate copies put on the market in breach of the issuing right. This can be seen if we take a
situation where copies of a book are sold to a book club at reduced rates on the condition

48 The Rental Rights Dir., Art. 9(2) and the Software Dir., Art. 4(c) refer to exhaustion on ‘first sale’,
whereas CDPA s. 18 refers to ‘putting into circulation’. Info. Soc. Dir., Art. 4(2) refers to ‘first sale or other
transfer of ownership in the Community’. The question of whether CDPA s. 18 covers intangible copies is of
importance as regards uses on the Internet: see, e.g. Godfrey v. Demon Internet [1999] EMLR 542.

49 CDPA s. 18(3)(a).

50 This corresponds with the idea of exhaustion of rights. Note, however, proposals for a resale royalty
right: see Ch. 13.

51 Info. Soc. Dir., Art. 4(2). 52 CDPA s. 18(3).

53 Issuing implicitly includes such ‘importation’ as a result of the proviso to s. 18(3)(b), which having
excluded importation into the UK or another EEA state from the concept of issuing, provides that the
exclusion does not apply so far as the issuing concerned is issuing in the EEA of copies not previously put into
circulation in the EEA by or with the consent of the copyright owner. Such liability for parallel importation,
in contrast with importation as an act of secondary infringement, is not dependent on knowledge. This would
apply, a fortiori, if the copies being imported from outside the EEA were infringing.

>4 J. Phillips and L. Bently, ‘Copyright Issues: The Mysteries of Section 18’ [1999] EIPR 132.
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that they are only to be sold to members of the club. If in breach of the agreement, the
books are sold to a retailer, the question arises as to whether the copyright owner can
prevent sales by that retailer? The way this question is answered depends on when the
issuing was deemed to have occurred, if at all. If the books were put into circulation when
the books were sold to the book club, no remedy is available. However, if the issuing
occurred when the book club sold the books, the liability of the retailer depends upon
whether the issuing right also applies to sale to the public. This would be on the ground
that at that stage the books would not have been put into circulation in the EEA ‘by or
with the consent of the copyright owner’.

4 RENTAL AND LENDING RIGHTS

While subsequent distribution of copies of the work is not generally within the copyright
owner’s control, the owner of copyright does have the right to control the rental and
lending of the work. When the 1988 Act was first enacted, it provided a limited right to
control the rental of copies of sound recordings, films, and computer programs.> No such
right was given in relation to literary, dramatic, musical, or artistic works. However, as a
result of amendments implementing the Rental Rights Directive,”® copyright in literary,
dramatic, or musical works, as well as artistic works (other than works of architecture or
applied art)*” are granted an exclusive right to rent and lend copies of such works to the
public (section 18A). The rental right is not exhausted by the first sale of copies of the
work.?

Rental and lending both involve the making of the original or a copy of a work available
for use on terms that it will or may be returned.”® The distinction between rental and
lending is that the act of rental involves a commercial advantage, whereas lending does
not. More specifically, rental is defined as making the work available ‘for direct or indirect
economic or commercial advantage’. In contrast, lending occurs where there is no such
advantage.®® It has been suggested that rental not only includes rentals of the sort famil-
iarly operated by video rental stores, but also where videos were lent to hotel guests. It has
also been suggested that an organization will indirectly derive a ‘commercial advantage’
through sponsorship (for example with a commercially sponsored library such as
Wellcome Institute’s library) and hence be involved in rental, not lending.'

35 Prior to that there was no rental right: see CBS v. Ames [1981] RPC 407, 428.

56 See J. Reinbothe and S. von Lewinski, The EC Directive on Rental and Lending Rights and on Piracy
(1993).

57 Rental Dir., Art. 2(3). Apparently these were excluded because it was thought that the rental right would
then cover rental of housing, cars, etc.

58 Metronome Music v. Music Point Hokamp GmbH, Case C-200/96 [1998] ECR 1-1953; Foreningen Af
Danske Videogramdistributorer v. Laserdisken, Case C-61/97 [1999] 1 CMLR 1297.

59 CDPA ss. 18A(2), 18A(6), 182C(2) (performers). Contrast the terms of Rental Dir., Art. 1 ‘making
available for use, for a limited period of time’. Note that it only applies to material copies.

60 Recital 16 of the Software Dir. defined ‘rental’ as the making available of a computer program for use,
for a limited time, and for ‘profit-making purposes’. During formulation of the Rental Rights Dir. this
formula, along with others defining rental as making available ‘against payment’ were rejected.

61 See Reinbothe and von Lewinski (1993), 40; cf. J. Griffiths, ‘Copyright and Public Lending in the United
Kingdom’ [1997] EIPR 499.
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Lending means ‘making a copy of the work available for use, on terms that it will or may
be returned, otherwise than for direct or indirect economic or commercial advantage,
through an establishment which is accessible to the public’.*> The right does not cover
loans between private individuals. This is because lending is only prohibited when it is
made ‘through an establishment which is accessible to the public’. Lending does not
become a rental, at least as regards loans between establishments accessible to the public,
where payment does not go beyond what is necessary to cover the operating costs of the
establishment.®

The Rental Rights Directive and the 1988 Act both contain a number of limitations to
the rental and lending rights.%* Neither covers the making available of a copy for public
performance, playing or showing in public, or broadcast. As Recital 13 explains, where a
cinema owner rents a film from a film distributor that is to be shown to the public, this
falls outside the scope of the rental right.®® The exclusion also seems to cover a variety of
other commercial practices, such as the rental of jukeboxes and possibly also the rental of
sheet music.

In a similar vein, neither rental nor lending covers situations where a work is made
available for the purposes of exhibition in public. As a result, the owner of a painting does
not need to seek permission from the copyright owner before lending the work to an art
gallery for public display. Moreover, the rental and lending rights do not cover situations
where a work is made available for on-the-spot reference. It has been suggested that this
will exempt situations where magazines are made available in waiting rooms.*® Finally,
lending does not cover the making available of a work between establishments that are
accessible to the public. This means that ‘inter-library loans’ are permissible.*” Special
exemptions apply to the lending of works by educational establishments,*® and for the
lending of books by public libraries (if the book is eligible to fall within the Public Lending
Right Scheme).® In addition, copyright in any work is not infringed by the lending of
copies of the work by a ‘prescribed’ library or archive that is not conducted for profit.”

5 THE RIGHT TO PERFORM, SHOW, OR PLAY THE
WORK IN PUBLIC

The fourth right conferred on a copyright owner is the right to perform the work in public
(section 19). This right, which is usually known as the ‘performing right’, was first intro-
duced by statute to protect owners of copyright in dramatic works in 1833.”! This was
because as the primary way dramatic works are exploited is by way of performance, if the
protection given to dramatic works was limited to the reproduction right, this would have
been inadequate. In order to be consistent, the performing right was also extended to

62 CDPA s. 18A(2)(b). 63 CDPA s. 18A(5). Reflecting the Rental Rights Dir., Recital 14.

64 Tbid., Recital 13.

65 But this act was long ago held to amount to authorization of infringement: Falcon v. Famous Players
Film Co. [1926] 2 KB 474.

66 See Griffiths [1997] EIPR 499, 500. 67 CDPA s. 18A(4). 8 CDPA s. 36A.

69 CDPA s. 40A; Rental Rights Dir., Art. 5. This was the most hotly contested issue during the passage of
the Directive. See Ch. 13.

70 CDPA s. 40A(2). 71 See Russell v. Smith (1848) 12 QB 217, 236.
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musical works and literary works in general. Today, section 19(1) of the 1988 Act provides
that performance of a work in public is an act restricted by the copyright in a literary,
dramatic, or musical work; and section 19(3) states that the playing or showing of the
work in public is an act restricted by the copyright in a sound recording, film, or broad-
cast. There is no performing right for artistic works (and hence no right to authorize the
public exhibition of the work),”? or for typographical arrangements.

‘Performance’ is defined to include the delivery of lectures, addresses, speeches, and
sermons; as well as ‘any mode of visual or acoustic presentation of a work, such as by
means of a sound recording, film, or broadcast.” It has been held that a performance of a
musical work or sound recording takes place where it can be heard.”* Presumably, a
performance of a film takes place where it can be seen. Where the performance is live, it
should be fairly obvious who is responsible for the performance. Where more artificial
means of delivery are employed (for example where copyright-protected music embodied
in a sound recording is played by way of a radio in a restaurant), the person who infringes
is not the broadcaster,” or the person who supplied the radio apparatus. Rather it is the
person who operates the radio.” It seems that it is a publican, rather than a customer, who
operates a jukebox and is liable if the public performance is not authorized.

In order to infringe, the performance must be carried on ‘in public’. There are many
situations where it is clear that a performance is in public: a performance at the Brixton
Academy, the Royal Albert Hall, a West End theatre or cinema, or in a public house would
normally all be to the public. Beyond these examples, however, what is meant by ‘in public’
is less clear.”” Over time, three different conceptions of the ‘public’ have been used in the
case law.

In some cases the concept of the public is understood according to the character of the
audience.” In this context a distinction is drawn between a section of the general public
(which have no other unifying theme other than the desire to see the performance), and a
group of people who share a private or domestic link. For example, the residents of a
hospital or a nursing home are bound together by a link that distinguishes them from the
general public, namely, that they reside at a particular location. Consequently, in Duck v.
Bates,” the Court of Appeal held that copyright in the play Our Boys was not infringed
when an amateur dramatic club performed it at Guy’s Hospital for the entertainment of
the nurses. This was because it was held to be a domestic performance, not a performance

72 But see moral right of attribution. In Hanfstaegl v. Empire Palace [1894] 2 Ch 1 it was held that copyright
was not infringed by performing an artistic work in the form of a fableaux vivant. This may, however, be a
reproduction: Bradbury Agnew v. Day (1916) 32 TLR 349.

73 CDPAss. 19.

74 PRS v. Camelo [1936] 3 All ER 557 (the playing of a radio in the defendant’s lounge infringed the
performing right in the songs played on the radio because the radio could be heard in the neighbouring
restaurant).

75 CDPA s. 19(4). Cf. PRS v. Hammond’s Bradford Brewery Co. [1934] 1 Ch 121, 139.

76 PRS v. Hammond’s Bradford Brewery Co. [1934] 1 Ch 121 (CA) (a person performs a musical com-
position when they cause it to be heard); Messager v. BBC [1927] 2 KB 543, 548.

77" Jennings v. Stephens [1936] 1 Ch 469, 476, 481 (the words are probably incapable of precise definition);
Harms v. Martans [1927] 1 Ch 526, 530. M. E Makeen, Copyright in a Global Information Society: The Scope of
Copyright Protection under International, US, UK, and French Law (Kluwer, 2000), 148 (‘no problem in
contemporary copyright law appears to have been debated more extensively or intensely’).

78 Jennings v. Stephens [1936] 1 Ch 469, 476, 479; PRS v. Harlequin [1979] 2 All ER 828, 833.

79 (1884) 13 QBD 843.
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to which the public or any portion of the public was invited. Using a test of this sort, a
performance in a shop,® before members of a club,®! or in a hotel lounge®* would be a
performance to a ‘section of the general public’ (so long as anyone could enter the shop,
join the club, or enter the hotel lounge). However, using the same test, it is unlikely that a
performance at a dinner party,®’ or to students at a boarding school,* would be treated as
a performance to a ‘section of the general public’. In these cases, the audience is linked by
personal connection, residence, or employment.

Another test that has occasionally been employed to determine whether a performance
is in public effectively ignores the public or private nature of the performance and focuses,
instead, on whether the performance is motivated by financial considerations.® If the
performance is run for profit, it is likely to be ‘in public’. The rationale for this is that
otherwise the performer or organizer of the performance could be unjustly enriched by
the performance (at the expense of the person who owned copyright in the works that
were performed).% Thus, in Harms v. Martans the Court of Appeal held that performance
of the musical work ‘That Certain Feeling’ at the Embassy Club to an audience of 150
members and fifty guests was a performance in public. Lord Hanworth MR suggested that
the critical considerations were whether the defendants’ activities were for profit;*” who
was admitted; and where the performance took place. Since the members paid a substan-
tial subscription and an entrance fee, were the sorts of people who would pay to go to a
public theatre to hear a performance, and the club paid the orchestra to perform, the
performance was ‘in public’.

A third test has focused upon the copyright owner’s monopoly. Under this approach, a
performance is ‘in public® if it is made to or before ‘the copyright owner’s public’. This
test, which first emerged in the 1930s in the judgments of Lord Greene MR, later came to
be quite widely adopted. In Jennings v. Stephens®® the performance of a play The Rest Cure
by the members of a Woman’s Institute without charge and without guests was held to be
a performance in public. Greene L] said:

[T]he expression ‘in public’ must be considered in relation to the owner of the copyright. If
the audience considered in relation to the owner of the copyright may properly be described
as the owner’s ‘public’ or part of his ‘public’, then in performing the work before that
audience he would in my opinion be exercising the statutory right conferred upon him.*

This test has been used to hold that the playing of the BBC’s music broadcasts to 600
workers in a factory infringed the performing right. The factory owner claimed that the
audience was not a ‘section of the public’—a reasonable view given that the common
bond was work, not a desire to listen to music. However, Lord Greene MR held the

80 PRS v. Harlequin [1979] 2 All ER 828.

81 Harms v. Martans [1927] 1 Ch 526, 537 (emphasizing that there was an invitation to the general public
to become members of the club).

82 PRS v. Hawthorns Hotel (Bournemouth) [1933] Ch 855.

83 Jennings v. Stephens [1936] 1 Ch 469, 481. 84 Tbid., 483.

85 Harms v. Martans [1927] 1 Ch 526, 532-3.

86 Some statutory support for this approach can be found in the defence provided by CDPA s. 67 (as
amended) and 72 as regards the free public showing of a broadcast.

87 A factor treated as of minimal significance in Ernest Turner Electrical Instruments v. PRS [1943] 1 Ch
167, 173.

88 [1936] 1 Ch 469. 89 [1936] 1 Ch 469, 485.
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performances were ‘in public’, because to hold otherwise would have meant that the value
of the monopoly given by the statute would have been substantially ‘whittled down’.*°
This test seems difficult to justify, since it is surely the case that most copyright owners
would want to extend their monopoly as widely as possible and would therefore claim that
all performances were before their ‘public’.”!

While doubts uncertainties exist over the relationship between the three tests,’? it
should be clear that, historically, the notion of public is defined expansively, so as to favour
the copyright owner. For the moment, copyright owners and their collective representa-
tives seem content with the limits set by the courts. These make it clear that performances
in places which are open to the public (from hairdressers’ salons to hotel lounges) are
performances in public. The cases also make it clear that performances before substantial
numbers of people not connected by family or domestic ties, will be in public. The
consequences of the different approaches to defining the public now remain only to be felt
in marginal case (such as the case of playing music in the office of a small family firm, or at
a wedding reception).

With regard to the infringement of the performing right, it is important to bear in mind
that there are a number of related acts of secondary infringement. These are considered in

Chapter 8.

6 THE RIGHT TO COMMUNICATE THE WORK TO
THE PUBLIC

The exclusive right to communicate a work to the public arises with respect to literary,
dramatic, musical, and artistic works, sound recordings,” films, and broadcasts.”* The
right, which was recently introduced to implement the Information Society Directive,” is
distinguished from public performance or playing or showing in public (section 19) by the
fact that the public is not present at the place where the communication originates.” So,
converting sounds into electronic signals and broadcasting them so that they can be
received and heard on a radio is a communication to the public (rather than a public
performance). In contrast, operating the radio so the sounds can be heard in a public place
would be public performance (but not communication to the public).””

90 Ernest Turner Electrical Instruments v. PRS [1943] 1 Ch 167 (Lord Greene MR).

91 See PRS v. Harlequin Record Shops [1979] 2 All ER 828, 834.

92 Indeed, the courts have rarely acknowledged that the tests applied vary or are incompatible.

93 In the case of sound recordings, when exercised by a collecting society, the right consists only of an
entitlement to equitable remuneration: ss. 135A—H.

94 CDPA s. 20.

95 Copyright and Related Rights Regulations 2003 SI 2003/2498 implementing Info. Soc. Dir., Art. 3, itself
implementing WCT, Art. 8, WPPT Art. 14.

96 Info. Soc. Dir., Recital 23.

97 The distinction between broadcasting and public performance has not always been maintained. Soon
after the emergence of radio broadcasting in the 1920s, it was successfully argued that the BBC had infringed
the ‘performing right’ when it broadcast a private performance that was capable of being received on wireless
receivers: Messager v. BBC [1927] 2 KB 543, 548-9. Later, a specific ‘broadcasting right’ was conferred on
copyright owners by the 1956 Act. This was retained in s. 20 of the CDPA, as enacted, and has been included,
in amended form, in the new s. 20. Broadcasters are given immunity from liability for public performances
that result from the broadcasts by CDPA s. 19(4). The relationship between ‘communication in public’ and
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In its British implementation, the communication right is confined to ‘electronic com-
munication’, and is said to include ‘broadcasting’ and ‘making available’. While a broad-
casting right has been expressly conferred on copyright owners in the United Kingdom
since 1956, the ‘making available’ right has its roots in the WIPO Copyright Treaty of
1996. We consider each separately.

6.1 BROADCASTING

As we saw in Chapter 3, a ‘broadcast’ is defined as an electronic transmission of visual
images, sounds, or other information for simultaneous reception by the public or which is
made for presentation to the public, but excludes ‘Internet transmissions’.”® As we have
already observed, this covers digital, analogue, terrestrial, and satellite transmissions, but
not the placing of a work on a web site. The definition of broadcast covers the forms of
satellite broadcasting which may be directly received by individuals or may be received
by subscribers who obtain a decoder.” The relaying of a broadcast by reception and
immediate retransmission constitutes a separate act of broadcasting.!%

The person who makes a broadcast is either the person transmitting an item, such as a
programme, where that person has responsibility for its contents, or the person providing
the item for transmission who ‘makes with the person transmitting it the arrangements
necessary for its transmission”.!!

Because of the potential transnational nature of broadcasting, it has long been acknow-
ledged that it is important to ascertain where a particular broadcast takes place.!” A
person wishing to make a broadcast needs to obtain consents from copyright holders of
works included in the broadcast, but only as regards those copyrights that are operative in
the territory in which the broadcast occurs. However, when a signal is sent or uplinked to a
satellite (from place A) and is then beamed back to earth over a large reception area or
‘footprint’ (places A, B, and C), there are at least two possible territories where the act of
broadcasting might be thought to take place. On the one hand, it could be said that the
broadcast occurs from the place where the signal was sent (the emission or introduction
theory). Alternatively, it might be thought that the broadcast occurs in the places where it
is received (the reception or communication theory). In the face of conflicting national
decisions on this issue, it became clear in the late 1980s that it was necessary to harmonize
the law in this area. Two contrary concerns dominated the decision as to the choice of the
place of broadcast. On the one hand, the simplest answer and the one that facilitated

‘communication to the public’ is explored in comparative, historical context by M. F. Makeen, Copyright in a
Global Information Society: The Scope of Copyright Protection under International, US, UK, and French Law
(2000).

98 CDPA s.6(1). The definition of broadcast is the same for infringement as that used to define broadcasts
as works capable of being protected by copyright.

99 That is, any encrypted broadcast, whether terrestrial or by satellite relay, is ‘lawfully’ received if decoding
equipment has been made available through the person transmitting it in encrypted form: CDPA s. 6(2).

100 CDPA s. 6(5)(a). However, special rules apply to retransmissions of broadcasts from another EEA
member state: CDPA s. 144A. These provide that, aside from rights of broadcasting organizations with regard
to their own transmissions, only collecting societies may exercise rights to authorize cable retransmissions of
broadcast works. Where such arrangements have not been made, the licensing body is treated as mandated to
exercise the right.

101 CDPA s. 6(3). 102 See Makeen, Copyright in a Global Information Society (2000) ch. 4.
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satellite broadcasting was that the country of broadcast was the country of uplink. How-
ever, it was feared that this would lead to satellite uplink facilities migrating to countries
where copyright protection was weak, and that copyright owners would thus be best
protected if consent was required in all countries where the signal could be received. In the
end a compromise was reached. The country of introduction is treated as the relevant
place only where the standard of copyright protection is satisfactory. Accordingly, section
6 of the 1988 Act defines the place of wireless broadcasting as the place where the
broadcaster introduces programme-carrying signals into an uninterrupted chain of
communication, including any satellite relay.'®?

6.2 THE RIGHT TO MAKE THE WORK AVAILABLE

The second element of the communication right is the exclusive right to make the work
‘available to the public . . . by electronic transmission in such a way that members of the
public may access it from a place and at a time individually chosen by them’. In contrast to
the broadcasting right, which is premised on the idea of simultaneous reception, ‘making
available’ encompasses individual communications to persons who are members of ‘the
public’. A Recital to the Information Society Directive explains that the right will cover
interactive on-demand transmissions,'* such as ‘video-on-demand’ services and so-called
‘celestial jokeboxes’. But the new right should also be assumed to cover most Internet
transmissions (other than broadcasts) where a person places a work on a web site because
members of the public can access the work ‘from a place’ (their terminal, whether it be in
their office, home, or on their mobile telephone) and ‘at a time’ chosen by them.!%

Presumably, case law on the meaning of ‘public’ in section 19 will be of persuasive value
in defining ‘members of the public’ for section 20 (at least until the ECJ decides it is ready
to elaborate a Community concept of the public). There may be an infringing act if access
to a site requires some formality, such as registration, as those who register may be thought
analogous to residents at a hotel or diners in a restaurant. Equally, there may be an
infringement by placing a work on a private intranet, such as a closed university site: as
already noted, the existence of a common employment relation has not been thought
enough, under British case law, to render a grouping domestic in character.

Although the infringing act is the making available (rather than the accessing of the
work), neither the Directive nor the British implementation explains where the act takes
place. One candidate is the place where the individual up-loads the work on to a web site; a
second, the location of the server; a third, the place or places from which it can be
accessed; a fourth, the territory where the public at which the work is targeted are located.
This difficult issue will need to be resolved.

A further issue that will need to be confronted before long is which ancillary acts

103 CDPA s. 6(4). These provisions reflect amendments in the Rental Regs., to give effect to the Cable and
Satellite Directive, chs. I and II. CDPA s. 6 is subject to the safeguard rules in CDPA s. 6A, which operates in
cases of transmissions from places outside the EEA. The addition of the word ‘wireless’ was added by the 2003
Info. Soc. Regs., SI 2003/2498 reg. 4(c).

104 nfo. Soc. Dir., Recital 25.

105 On which see J. Reinbothe and S. von Lewinski, The WIPO Treaties 1996 (London: Butterworths, 2002)
pp. 108-11. See also Irish Copyright and Related Rights Act 2000, s. 40(1)(a) (defining making available
explicitly to include the making available of copies of works ‘through the Internet’).
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constitute distinct infringing communications: in particular, is hyper-linking to a work
itself a ‘making available’? Although it might be arguable that hyper-linking makes a work
available to a new public (as, for example, where a link is made from an intranet onto the
worldwide web), and thus might be seen as an act which the copyright owner should be
empowered to control,'” the better view is that the ‘making available right’ is not an
appropriate mechanism by which to protect a content-holder’s interest in controlling
access to different audiences (or its different publics). Most hyper-linking simply makes it
easier to locate (and, if desired, access) works which are already available to the public, and
it would be unduly constraining to require all links to be authorized.'”” In those relatively
rare situations where a link enables broader access to a site than was originally authorized
by a content-owner, the rules dealing with circumvention of access controls should
provide ample protection.

7 THE RIGHT TO MAKE AN ADAPTATION OF
THE WORK

The copyright owner of literary, dramatic, or musical work is given the exclusive right to
make an adaptation of the work.!® The owner of copyright in artistic works, sound
recordings, and films is not given an adaptation right. The adaptation right is restrictively
defined and is not to be confused with a general right to control all derivative works, such
as that recognized by copyright law in the USA.'” The adaptation right includes the right
to do any of the other restricted acts in relation to an adaptation, including the right to
make an ‘adaptation of an adaptation’.!’? Consequently it is not only a restricted act to
make an adaptation, but also to reproduce an adaptation in any material form, issue copies
of it to the public, perform it in public, or broadcast it. As it is not possible to draw a clear
line between an adaptation and a reproduction, in many cases the same act might be both

a reproduction and an adaptation.!!!

7.1 MEANING OF ADAPTATION

Adaptation is defined differently for literary works, dramatic works, computer programs,
databases, and musical works. We must deal with each in turn. In relation to literary or
dramatic works, adaptation means a translation (such as a translation into French), or a

dramatization of a non-dramatic work (such as where a novel is turned into a screenplay

or ballet or, after Norowzian v. Arks,''? a film). The adaptation right in a literary or

dramatic work will also be infringed where the story or action is conveyed wholly or

106 In Shetland Times v. Willis [1997] ESR 604 case it was found to be arguable that a newspaper web site
which was linked to another web site, had thereby included items (the headline of the article) in a cable-
programme service. The basis for the decision has been swept away by the 2003 amendments.

107 Litman, Digital Copyright p. 183 (‘the public has always had, and should have, a right to cite’);
A. Strowel and N. Ide, ‘Liability with Regard to Hyperlinks’ (2001) 24 Col-VLA J L & the Arts 403, 425.

108 Tmplementing, for the most part, Berne, Arts. 8 and 11(2) (translation); Art. 12 (adaptations, arrange-
ments, and other alterations); Art. 11 ter(2) (communication of translation).

109 And in this respect seems narrower than Berne, Art. 12.

110 CDPA 5. 21(2). 111 CDPA s. 21(6). 112 [2000] FSR 363.
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mainly be means of pictures (such as a comic strip). As regards dramatic works, adapta-
tion means a version of a dramatic work that is converted into a non-dramatic work (such
as the conversion of a film into a novel). In relation to musical works, an adaptation is
defined as an arrangement or transcription of the work.'®

Although an adaptation is only made when it is recorded in writing or otherwise, the
public performance or broadcasting of an adaptation will infringe even if at that stage the
adaptation has not been recorded in writing or otherwise. Consequently, an amateur
dramatic group whose public performance is based on a novel, will almost certainly
infringe the adaptation right. This is because in so doing the group will have adapted the
novel by converting it into a dramatic work. Equally, the broadcast of someone translating
a text from a foreign language into English will infringe, even though the translator has
not made a written version of the translation.

The adaptation right also applies to computer programs and databases. In relation to
computer programs, an adaptation means an arrangement or altered version of the pro-
gram or a translation of the program.'' In these circumstances, translation includes the
conversion into or out of a computer language into a different computer language or
code.!> In relation to databases, adaptation means an arrangement or altered version of
the database or a translation of it.!!®

8 AUTHORIZATION

As well as being given the right to carry out the restricted activities, the copyright owner is
also given the right to authorize others to do any of the restricted acts.!'”” When this right
was introduced in the Copyright Act 1911, it was said to be superfluous and tautologous:
the exclusive right to do an act implicitly carried with it the right of authorization.!®
However, it soon became clear that the term ‘authorize’ extended the copyright owner’s
rights to cover the acts of persons in some way associated or affiliated with an infringe-
ment. It was said that ‘authorize’ meant, to sanction, countenance, or approve,'’ or
alternatively, to grant or purport to grant to a third person the right to do an act.!* The
latter formulation has now received the approval of the House of Lords. In order to
amount to authorization, the person to whom ‘authority’ has illegitimately been granted
must in fact commit an infringing act.!*! However, the person giving the authorization (in
contrast with the person to whom authority is given) need not be located in the UK.!??

13 Francis Day v. Bron [1963] 1 Ch 587, 611 (adaptation and translation must be deliberate).

114 CDPA 5. 21(3)(ab). 115 CDPA s. 21(4); Software Directive, Art. 4(b).

116 CDPA s. 21(3)(ac); Database Dir., Art. 5(b).

17 CDPA s. 16(2). The ‘authorization’ right needs to be compared with the general principles of joint-
tortfeasance described in Ch. 47. Acts which are ‘authorizations’ will often also be acts which amount to joint
tortfeasance, but there is such a degree of uncertainty surrounding the case law (particularly after the narrow
interpretation given to authorization in CBS v. Amstrad [1988] 2 All ER 484) that it remains impossible to
estimate how far the tort of authorization extends beyond joint tortfeasance.

U8 Falcon v. Famous Players [1926] 2 KB 474, 495-6; PRS v. Ciryl Theatrical Syndicate [1924] 1 KB 1, 12.

119 Ealcon v. Famous Players [1926] 2 KB 474, 491. 120 Tbid.

121 Nelson v. Rye and Cocteau Records [1996] FSR 313, 337.

122 CDPA s. 16(2), in contrast with s. 16(1) is not explicitly confined to ‘acts’ of authorization within the
UK: ABKCO Music & Records Inc. v. Music Collection International [1995] RPC 657.
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The concept of authorization has been applied in two distinct ways. First, it has been
used to expand the network of potential liability beyond vicarious liability. This has
typically occurred in relation to the performance of copyright works.'? Given that per-
formers often do not have a lot of money, copyright owners have attempted to sue the
parties who hired the performers. While the principle of vicarious liability made this
relatively straightforward where the performer was an employee,'?*

argued, for example, that where a person hired a band (which infringed copyright), the

copyright owners

hirer was liable for ‘authorizing’ the infringing performance. These attempts proved to be
relatively successful where the hirer was aware of the songs which the band would per-
form, or did nothing to control the repertoire performed. In both cases the hirer was
deemed to have authorized the infringements.'> However, where a warning was given to
the performers and the infringements were by way of spontaneous encores of which the
hirer had no prior knowledge, the mere hiring of the band was held not to be an author-
ization.!?® In one case, an attempt to make a managing director liable for authorizing the
infringing performance of a band was unsuccessful where the director had taken no
interest in the content of the performance and was out of the country when it took
place.'”

The concept of authorization has also been applied where a person manufactures or
supplies merchandise that enables or facilitates infringement (usually by copying). In these
circumstances copyright owners have argued that where a person makes facilities available
in the knowledge that they will probably be used to infringe, this is equivalent to ‘author-
izing’ infringement. Thus it has been asserted that a person who supplies films to a
cinema, who sells blank tapes to the public when renting out records,'?® makes photocopy-

129 or manufactures tape-to-tape machines should be

ing equipment available in a library,
treated as having authorized the resulting infringements. Similar arguments are currently
being used in relation to the activities of Internet Service Providers and others who make
space available on the Internet which carry infringing works.

Questions of this nature arose in CBS Songs v. Amstrad,'® where the House of Lords
defined the term ‘authorize’ restrictively. Amstrad manufactured and marketed a double-
speed twin-tape recorder, which was sold by Dixons. The advertisement which Lord
Templeman described as ‘hypocritical and disingenuous’ boasted that the model ‘now
features hi-speed dubbing enabling you to make duplicate recordings from one cassette to
another, record direct from any source and then make a copy and you can even make a

123 But note also, e.g. Pensher Security Door Co. v. Sunderland CC [2000] RPC 249, 278-9 (door designs).

124 PRS v. Mitchell & Booker (Palais de Danse) [1924] 1 KB 762 (applying a ‘control’ test).

125 PRS v. Bradford Corporation (1921) [1917-23] MacG CC 309, 31213, 314. If the hirer specified
particular songs were to be performed, and those performances infringed copyright, the case would be even
stronger: see Standen Engineering v. Spalding & Sons [1984] FSR 554; Pensher Security Door v. Sunderland CC
[2000] RPC 249, 278-9 (commissioner specifying infringing design).

126 pRS v. Bradford Corporation [1917-23] MacG CC 309, 314.

127 PRS v. Ciryl Theatrical Syndicate [1924] 1 KB 1.

128 CBS Inc v. Ames Records and Tapes [1981] 2 All ER 812 (a record library which lent out records and sold
cheap blank tapes did not infringe).

129 Moorhouse v. UNSW [1976] RPC 151, 159 (High Court of Australia) (university authorized infringe-
ment of copyright by providing a self-service photocopying machine without adequate warning about
copyright). Cf. CCH Canadian v. Law Society of Upper Canada [2004] SCC 13.

130 11988] 2 All ER 484.
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copy of your favourite cassette’. An asterisk drew attention to a footnote warning that the
recording and playback of certain material was only possible with permission. It also
referred the user to the relevant legislation. The British Phonogram Industry (BPI), which
represents various owners of copyright in musical and literary works and in sound record-
ings, claimed that Amstrad had authorized infringement of copyright in BPI’s sound
recordings.!?!

The House of Lords held that neither the sale of the equipment nor the advertisement
thereof amounted to an authorization. Lord Templeman said that an authorization means
a grant or purported grant, express or implied, of the right to do the act complained of.!**
The House of Lords held that while the machinery enabled a person to copy lawfully or
unlawfully, this did not constitute an authorization.'”> Lord Templeman said that it was
crucial that the footnote had warned that certain types of copying required permission
and that Amstrad did not have the authority to grant that permission. In short, the Lords
held that there was no authorization because it was up to the operator whether to infringe
or not: Amstrad in no way purported to possess the authority to give permission to copy
records.

With each new wave of technological advance in equipment for recording and copying
(such as MP3 and Napster software), as well as the provision of facilities supplying copy-
right material, the question arises as to whether the manufacturer or supplier authorizes
infringement. In deciding when such activities amount to authorization, it is critical to
recall the emphasis in Amstrad placed on the fact that the device could be used for both
legitimate and illegitimate purposes and that the manufacturer was unable to control the
user’s decisions. It is fair to say that a manufacturer will be able to avoid liability for
authorization in any case where (a) it is possible to envision a legitimate use of the copying
facility and (b) the advertisement of the product makes it clear that the user will need to
obtain permission for some copying activities.

9 LIABILITY OF INTERNET SERVICE PROVIDERS

One issue that has caused particular concern is the position of those who provide services
and facilities that facilitate infringement on the Internet.!* These people, who effectively
provide the hardware and infrastructure for the new information society, include multi-
national enterprises who provide the cables for communication, as well as others who
provide access to the web through local ‘servers’, who run bulletin boards and web sites
where others can post information, and who provide temporary access to the net at
Internet cafés. At one stage, it became fashionable to suggest that the difficulties with
rights-holders policing their own rights were so great that some of these service providers
should incur liability where infringing material was found on sites which they controlled.
The argument ran that these persons were in the best position to supervise and inspect

131 Their Lordships also considered and rejected a number of related claims as to joint tortfeasance. See
below at pp. 1061-4.

132 [1988] 2 All ER 484, 493. 133 Ibid., 492.

134 'WCT, Art. 8. Note also the ‘Agreed Statement’ annexed to the Treaty stating that the mere provision of
physical facilities for enabling or making a communication does not in itself amount to a communication.
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their cyber-premises, and like the owner of a place of entertainment, should be liable for
infringements which occurred on their ‘premises’.!*

The European Commission decided to pre-empt the development of diverse national
responses to these issues through a harmonizing Directive, but took the view that since
service providers could incur liability on a number of bases (defamation, copyright,
obscenity, etc.) the issue fell outside the remit of the Information Society Directive.
Instead, harmonization was provided for in Articles 12-15 of the EC Directive on
Electronic Commerce, which requires member states, by 17 January 2002, to confer an
immunity on such providers except in certain limited situations.'*® These parallel, in large
part, the so called ‘safe harbours’ introduced into US law by the US Digital Millenium
Copyright Act.”’

British implementation took place in the Electronic Commerce (EC Directive) Regula-
tions 2002.'%® For Internet and related service providers, law adjacent to copyright law
introduces three general immunities from liability, whether it be for the infringement of
copyright or the violation of any other right.** The immunities in all cases excuse liability
for damages, for any other monetary remedy, and for any criminal sanction, but they do
not prohibit injunctive relief.'*

The beneficiaries of these immunities are so-called information-society service pro-
viders, that is, any service which is normally provided for remuneration and which oper-
ates at a distance by electronic means and at the individual request of a recipient of the
services. It would cover, therefore, most commercial Internet Service Providers, but would
not cover Internet cafés, whose services are not provided at a distance. The immunities
apply to ‘mere conduits’, ‘caching’, and ‘hosting’, as follows:

9.1 MERE CONDUIT!

Where the service provided is the transmission in a communication network of informa-
tion provided by a recipient of the service or is the provision of access to a communication
network, the service provider is exempted from liablity where it did not initiate the
transmission, select the receiver of the transmission, and did not select or modify the
information contained in the transmission.!*?

135 Info. Soc. Dir., Recital 59.

136 Electronic Commerce Dir. The European Council Directive on Certain Legal Aspects of Electronic
Commerce in the Internal Market is aimed generally at promoting electronic commerce within the European
Union, that is the provision of goods and services on-line, and so encompasses many matters such as
electronic contracts, unsolicited communications, codes of conduct, etc., outside the scope of this book.

137 Online Copyright Infringement Liability Limitation Act, Title II of the Digital Milenium Copyright
Act, Pub. L. No. 105-304, amending Ch. 5 of Title 17 USC. In contrast with the DMCA no provision is made
for the benefit of information location tools For commentaries, see A. Yen, ‘Internet Service Provider Liability
for Subscriber Copyright Infringement, Enterprise Liability and the First Amendment’ (2000) 88 Geo L] 1883.
For comparisons, see V. McEvedy, ‘The DMCA and the Ecommerce Directive’ [2002] EIPR 65.

138 Electronic Commerce (EC Directive) Regulations 2002, SI 2002/2013 in force on 21 Aug. 2002.

139 Electronic Commerce (EC Directive) Regulations 2002, SI 2002/2013.

140 Electronic Commerce Reg. 20(1)(b).

141 Cp. 5. 512(a) of the US Copyright Act 1976 providing the ‘conduit’ safe harbour in US law. It defines a
‘service provider’ as ‘an entity offering the transmission, routing or providing of connections for digital
online communications, between or among points specified by a user, of material of the user’s choosing,
without modification to the content of the material sent or received’.

142 Electronic Commerce Reg. 17.
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9.2 CACHING

Where the service provided is the transmission in a communication network of informa-
tion provided by a recipient of the service, the service provider shall not be liable if the
information is the subject of ‘automatic, immediate and temporary storage’ and if the
following conditions are satisfied: (1) the service provider provides storage for the sole
purpose of making more efficient onward transmission of the information to other recipi-
ents of the service upon their request; (2) the service provider does not modify the
information; (3) it complies with the conditions on access to the information; (4) it
complies with rules regarding the updating of the information; (5) it does not interfere
with the lawful use of technology, widely recognized and used by the industry, to obtain
data on the use of the information; and (6) it acts expeditiously to remove or disable access
to the information, so stored, upon obtaining actual knowledge of the fact that the infor-
mation at the initial source of the transmission has been removed from the network, or
access to it has been disabled, or a court has ordered such removal or disablement.'*?

9.3 HOSTING

Where the service provided consists of storage of information provided by a recipient of
the service, the service provider shall not be liable for storage where it has no actual
knowledge of unlawful activity or information and is not aware of facts or circumstances
from which it would have been apparent to the service provider that the activity or
information was unlawful; or, upon obtaining such knowledge or awareness, it acts
expeditiously to remove or disable access to the information.!**

9.4 INJUNCTIVE RELIEF

Section 97A of the 1988 Act (which implements Article 8 of the Information Society
Directive) imposes an important counterweight to those immunities. This confers a power
on the High Court to issue an injunction against a service provider where that person has
actual knowledge of another person using their service to infringe copyright. In assessing
whether the service provider has the appropriate knowledge, the Court is directed to take
account of any notice received by the service provider under regulation 6(1)(c) of the
Electronic Commerce Regulations 2002. Right-holders are in a position to apply for an
injunction against intermediaries whose services are used by a third party to infringe a
copyright or related right. While the immunities given by the Electronic Commerce Dir-
ective prevent financial liability, if the service provider is informed of the illegal acts,
thereafter it seems they must take action to stop them continuing or face injunctive relief.

143 Electronic Commerce Reg. 18. Cf. s. 512(b) of the US Copyright Act 1976 (as introduced by the
DMCA).

144 Electronic Commerce Reg. 19. Cf. s. 512(c) of the US Copyright Act 1976 (as introduced by the
DMCA). Note the ‘notice and take-down’ and ‘put-back’ procedures.
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DURATION OF COPYRIGHT

1 INTRODUCTION

The question of the appropriate period of protection that ought to be granted to copyright
works has long captured the attention of policy makers, legislatures, judges, and commen-
tators. For example, the central question of the literary property debate of the eighteenth
century was whether common law literary property protection should be perpetual.!
Similar debates have arisen at many other times during the history of copyright law. While
these debates have always been shaped by the particular circumstances under discussion,
they are similar in that they have attempted to mediate between the private interests of
owners and the interests of the public in ensuring access to creative works.? That is, they
have attempted to coordinate and balance the various interests that coexist in copyright
law. Another common feature of these debates is that whenever the question of duration
has arisen, the length of protection has always increased rather than decreased. For
example, literary works were initially protected for fourteen years under the 1710 Statute
of Anne. After great debate, the 1842 Literary Copyright Act extended the term of copy-
right in books to forty-two years, or the author’s life plus seven years.’ In 1911, this was
extended to a life plus fifty-year term. As a result of the EU Duration Directive, the term of
protection was recently increased to the life of the author plus seventy years.*

Before looking at duration in more detail, it is important to note a number of things.
The first is that the period of protection changes depending on the type of work in

1 That is the debates preceding and surrounding Millar v. Taylor and Donaldson v. Beckett (1774) 2 Brown’s
Prerogative Cases; Cobbett’s Parliamentary History xvii, 954. See, e.g. A. Birrell, Seven Lectures on Copyright
(1898); B. Kaplan, An Unhurried View of Copyright, 1-25 (1967); L.-R. Patterson, Copyright in Historical
Perspective (1968); M. Rose, Authors and Owners (1993); D. Saunders, Authorship and Copyright (1992);
Sherman and Bently, ch. 1.

2 For an overview of policy considerations, see S. Ricketson, “The Copyright Term’ (1992) 23 IIC 753. The
arguments were extensively ventilated in the US literature surrounding Eldred et al. v. Ashcroft [2003] 123 S Ct
769 in which the US Supreme Court held (Stevens J and Breyer ] dissenting) constitutional Congress’s
extension of copyright for extant works to life plus seventy years. Of the more startling contributions, see
W. Landes and R. Posner, ‘Indefinitely Renewable Copyright’ (2003) 70 University of Chicago LR 471 (propos-
ing a system of indefinitely renewable copyright, the requirement of renewal ensuring most works fall into the
public domain, the possibility of indefinite renewal ensuring sufficient incentive to exploit the work).

3 C. Seville, Literary Copyright Reform in Early Victorian England (1999).

4 Duration Directive. See W. Chernaik and P. Parrinder (eds.), Textual Monopolies (1997); N. Dawson,
‘Copyright in the European Union: Plundering the Public Domain’ (1994) NILQ 193; S. Lewinski, ‘EC
Proposal for Council Directive Harmonizing the Term of Protection of Copyright’ (1992) 23 IIC 785;
A. Silvestro, “Towards EC Harmonization of the Term of Protection of Copyright and so-called Related
Rights’ [1993] Ent LR 73.
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question. This is a reflection of the fact that different interests and policy issues arise with
different categories of works. The way in which the term of protection is calculated also
differs depending on the type of work in question. In relation to most literary, dramatic,
musical, and artistic works, copyright subsists throughout the life of the author, and for a
fixed term (currently seventy years) that is calculated from when the author dies (post
mortem). In the case of entrepreneurial works and certain types of authorial works (such
as those of unknown authorship), the protection is a fixed term which is calculated either
from when the work is made or published. The term is calculated from the end of the year
in which a particular event occurs.’

Harmonization of copyright laws in Europe has had an important impact upon the
duration of copyright in the United Kingdom. When the 1988 Act was first enacted, the
length of protection for literary, dramatic, musical, and artistic works was for the life of
the author plus fifty years. In relation to sound recordings, films, and broadcasts, the
period of protection lasted for fifty years from the making of the work. The duration for
typographical arrangements was limited to twenty-five years from the year in which the
edition was first published.

As a result of the EU Duration Directive the length of protection for literary, dramatic,
musical, and artistic works in the United Kingdom was increased as of 1 January 1996
from the life of the author plus fifty years, to the life of the author plus seventy years.® The
term of protection offered to films also changed as a result of the Directive. Under the
1988 Act (as enacted), where films were treated as entrepreneurial works, films were given
a fixed term of protection. As a result of the move towards harmonization of copyright in
Europe, films are now treated more as authorial works.” This is reflected in the fact that the
period of protection offered to films now depends on the life of the principal director,
author of the screenplay, author of the dialogue, and the composer of music specifically
created for use in the work. No changes were needed to be made to broadcasts,® and
typographical arrangements. Some minor changes have also taken place in relation to
sound recordings.’

In implementing the Duration Directive, member states were required to apply the new
terms to all works and subject matter that were protected in at least one member state on
1 July 1995. As it turned out this meant that not only was the copyright in many works
extended but also that the copyright in some works which had previously expired had to
be revived.!® For example, the United Kingdom copyright in a work by a British author
who died in 1935 and which had been first published in the United Kingdom, would have

5 CDPA 5. 12(2). The Duration Directive expresses this as calculating matters ‘from the first day of January
of the year following the event which gives rise to them’. Duration Dir., Art. 8.

6 Duration of Copyright and Rights in Performances Regulations 1995 (SI 1995/3297). The length of
protection is greater than that which is required in the WIPO Copyright Treaty, Art. 1(4) and the TRIPS
Agreement: Art. 9 TRIPS.

7 In fact the position is more complicated. Art. 3(3) of the Directive also provides that the rights of the
producer of first fixation of a film are to last 50 years after fixation or after the fixation was lawfully published.
These are distinct from the rights of the owner of copyright in a cinematographic or audiovisual work.

8 Duration Dir., Art. 3(4).

9 The Copyright and Related Rights Regulations 2003/2498 reg. 29 amends CDPA s. 13A(2) to implement
the Information Society’s amendment to the Duration Dir., Art 3(2). Transitional provisions are made by
regs. 30-39.

10 Duration of Copyright and Rights in Performances Regulations 1995 (SI 1995/3297), especially . 17.
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lapsed on 1 January 1986; but would have been revived from 1 January 1996, since the
work would have been protected in Germany on 1 July 1995."" The Directive also obliged
member states when implementing the reforms ‘to adopt the necessary provisions to
protect in particular acquired rights of third parties’.!> Acts done pursuant to arrange-
ments made before 1 July 1995 at a time when copyright did not subsist in the work are
treated as not infringing any revived copyright in a work."”® In all cases, the revived
copyright is treated as ‘licensed by the copyright owner, subject only to the payment of
such reasonable royalty or other remuneration as may be agreed or determined in default
of agreement by the Copyright Tribunal’."*

As well as extending the period of protection given to many works, as of 1 January 1996
the Duration Directive also changed the way duration is calculated for works originating
from outside the EEA. Prior to the introduction of the Directive, British law provided the
same level of protection to works published in the United Kingdom as those published
elsewhere. This principle changed, however, under the Duration Directive which only
requires that the extended period of protection be offered to works originating from
within the EEA. The period of protection given to works of non-EEA origin, that is to
works not originating in the EEA or without an EEA author, is the same as that which the
work would receive in the country of origin.!* That is, the Duration Directive is based on a
notion of ‘comparison of terms’ rather than national treatment.'® This means that where a
work is first published in Australia” and the author is not a national of an EEA state, the
work is only protected in Europe for only fifty years after the death of the author (because
that is the duration of Australian copyright law).!8

However, it has been observed that the implementation of the ‘comparison of terms’
rule in the United Kingdom may be more far-reaching than the Directive was generally
thought to have intended.'® This is because section 12(6) (like sections 13A(4), 13B(7),
14(3)) refers to the duration of copyright as being ‘that to which the work is entitled’ in
the country of origin. A literal interpretation requires reference therefore not only to
duration in the country of origin, but also whether copyright subsists at all in that coun-
try: after all, if there is no copyright in the work in its country of origin, it is difficult to say
the work is ‘entitled’ to copyright for any length of time. The impact would be to deny

11" Land Hessen v. G. Ricordi ¢ Co, Case C-360/00 [2002] ECR I-5089 (ECJ).

12 Duration Directive, Art. 10. See also Recitals 26 and 27. For discussion by the ECJ of the Italian
transitional provisions see Butterfly Music Srl v. Carosello Edizioni Musicali e Discografiche Srl C-60/98 [1999]
ECR1-3939, [2000] 1 CMLR 587 (holding that the Italian legislation satisfied the criterion of legality imposed
by the Directive, and did not defeat the intention of the Directive. The ECJ approved the fact that the Italian
provisions permitted those who had reproduced and marketed phonograms during the period when copy-
right had expired to continue distribution for three months after the copyright revived, the Court saying ‘a
provision of that kind, which must necessarily be transitional in order not to prevent the application of the
new term of protection of copyright and related rights on the date laid down by the Directive, that being the
Directive’s principal objective’: para. 28. See J. Phillips, “The Butterfly that Stamped’ [1999] Ent LR 189;
B. Lindner, ‘Revival of Rights v. Protection of Acquired Rights’ [2000] EIPR 133; L. Ubertazzi, ‘The
“Butterfly” Case or EC Term of Protection Directive and Transitional Law’ [2000] 31 IIC 142.

13 Duration of Copyright and Rights in Performances Regulations 1995 (SI 1995/3297). Sweeney
v. Macmillan Publishers Ltd [2002] RPC (35) 651.

14 Tbid., r. 23, . 24.

15 On what is a country of origin see CDPA s. 15A. In relation to sound recordings, and broadcasts, the Act
refers to the author of a work being ‘a national of an EEA state’> CDPA s. 13A(4), s. 14(3).

16 Duration Dir., Recital 22, Art. 7. 17 CDPA s. 15A(2). 18 CDPAs. 12 (6).

19" As observed by Mustafa Safiyuddin, of Little & Co, Mumbai.
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copyright to works which were unprotected in the country of origin, for example, because
they fell outside any list of subject matter, or failed to reach that country’s originality
threshold. UK implementation, thus interpreted, would take the comparison of terms rule
and transform it into something akin to a rule of reciprocity (and thus incompatible with
the Berne Convention). The Directive, in contrast, states that copyright ‘shall expire on the
date of expiry of the protection granted in the country of origin’. The use of the term
‘expiry’ suggests that the rule is not directed at conditions of subsistence. The preferable
view is that section 12(6) should be read as only dealing with expiry of term: in cases
where works are not protected in the country of origin, but would meet British require-
ments for subsistence, the section should be understood as requiring British law to give
such works protection until such time as protection of a work of that sort would expire in
the country of origin.

2 LITERARY, DRAMATIC, MUSICAL, AND
ARTISTIC WORKS

Subject to the exceptions listed below, copyright in a literary, dramatic, musical, or artistic
work expires seventy years from the year in which the author of the work dies.?® Thus, where
an author of abook died in 1990, the copyright in the book would expire in 2060. If a literary,
dramatic, musical, or artistic work is jointly authored, the seventy-year post-mortem term of
copyright is calculated from the year in which the longest surviving author dies.*!

In discussions about copyright duration, the question is often asked: why not have fixed
terms for all works? A number of justifications have been given as to why the ‘life-plus’
term should be used to calculate the duration of authorial works. It has been suggested,
admittedly without any real evidence, that since authors will be providing for their next of
kin, the life-plus protection provides authors with incentives to create up until their death.
Another explanation given as to why the life-plus formula is used is that it overcomes the
problems that often arise in determining when a work was made or published. While the
date of an author’s death is easily ascertained from public records, it is often difficult to
determine when something was created. A final reason for using the life-plus formula is
that it avoids the complications that would otherwise arise in calculating duration when
an author makes revisions to a work during their lifetime. Under the life-plus test, all
works fall into the public domain on the same date.

2.1 EXCEPTIONS TO THE TERM OF LIFE PLUS SEVENTY

The general rule that the duration of literary, dramatic, musical, and artistic works is life
plus seventy years is subject to the following exceptions: computer-generated works;
Crown copyright; parliamentary copyright and international organizations; artistic works
used in designs; works of unknown authorship; unpublished works not in the public
domain.??

20 CDPA s. 12(2). 21 CDPA ss. 3(1), 12(4).
22 Prior, perpetual copyrights under past law end in 2040. Contrast, however, the curious exception for
J. M. Barrie’s Peter Pan: CDPA, Sched. 1, para. 13, and Sched. 6, respectively.

© L. Bently and B. Sherman 2004



156 COPYRIGHT

2.1.1 Computer-generated works

Where a literary, dramatic, musical, or artistic work is computer-generated, the duration
of protection lasts for fifty years from the end of the year when the work was made.?

2.1.2 Crown copyright

Crown copyright in a literary, dramatic, musical, or artistic work lasts for 125 years from
the year in which the work was made. If the work is published commercially within
seventy-five years from the year it was made, then copyright lasts for fifty years from the
date it was commercially published.*

2.1.3 Parliamentary copyright and international organizations

Parliamentary copyright lasts for fifty years from the year in which the work was made.
Where an international organization is the first owner, copyright also lasts for fifty years
from when the work was made.

2.1.4 Artistic works used in designs

Copyright in artistic works which have been used in designs of industrially produced
articles lasts for twenty-five years from the year in which such articles are first legitimately
marketed.

2.1.5 Works of unknown authorship

As we saw earlier, in certain situations it may not be possible to identify the author of a
particular work. Given that with works of unknown authorship, there is no identifiable
author whose death can help set the duration of protection, copyright law is forced to use
other trigger points to calculate duration. In these circumstances, the 1988 Act provides
that copyright in a literary, dramatic, musical, or artistic work of unknown authorship
lasts for seventy years calculated either from the year of creation or, if during that period
the work is made available to the public, from the year it was made available.?® If the
author’s name is disclosed before the seventy-year term lapses and before the author’s
death, this disclosure will have the effect of extending the term of copyright to the
author’s life plus seventy years.?’

2.1.6 Unpublished works not in the public domain

Section 17 of the 1911 Copyright Act conferred protection on unpublished literary, dra-
matic, and musical works and engravings for fifty years from the date of publication. This
meant that so long as the works remained unpublished the copyright term was unlimited.
The 1988 Act removed this possibility by specifying that copyright in works which were

23 CDPAs. 12(7).

24 CDPA ss. 163(3), 164, 165(3), 166(5). International organizations initially acquiring copyright in a work
may enjoy it for 50 years from making or longer if specified by order: CDPA s. 168(3).

25 CDPA s. 165(3)

26 CDPA s. 12(3). The requisite ‘making available to the public’ includes the following acts if authorized:
publishing, performing in public, and communicating the work to the public, in the case of literary, dramatic,
and musical works; and exhibition in public and inclusion in a film shown in public, or a communication to
the public, in the case of artistic works: CDPA s. 12(5).

27 CDPA s. 12(4). Before 1996, absent identification of an author, an anonymous or pseudonymous work
obtained a term of 50 years from the year of first publication.
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unpublished at the author’s death and remained so until 1 August 1989, was to last for a
fixed period of fifty years from 1 January 1990, that is, until 31 December 2039.%

3 FILMS

Under the 1956 and 1988 Acts (as enacted), where films were treated as types of entre-
preneurial works, protection was limited to fifty years, normally calculated from the year
of release.”” The Duration Directive required recognition of both copyright in the first
fixation of a film for fifty years, and copyright in the ‘cinematographic or audiovisual
work’ for which the term was to be seventy years from the year of the latest death among
four categories of persons: the principal director, the author of the screenplay, the author
of the dialogue, or the composer of music specially created for and used in the film.*
Subsequent British attempts at implementation rather unwisely ignored the distinction,
preferring to extend the copyright in ‘film’—the section 5B copyright—to seventy years
from the death of these four persons.’! Where the identity of these four individuals is
unknown, the term of protection is seventy years from the year in which the film was
made.*? Alternatively, if during that period the film is made available to the public, copy-
right expires seventy years from the end of the year in which the film was first made
available.” Foreseeing potential problems in identifying when such copyright expires, the
Duration Regulations also introduced a new exception to allow a film to be copied at a
time when it is reasonable to assume that copyright has expired.**

Not long after this attempted implementation, the Court of Appeal recognized that
cinematographic works benefit from copyright not merely as films but also as dramatic
works.*® While this decision moved British law some way towards compliance with inter-
national and regional obligations, it also exposed further the oddness of the British
attempt to give effect to the Duration Directive. This is because the term of copyright in
the cinematographic work as a dramatic work is left to be determined by reference to the
life of the ‘author’. In British law, this might well include the director and authors of
scripts for the film (as long as they do not exist before the film-making process) and
possibly the editors or director of cinematography, but it is highly unlikely to include the

28 CDPA, Sched. 1, para. 12(4). A work published after the author’s death, but before 1 Aug. 1989, obtained
a term of 50 years from publication: CDPA, Sched. 1, para. 12(2). Under the 1956 Act, a work unpublished at
the author’s death continued in copyright until 50 years after first publication: CA 1956, ss. 2(3), 3(4). In
some cases, certain acts, such as performance in public, had the same effect as publication. For some works
unpublished on 1 Aug. 1989, the relevant copyright will have been extended by the recent increase in the term
of copyright. For example, if an author died in 1988 leaving unpublished manuscripts (which remained
unpublished in 1990), the effect of the changes made in 1990 was that copyright lasted until 31 Dec. 2039.
However, as a result of the increase in the duration of copyright to life plus 70 years copyright will be
extended to 31 Dec. 2058.

29 CDPA s. 13 (as enacted). 30 Duration Dir., Art. 2(2).

31 CDPA s. 13B(2). Each category may include more than one member, but unidentified members do not
count: CDPA s. 13B(3), (10).

32 CDPA s. 13B (4)(a), (10).

33 CDPA s. 13B(4)(b), (10). The requisite ‘making available to the public’ includes the following acts if
authorized: showing in public or communicating to the public: CDPA s. 13B(6).

34 CDPA s. 66A. 35 Norowzian v. Arks (No. 2) [2000] FSR 363.
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composer of music. If normal principles were to be applied, the term of protection would
be unlikely to be that required by Article 2(2). If the legislation is not amended, it is not
unlikely that a court will be faced with the choice of applying these normal principles, and
acknowledging failed implementation, or reading the term ‘author’ in this context as being
open-textured enough to take its meaning from the Directive. Moreover, once a post-
mortem term is acknowledged to exist in relation to the cinematographic work as a
dramatic work, the wrong-headedness of extending the term of the section 5B film copy-
right is apparent. If the section 5B copyright is to reflect the Directive’s demands in
relation to related rights in the first fixation of a film, the period should be confined to fifty
years from the making of the fixation.*®

4 ENTREPRENEURIAL WORKS

As entrepreneurial works have no readily identifiable author, the period of protection is
calculated using different trigger points.*’

4.1 SOUND RECORDINGS

For sound recordings, copyright expires fifty years from the end of the year in which it is
made. If during that period the sound recording was published, copyright expires fifty
years from the year of such publication. If during the fifty years from making the work is
not published but is made available to the public by being played in public or communi-
cated to the public, copyright expires fifty years from the year of communication or
playing in public.®® The maximum duration of copyright in a sound recording thus
appears to be 100 years (which should be available where a work is made and published or
communicated to the public fifty years later).

4.2 BROADCASTS

The duration of broadcasts is fifty years from when the broadcast was first made.”® Where
the author of a broadcast is not a national of an EEA state, the duration of copyright is that
to which the broadcast is entitled in the country of which the author is a national
(provided that the period of protection does not exceed fifty years).*

43 TYPOGRAPHICAL ARRANGEMENTS

For typographical arrangements of published editions, copyright expires twenty-five
years from the year of first publication." This right should be distinguished from the

36 Duration Dir., Art. 3(3). See Kamina, 123.

37 For transitional provisions see CDPA, Sched. 1, paras. 12(2)(d)—(e), (5), (6).

38 CDPA s. 13A(2) (as amended by SI 2003/2498, with transitional provisions in regs. 30-32, 36-9)
implementing Duration Dir., Art. 3(2) (as amended by Info. Soc. Dir.). Note that an original collection of
recordings would constitute a database and therefore be protected as a literary work.

39 CDPA s. 14(2). 40 CDPA s. 14(3). 41 CDPAss. 15.
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publication right conferred on the publisher of a previously unpublished work in which
copyright has expired, which also lasts for twenty-five years from publication.*?

5 MORAL RIGHTS

In the United Kingdom, moral rights of integrity and attribution subsist as long as copy-
right subsists.* The right to object to false attribution is less extensive, only lasting for
twenty years after the author’s death. In some other countries moral rights are capable
of operating in perpetuity. The Duration Directive made no attempt to harmonize the
duration of moral rights and was expressed to be without prejudice to them.*

6 PUBLICATION RIGHT IN WORKS IN WHICH
COPYRIGHT HAS LAPSED

In order to give effect to Article 4 of the Duration Directive, a new property right equiva-
lent to copyright, called a ‘publication right’ was introduced in the United Kingdom.* The
right is granted without formality to any person who after the expiry of copyright protec-
tion, publishes for the first time a previously unpublished literary, dramatic, musical, or
artistic work or film. This new right lasts for twenty-five years from the end of the year in
which the work was first published.

In order to have the right, a publisher must publish a public-domain literary, dramatic,
musical, or artistic work or a film for the first time.*® The right is only acquired where the
work is previously unpublished. It should be noted that publication in this context has a
special meaning.*” When determining whether the work is previously unpublished, no
account is to be taken of any unauthorized act done at a time when there is no copyright in
the work. An unauthorized act means an act done without the consent of the owner of the
physical medium in which the work is embodied or on which it is recorded.

The publication right that vests in the publisher is only available ‘after the expiry’ of
copyright protection.®® This means that the publication right is unlikely to be of great
significance in the United Kingdom for some time. This is because of the dual effect of the
changes made as regards unpublished works in the 1988 Act and the other changes made
to the copyright term introduced to give effect to the Duration Directive. The effect of
these transitional provisions is that the publication right is currently restricted to
unpublished artistic works other than engravings.*

42 Related Rights Reg. 16(6). See below at pp. 159-60. 43 See Ch. 10.

44 Duration Dir., Art. 9. The extension might therefore be ultra vires. 4> Related Rights Reg. 16.

46 The publication right does not arise from the publication of a work in which Crown copyright or
parliamentary copyright subsisted: Related Rights Reg. 16(5).

47 1t includes any making available to the public and, in particular, includes the issue of copies to the
public; making the work available by means of an electronic retrieval system; the rental or lending of copies of
the work to the public; the performance, exhibition or showing of the work in public; or communicating the
work to the public: Related Rights Reg. 16 (as amended).

48 Tbid.

49 For an elaboration of the reasoning that leads to this conclusion, see Copinger, paras. 17-30-32.
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Another consequence of limiting the availability of the publication right to cases where
copyright has expired is that it may exclude works in which copyright has never subsisted.
Since the majority of existing unpublished works received statutory copyright protection
in 1911, it will normally be possible to resolve the question of whether a work ever enjoyed
copyright protection without too much difficulty (although problems exist in relation to
artistic works). It seems that no statutory copyright existed in unpublished paintings,
drawings, and photographs created before 1862 by an artist who died before 1855, nor in
unpublished sculptures created prior to 1 July 1862.%°

While the publication right may supplement existing rights given to publishers in their
typographical arrangement of published editions, it differs from these rights in three
regards. First, the publication right is only available for the first publication of a previ-
ously unpublished work. Second, while the new publication right may apply where the
publication relates to an artistic work, the typographical arrangement right is not relevant
in such circumstances. This is because the right in typographical arrangement is confined
to ‘a published edition of the whole or any part of one or more literary, dramatic or
musical works’.?! Third, the publication right is much more extensive than the right to
prevent facsimile copying of a typographical arrangement.

A work qualifies for a publication right®
European Economic Area and the publisher of the work at the time of first publication is a

only if the first publication occurs in the

national of an EEA state.> Publication has a more extended meaning than that discussed
in relation to copyright. Where two or more people jointly publish a work, it is sufficient if
any of them is a national of an EEA state. No provision is made for the extension of the
publication right so as to recognize equivalent rights for foreign publishers, where the
country of publication provides reciprocal rights to publishers in the EEA.>*

50 For background, see Sterling and Carpenter, para. 2A.01. 51 CDPA s. 8(1).
52 For general analysis of concepts relevant to protecting foreign claims, see above at pp. 107-11.
33 Related Rights Reg. 16(4). 54 Tbid.
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INFRINGEMENT

1 INTRODUCTION

The aim of this chapter is to explore copyright infringement. We begin by discussing
‘primary’ infringement, that is the activities of those involved in infringing the copyright
owner’s exclusive rights (which we described in Chapter 6). We then discuss the statutory
provisions which render accessories—whether before or after the act of primary
infringement—liable for assisting in the making or distribution of infringing copies or
the giving of infringing performances. These liabilities are referred to as ‘secondary
infringements’.

Before examining ‘primary’ infringement in detail, it is worth observing that while
there has been a great deal of norm-setting in relation to the rights of the copyright
owner, the question of what amounts to copyright infringement has not generally been
the subject of much international or regional harmonization. The relevant tests of
infringement have largely been developed locally, and for the most part by the judiciary.!
Having acknowledged that British law on infringement has taken its own course, it is
worth noting two recent developments. First, the rule that copyright does not protect
ideas has found its way into both regional and international arrangements.” Second,
regional harmonization initiatives seem to require that copyright infringement be found
to occur where ‘any part’—as opposed to any ‘substantial part’—of a work is reproduced.’
Quite what impact, if any, these two developments will have on British case law is difficult
to predict.

1 While infringement analysis in the UK may use concepts, such as ‘substantiality’ and ‘idea-expression’,
similar to those used elsewhere, British applications of these concepts are distinct. Consequently, although
case law from the United States has sometimes been referred to, the British courts have doubted its relevance.
Contrast John Richardson v. Flanders [1993] FSR 497, 527 (Ferris J, finding useful US case law on infringement
in relation to computer programs, especially the abstraction-filtration-comparison approach adopted in
Computer Associates v. Altai (1993) 23 IPR 385); with Ibcos Computers v. Barclays Mercantile Highland Finance
[1994] FSR 275, 289 (Jacob J, finding US case law unhelpful, and pointing out the different statutory basis for
US decisions).

2 TRIPS, Art. 9(2) (copyright protection shall extend to expressions and not to ideas, procedures, methods
of operation, or mathematical conceptions as such); WCT, Art. 2. However, TRIPS and the WCT set minimum
standards, so presumably, a country may protect ideas: TRIPS, Art 1(1); Gervais para. 2.99; Reinbothe and von
Lewinski, The WIPO Copyright Treaties (2002), 22—3. The Software Dir., Art 1(1) states that ‘ideas and prin-
ciples which underlie any element of a computer program . .. are not protected by copyright’. This is an
obligatory requirement, but has not been expressly implemented in the UK.

3 Database Dir., Art. 5; Software Dir., Art. 4(a); Information Society Dir., Art. 2(1). No alteration of the
British statute was seen to be necessary.
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2 PRIMARY INFRINGEMENT

In an action for primary infringement, the onus falls upon the claimant to show on the
balance of probabilities that:

(i) the defendant carried out one of the activities which falls within the copyright
owner’s control;

(ii) the defendant’s work was derived from the copyright work (‘causal connection’);
and

(iii) the restricted act was carried out in relation to the work or a substantial part
thereof.*

3 RESTRICTED ACTIVITIES

The first question that needs to be asked in considering whether copyright in a work has
been infringed is whether the defendant carried out one of the activities that falls within
the copyright owner’s rights. This topic was discussed in Chapter 6.

4 A ‘CAUSAL CONNECTION’

The second matter that needs to be proved in order to establish infringement is that the
defendant’s work was derived from the claimant’s work.®> That is, it is necessary to show
that there is a causal link between the work used (i.e. reproduced, issued, rented, per-
formed, communicated, or adapted) by the defendant and the copyright work. This means
that unlike the case with patents, copyright law does not protect a copyright owner against
independent creation. It is important to note that it is not necessary for the defendant’s
work to be derived directly from the original of the work;® it is possible for a defendant to
infringe where they base their work on a copy of the work. It is also important to note that
it does not matter if the intermediate reproduction is itself a legitimate or a pirated copy.’”
This means, for example, that where a person copies a three-dimensional object (such
as an exhaust pipe), they may infringe the copyright in the drawings on which the
three-dimensional object was based, even though they have never seen the drawings.®
Whether a defendant’s material was derived from a claimant’s copyright work is a
matter of fact, and it is for the claimant to persuade the tribunal that this has occurred. In
order to do so, the claimant may use different forms of evidence. First, and most con-
vincing, is direct evidence that the defendant utilized the claimant’s work in producing

4 CDPA s. 16(3).

5 See e.g. Autospin (Oil Seals) v. Beehive Spinning [1995] RPC 683 (failure to show a causal chain). As we
saw at pp. 131-2 above the knowledge of the defendant is not important in determining whether an act of
primary infringement has taken place, but see also pp. 149-51 above.

6 CDPA 5. 16(3)(b). 7 CDPA s. 16(3).

8 British Leyland v. Armstong [1986] AC 577 (production of replacement exhaust pipes for claimant’s cars
indirectly copied the claimant’s original drawings).
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their own. For example, an ex-employee may be able to give evidence that they were asked
to produce something similar to the claimant’s work; or a third party may have witnessed
the appropriation. Indeed, a defendant may in some circumstances admit that they drew
upon the claimant’s work.

However, such direct evidence is often unavailable. In these circumstances, the courts
have sometimes been willing to infer derivation. In order to persuade a court to infer
copying, a claimant will typically rely on similarities between the works, coupled with
evidence that the defendant had access and opportunity to copy the copyright work. A
court is likely to accept that there is a causal connection between the two works if the
similarities are very numerous, or so individual,’ that the possibility of their having been
independently conceived by the defendant is implausible.'® Even if the shared elements are
less individual or numerous, an inference of derivation may be drawn where a claimant
can positively demonstrate the defendant’s familiarity with the copyright work.!! Where
such an inference of copying has been established by a claimant, the onus then shifts onto
the defendant to prove that they created the work independently.'? In order to do so, a
defendant may claim that the similarities between the two works can be explained by
factors other than copying. For example, a defendant may attempt to show that the
similarities are attributable to the fact that the two works were inspired by the same
source," that both works were constrained by the functions they perform,' or, less plaus-
ibly, to chance.'® Such claims are likely to be undermined by evidence that the defendant
has been engaged in similar acts of copying on previous occasions.

This process of inference can be well illustrated by the House of Lords™ decision in
Designers Guild v. Williams.'® The claimant had produced its fabric design, named Ixia, in
1994. The design was impressionistic in style, made up of roughly drawn pink and yellow
stripes with flowers scattered haphazardly across the stripes (see Fig. 8.1). The fabric was
made available in shops from September 1995. A year later the claimant discovered that
the defendant was selling fabric with a design called Marguerite, also based on vertical
stripes in alternating colours and with flowers and associated stalks and leaves scattered

9 Billhifer Maschinenfabrik GmbH v. Dixon & Co. [1990] FSR 105, 123 (Hoffmann J, observing the
paradox that it is ‘the resemblances of inessentials, the small, redundant, even mistaken elements of the
copyright work which carry the greatest weight’ in proving derivation). See also L.B. (Plastics) v. Swish
Products [1979] FSR 145, 159 (Lord Hailsham); Ibcos Computers v. Barclays Mercantile Highland Finance
[1994] FSR 275,298 (proving derivation via the inclusion in the defendant’s program of spelling mistakes and
redundant code from the claimant’s program).

10" Designers Guild v. Russell Williams [2000] 1 WLR 2416, 2425 per Lord Millett.

11 At this stage, key factors include the relative age of the claimant’s work, and how widely distributed it
had been: Francis Day v. Bron [1963] Ch 587 (where, on facts, derivation not established).

12 Designers Guild v. Russell Williams [2000] 1 WLR 2416, 2425 per Lord Millett; Ibcos Computers v.
Barclays Mercantile Highland Finance [1994] FSR 275, 297; Stoddard International v. William Lomas Carpets
[2001] FSR 848, 857-8.

13 Harman v. Osborne [1967] 1 WLR 723, 728 (plays about the Charge of the Light Brigade may have been
created independently but in the absence of an express explanation by the defendant, Goff J granted an
interim injunction).

14 Catnic Components v. Hill and Smith [1982] RPC 183, 222 (CA, affirming Whitford J); Kleeneze Ltd. v.
D.R.G. (UK) Ltd [1984] FSR 399, 401 (both designs relied on same concept, but beyond that similarities were
attributable to functional considerations or were commonplace).

15 Francis Day v. Bron [1963] Ch 587, 615—6 (per Willmer LJ, accepting similarities in two musical pieces
were a result of coincidence).

16 Designers Guild v. Russell Williams [2000] 1 WLR 2416.
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across the stripes (see Fig. 8.2). There were, however, several differences between the two
designs, and the defendant denied that Marguerite had been copied from Ixia, asserting
that its designer had developed it from her own Cherry Blossom design. Nevertheless,
Judge Lawrence Collins QC inferred from the evidence that Marguerite in fact had been
derived from Ixia,'” a finding which the House of Lords approved. First, the judge found
that there were seven similarities between the two designs.'® Both designs were based on
stripes with scattered flowers; both were in an impressionistic style, showing brushwork; in
both the stripes had rough edges; in both the petals were executed in a similar way; in both
the stripes showed through some of the petals; in each, the flower heads comprised a
‘strong blob’; and in each the leaves were in two shades of green. The judge concluded that
these similarities went ‘far beyond the similarities which would be expected simply from
both being based on an impressionistic style or from both being based on a combination
of stripes and scattered flowers and leaves’. Second, the judge found that the designer of
Marguerite had had an opportunity to copy Ixia, since she was at a trade fair in 1995 where
the Ixia design was exhibited. Third, the judge rejected the defendant’s own account
of how she came to produce the Marguerite design, finding her story unconvincing.
Consequently, he found that the defendant’s design was derived from the claimant’s.

One factor that has been useful in proving derivation is the fact that the infringing work
contains the same mistakes that occur in the original work. In these circumstances it is
assumed that the reason why the same mistakes appear in the two works is that they are

Fig. 8.1 The claimant’s Ixia design, created by Helen Burke

Source: Courtesy of Designer’s Guild.

17" Designers Guild v. Russell Williams [1998] FSR 803. 18 11998] FSR 803, 815.
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Fig. 8.2 The defendant’s Marguerite design, created by Jane Ibbotson

copies of each other. Where works involve low levels of innate individuality, in order to
assist in the task of proving derivation, copyright owners sometimes place incorrect or
false information in their works. For example, the creators of a telephone directory may
include a number of false names and addresses in the directory. Similarly, computer
programs may contain lines of meaningless code. Where this incorrect or meaningless
information appears in a defendant’s work, it is very difficult for them to argue that they
created the work independently of the copyright work."”

In most cases, the process of copying will be a conscious act. In some cases, however, the
courts have been willing to accept that the process of derivation may occur at a sub-
conscious level.?® While a defendant may honestly not recall having seen or heard the
copyright work, the courts seem open to the argument that the defendant subconsciously
copied from the copyright work. This is particularly the case in relation to songs where
catchy, even annoying, tunes embed themselves in the subconscious. The acceptance of
subconscious copying provides the courts with a way of rationalizing the implausibility of

19 Waterlow Directories v. Reed Information [1992] FSR 207; Waterlow Publishers v. Rose [1995] FSR 409.

20 Francis Day v. Bron [1963] Ch 587. According to Willmer LJ, at 614, to establish subconscious copying it
must be shown that the composer of the offending work was familiar with the work alleged to have been
copied. Cf. Upjohn LJ, at 621-2 (leaving the issue of whether a different test applied for subconscious copying
undecided). In this case there was not sufficient material from which such an inference could be drawn. See
also E. Gomme Ltd v. Relaxateze [1976] RPC 377 (requiring high degree of familiarity for subconscious
copying); Jones v. London Borough of Tower Hamlets [2001] RPC (23) 407, 432.
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independent creation with the conflicting evidence of a defendant who claims that they
cannot remember having any contact with the work.?!

5 THE WORK OR A SUBSTANTIAL PART THEREOF?

The third and final question that needs to be asked in an infringement action is whether
the restricted act has been carried out in relation to the work or a substantial part thereof.
The basic approach was set out by Lord Millett in Designers Guild:*

Once the judge has found that the defendants’ design incorporates features taken from the
copyright work, the question is whether what has been taken constitutes all or a substantial
part of the copyright work. This is a matter of impression, for whether the part taken is
substantial must be determined by its quality rather than its quantity. It depends upon its
importance to the copyright work. It does not depend upon its importance to the defend-
ants’ work, as I have already pointed out. The pirated part is considered on its own . . . and
its importance to the copyright work assessed. There is no need to look at the infringing
work for this purpose.

This question of substantiality is the most difficult aspect of copyright infringement. In
principle, in order to answer this question it is necessary to ask two subsidiary questions:

(1) what is the work for the purposes of infringement; and

(2) has the defendant’s utilized the whole of the claimant’s work or a substantial part
thereof?

5.1 WHAT IS THE WORK FOR THE PURPOSES OF INFRINGEMENT?

Logically, the first task that arises when determining whether the defendant has utilized
the whole or a substantial part of the copyright work is to ascertain the limits of the
copyright work. To determine what the work is, it is necessary first to determine the
parameters of the work, and then to differentiate the protected from non-protected
elements of the work. We will deal with each of these in turn.”

5.1.1 What are the parameters of the work?

In many situations the parameters of the work will not be in dispute. This would be the
case, for example, where a person photocopies all of a book, or they copy all of a computer
program. Where a work is divisible into smaller elements the question may arise as to
whether the ‘parts’ should be treated as separate and distinct works. If we take the case of a
book, for example, while it is clear that the book as a whole is a copyright work, what of
the chapters, pages, paragraphs, sentences, or words that are included in the book? The

21 Francis Day v. Bron [1963] Ch 587, 619 (per Upjohn LJ); Jones v. London Borough of Tower Hamlets
[2001] RPC (23) 407, 432; Elanco Products v. Mandops [1980] RPC 213, 227 (CA) (where similarities were so
remarkable there must have been deliberate and conscious copying).

22 Designers Guild v. Williams [2000] 1 WLR 2416, 2426.

23 The task of identifying the work is made easier because the claimants will specify in their statement of
case the parameters of the work as well as the parts of the work that they believe have been infringed. While
not definitive, this provides a useful starting point for demarcating the scope of the work.

© L. Bently and B. Sherman 2004



INFRINGEMENT 167

decision as to the size of the copyright work may have an important bearing on the
outcome of an infringement action. The reason for this is that the question of whether
something is ‘the whole or a substantial part’ of something else depends on what it is
being judged against. In this case, that something else is the copyright work.*

The question of how the parameters of the work are to be determined was considered
by Judge Laddie QC in Hyperion Records v. Warner Music.*> This was an application for
summary judgment brought by Hyperion Records who owned copyright in a sound
recording of the medieval chant, O Euchari. The chant, which was five minutes eighteen
seconds long, appeared on the album ‘A Feather on the Breath of God’. Hyperion Records
alleged that their copyright had been infringed when the electronic-pop band, The Beloved
copied (or sampled) eight notes from O Euchari and incorporated them into their record
Happiness.

While it was clear that the song O Euchari was a work, Hyperion Records argued that
the eight notes sampled by The Beloved also formed a distinct copyright work in their own
right.?® If this was accepted, it would clearly have been an infringement as 100 per cent of
the ‘work’ would have been taken. Judge Laddie QC rejected the argument saying that I
do not accept that all copyright works can be considered as a package of copyright works,
consisting of the copyright in the whole and an infinite number of subdivisions of it’. He
added that ‘if the copyright owner is entitled to redefine his copyright work so as to match
the size of the alleged infringement, there would never be a requirement for substantiality’.
More specifically, Judge Laddie did not accept that it was legitimate ‘to arbitrarily cut out
of a large work that portion which has been allegedly copied and then to call that the
copyright work’.?” While Judge Laddie held that the eight notes sampled by The Beloved
could not be treated as a separate work, this did not mean that in other circumstances a
recording of eight notes could not be a copyright sound recording: it is possible that it
could. The reason for this was that a particular aspect of a larger work might be treated as
a separate worKk if it has a discrete, natural, or non-artificial shape. Thus, a day’s footage on
a film that is ‘a discrete product of the film-maker’s art’ may be treated as a distinct work.
Presumably the results of a recording session, as distinct from the final product, would also
attract separate copyright protection.?

24 In the past, statutory definitions have helped give guidance as to the parameters of the work. For
example, under the 1842 Copyright Act, ‘book’ was defined as ‘every volume, part or division of a volume . . .
separately published’. However, the abstract categories in CDPA s. 1(1) provide no such guidance. See also
Sherman and Bently, 1923 (explaining that for many intellectual property rights ‘representative registration’
helps define the parameters of the work, and noting this is not the case with copyright).

25 Hyperion Records v. Warner Music (1991, unreported). See also, Spelling Goldberg Productions v. BPC
Publishing [1981] RPC 283 (Buckley L]); Merchandising Corporation v. Harpbond [1983] FSR 32,39 (Walton J:
it was not open to a claimant to select certain parts of a sketch and say each part had a separate copyright
therein).

26 They also argued that the whole track was the work and that the defendant had reproduced a substantial
part thereof.

27 Tt is not always in the copyright owner’s interests to define the work in this way. Where a defendant has
taken small helpings from a number of separate publications there may be benefits from asserting that the
separate publications were in fact one. See, e.g. PCR v. Dow Jones Telerate [1998] FSR 170, 183 (Lloyd J
rejecting claimant’s argument that its two articles should be taken together for the purpose of determining
whether a substantial part).

28 Note the correspondence in the definition of sound recording with the notion of a musical work, in
CDPA s. 5(1)(b). This may suggest that the parameters of a sound recording are defined by the parameters of
a musical work: The Newspaper Licensing Agency Ltd v. Marks and Spencer plc [2003] AC 551, 557—8 (para. 11)
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Judge Laddie’s judgment provides us with some useful assistance in undertaking the
(much neglected) task of defining the parameters of the work. In addition to focusing on
whether a particular item can be seen as ‘natural’ or ‘non-artificial’, it seems that other
relevant considerations would include: the intention of the creator; the level of inter-
dependence or independence of the units concerned; and the commercial form in which
the work is to be published or made available.?’ Given that one consequence of recogniz-
ing small units as discrete copyright works is potentially to increase the level of protec-
tion,*® a useful starting point should be that where a work has been published, the form in
which the work is first issued is presumed to determine the parameters of the work.

5.1.2 The depth of protection

As we explained in Chapter 6, the protection given to entrepreneurial works is limited to
the form in which the work is fixed (e.g. in the case of a film, the specific images; or in the
cases of a sound recording, the specific sounds recorded). One of the consequences of this
is that the only question that arises in relation to entrepreneurial works is whether a
substantial part of a work has been taken. In relation to authorial works, however, the
protection extends beyond the specific form in which the work is recorded to include
other aspects of the work. For example, the protection afforded to a literary work, such as a
novel, may extend beyond reproduction of the printed words on the page to include
copying of the story line, plot, and characters that form part of the novel.

In some cases, the non-literal elements of the work may take the form of more abstract
or general ways of describing the literal aspects of a work. As Learned Hand said in the
well-known American decision of Nichols v. Universal Pictures Corporation, ‘[u]pon any
work, and especially a play, a great number of patterns of increasing generality will fit
equally well, as more and more of the incident is left out’’! Thus, at its most specific, a
play may consist of the words of the script. At a more abstract level, it may consist of the
plot or story line. The play may also be described very generally as a tragedy or a comedy.
(It should be noted that the very general aspects of the work may not be protected on the
basis that they are ‘ideas’.) While thinking about a copyright work as if it consisted of a
series of levels of abstraction may be useful in certain instances, in other situations the
non-literal elements of a work cannot be described in these terms. In these cases the non-
literal elements are better seen as aspects of a work that are not visible on looking at the

per Lord Hoffmann (a sound recording of one musical work is by definition different from the recording of
another, even if they are issued on the same CD.).

29 This will be the primary factor in relation to copyright in the typographical arrangement of a published
edition: The Newspaper Licensing Agency Ltd v. Marks and Spencer plc [2003] AC 551 (HL). Here the issue was
whether the copyright in the typographical arrangements in a number of the newspapers had been infringed
by copying and distributing individual articles. As a result the House of Lords was called upon to consider
whether the NLA had typographical copyright in each of the individual articles in the newspapers or only in
each newspaper as a whole. The House of Lords held that ‘the frame of reference for the term “published
edition” is the language of the publishing trade’ and therefore that ‘the edition is the product, generally
between covers, which the publisher offers to the public’. Thus, each edition of the newspaper rather than each
article benefited from the typographical copyright.

30 For an example of an exceptional case where it was in the interests of the claimant to define the
parameters of the work expansively, so that the defendant’s individually de minimis takings might be regarded
as substantial, see Electronic Techniques (Anglia) v. Critchley Components [1997] FSR 401.

31 Nichols v. Universal Pictures Corporation (1930) 45 F (2d) 119, 121.
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surface of the work: this is particularly the case in relation to computer programs.** Given
this, perhaps the best way to understand the scope of protection potentially available
beyond the surface of the work is to provide some examples.

In relation to literary and dramatic works, as well as the words on the page (the literal
aspect of the work), the non-literal elements of a novel or play (which may be protected by
the copyright therein) may include the plot,* the story line,* as well as the incidents and
themes.* While the issue has not really been addressed in the United Kingdom, it is less
likely that the characters of a novel or play will be protected. As we explain below, the non-
literal elements of a literary work do not include the general ideas that may have informed
or underpinned a work. In relation to computer programs copyright protection potentially
extends beyond the object and source code of the program to include non-literal
elements such as the structure or architecture of the program,® as well as the sequence of
operations, functions, and interfaces that are used in the program.

There have been fewer decisions defining what is protected in relation to musical works.
However, it seems that protection might include the melody, phrasing, or rhythm; the
time; or the suggested orchestration.

The question of the scope of protection available for artistic works was considered in
Krisarts SA v. Briarfine.’’” The defendants commissioned a Mrs Gardner to paint scenes and
views such as the Houses of Parliament with Westminster Bridge in the foreground, the
Tower of London, Windsor Castle, and so on. In so doing they showed Mrs Gardner
picture postcards of the scenes they wanted her to paint. The defendants also gave Mrs
Gardner prints taken from M. Legendre’s paintings. While there was no accusation of
slavish copying, many of the paintings were taken from the same view and the same angle
as M. Legendre’s paintings. As such, the question arose as to whether there was any
copyright in the view or angle that a painter adopts. While Whitford J stressed that other
painters should not be prevented from painting the same scenes, he did accept that there
could be certain elements of the scenes that were ‘distinctive’ enough to warrant being
protected.’® As he said:

When one is considering a view of a very well-known subject like the Houses of Parliament
with Westminster Bridge and part of the Embankment in the foreground, the features in

32 Most literary copyright works involve both literal matter (the exact words of a novel or computer
program) and varying levels of abstraction (plot, more or less detailed of a novel, general structures of a
computer program). Ibcos Computers v. Barclays Mercantile Highland Finance [1994] FSR 275, 302.

33 Harman Pictures v. Osborne [1967] 1 WLR 723, 728; Rees v. Melville [1914] MacG CC 168. In relation to
literary works, the taking of a plot of a novel or play can certainly infringe—if the plot is a substantial part of
the copyright work: Designers Guild v. Williams [2001] 1 WLR 2416 (HL); Ibcos Computers v. Barclays
Mercantile Highland Finance [1994] FSR 275, 291.

34 Corelli v. Gray (1913) 29 TLR 570; Autospin (Oil Seals) v. Beehive Spinning [1995] RPC 683, 697; Kelly v.
Cinema Houses [1914] MacG CC 168.

35 Corelli v. Gray (1913) 29 TLR 570; Rees v. Melville [1911-16] MacG CC 168. Cf. Norowzian v. Arks [2000]
FSR 67, 74, 76 (rthythm and pace, theme, and editing style were not subject of copyright).

36 Architecture’ may also be used to describe what Jacob J in Ibcos Computers v. Barclays Mercantile
Highland Finance [1994] FSR 275, 292, 302 called program structure. Cantor Fitzgerald International v.
Tradition (UK) [2000] RPC 95, 133—4. See generally, M. Shaw and D. Garlan, Software Architecture: Perspec-
tives on an Emerging Discipline (1996).

37 [1977] FSR 557.

38 While Whitford ] was not willing to reach a final decision on copyright infringement, he was
sympathetic to such a finding.
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which copyright is going to subsist are very often the choice of viewpoint, the exact balance
of foreground features or features in the middle ground and features in the far ground, the
figures which are introduced, possibly in the case of a river scene the craft on the river and so
forth. It is in choices of this character that the person producing the artistic work makes his
original contribution.*

In the light of this, Whitford J held that it was arguable that Mrs Gardner’s use of
M. Legendre’s work was sufficiently substantial to amount to infringement of copyright.
While it is highly unlikely that the style used by an artist could be protected (style being
the equivalent of an idea), it has been suggested that ‘if the “feeling and character” of the
claimant’s work has been taken this will be a relevant, but not conclusive, consideration’.*

5.1.3 Distinguishing the protected parts from the non-protected parts

Although the scope of the work may extend well beyond its literal appearance, in most
cases there will be certain parts of a work that are not protected. In order to ascertain
whether infringement has occurred, therefore, it is necessary to distinguish the protected
parts of the work from those parts that are not protected (which form part of what is
sometimes called the ‘public domain’). The reason for this is that when deciding if a
copyright work has been infringed, copyright law is only concerned with the protected
parts of the work.*! The problem is knowing how the line is to be drawn between the
protected and non-protected parts of the work. Given the diverse nature of the subject
matter protected by copyright, it is not surprising that the aspects of the work that are
potentially protected vary considerably between the different categories of works.

Three principles are used to divide a work the part that is protected by copyright law
and the unprotected parts that are free to be used by all. The first flows from the fact that
protection is only granted over the parts of a work that are relevant to the type of work in
question. The second is that copyright law only provides protection over those parts of the
work that ensure that the work is original. The third is that copyright does not protect the
‘ideas’ that lie behind or inform a work.

(i) Irrelevant elements. The only elements of a work that are protected are those which are
relevant to the type of work in question.** This means that the way a work is classified may
influence the aspects of a creation that are protected. For example, because there are two
copyrights in a song, one relating to the lyrics and one to the music, a claim to infringe-
ment must be made out distinctly in relation to one or other. That is, evidence of copying
of the music will not make an insubstantial taking of the lyrics any more substantial: it is
simply not relevant to the claim.

For the most part, there are few problems in ascertaining which aspects of a particular
creation are relevant to the type of work in question, though as we observed in Chapter 3,
certain difficulties have arisen in differentiating between literary and artistic aspects of
functional works, such as circuit diagrams. Another situation where a strict differentiation

39 [1977] FSR 557, 562.

40 Copinger, para. 7-82 citing Bauman v. Fussell [1978] RPC 485; Brooks v. Religious Tract Society (1897) 45
WR 476.

41 Ladbroke (Football) v. William Hill (Football) [1964] 1 WLR 273, 293 (Lord Pearce); Warwick Film
v. Eisenger [1969] 1 Ch 508.

42 Cantor Fitzgerald International v. Tradition (UK) [2000] RPC 95, 131.
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may prove unsatisfactory is in relation to maps: while strictly speaking maps are ‘artistic
works’ the courts have, rightly, considered them not just visually but as compilations of
information.*

(ii)) Non-original elements. Another factor that separates the public and the private elem-
ents of a copyright work is the requirement of originality (discussed in Chapter 4). This is
because a person will only infringe if they appropriate a part of the work upon which an
author’s original skill and labour had been expended.* This means that the copying of an
unoriginal part of the work is not an infringement.* This can be seen if we consider the
situation where a person compiled a list of the names of Arsenal supporters living in
Australia. If the originality of the compilation lay in the way the information was
arranged, third parties would not be able to make use of the way the names were organ-
ized. They would, however, be able to make use of the information (if, for example, they
scrambled the list). Alternatively, if the originality of the compilation stemmed from the
selection of the material (but not its arrangement), third parties would not be able to
make use of the information (although they would not be prevented from independently
compiling the list themselves).

The correspondence between originality and what needs to be taken for a person to
infringe can also be seen in Kenrick v. Lawrence.*® This case concerned the copyright
protection available for a rudimentary drawing of a hand pointing to a square on a ballot
paper to be used by illiterate voters. In considering this issue, the court said that ‘the
degree and kind of protection given must vary greatly with the character of the drawing,
and that with such a drawing as we are dealing with the copyright must be confined to that
which is special to the individual drawing over and above the idea—in other words, the
copyright [in the case at hand] is .. . . [of] extremely limited character’.*” As such, while the
court held that the drawing was protected by copyright, it also said that as the level of skill,
labour, and effort that was used in creating the work was minimal (it was a simple,
functional work), nothing short of an exact literal reproduction of the drawing would
constitute an infringement. The upshot of this is that where the originality is thin, the
scope of protection will be correspondingly thin. The principle that copyright protection
is ‘thinner’ where the originality is ‘thinner’ may go some way to explain statements of
courts that a copyist may legitimately take greater amounts of technical or historical
material than would be permitted in the case of a work of fiction.*

43 Geographia Ltd v. Penguin Books Ltd [1985] FSR 208.

44 Designers Guild v. Williams [2000] 1 WLR 2416,2431 (Lord Scott, approving as useful a test suggested by
Laddie et al. asking whether the infringer incorporated a substantial part of the independent skill, labour, etc.
contributed by the original author in creating the copyright work); Cantor Fitzgerald International v. Tradition
(UK) [2000] RPC 95, 131 (copyright law protects the relevant skill and labour expended by the author on the
creation of the work); Autospin (Oil Seals) v. Beehive Spinning [1995] RPC 683, 697; Ibcos Computers v.
Barclays Mercantile Highland Finance [1994] FSR 275.

45 Ladbroke (Football) v. William Hill (Football) [1964] 1 WLR 273, 293 (Lord Pearce); Bowater Windows
Ltd v. Aspen Windows Ltd [1999] FSR 759, 781-2 (holding redrafted version of an 8-page sales ad not to
infringe copyright in the document on which it was based because any literal similarity existed only in respect
of aspects of the document which embodied a negligible amount of skill and labour and because no claim
could be made to originality in the basis of the document); Laddie et al., paras. 4.1, 8.35.

46 (1890) 25 QBD 99. 47 Kenrick v. Lawrence (1890) 25 QBD 99, 104.

48 Ravenscroft v. Herbert [1980] RPC 193, 205-6 (while the court based its view on a notion of implied
licence, we prefer the view that copyright is ‘thinner’ in such cases).
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It is important to recognize that a great deal of care needs to be taken when differentiat-
ing between original and non-original aspects of a work. Although in some situations, the
work as a whole can be dissected and non-original aspects ignored for the purposes of the
infringement analysis, such ‘dissection’ carries with it a potential danger. This danger
arises from the fact that originality can be provided not merely from labour and skill in the
creation of new, original, material, but also from the collation or collection of pre-existing,
non-original, material. A process of dissection can cause a tribunal to overlook the creativ-
ity involved in such collation or arrangement. In other words, dissection may cause a
tribunal incorrectly to treat the whole as merely the sum of its parts. However, if a
defendant takes a number of elements from the claimant’s work, each of which might
individually be non-original, there may well nevertheless be a taking of a substantial part
of the labour and skill involved in collating the material.*’ This can be seen from the
different positions of the Court of Appeal and House or Lords in Designers’ Guild v.
Williams. The Court of Appeal found that various elements of the claimant’s design were
unoriginal, and this led it to hold that the defendant had merely reproduced the idea of
stripes and flowers, which was not a substantial part. As the House of Lords pointed out, in
overturning this finding and re-instating the finding of the High Court, the error involved
in this analysis was that the originality of the claimant’s design lay in the composition of
the design as a whole. As Lord Hoffmann stated, ‘the exercise in dissection . . . dealt with
the copied features piece-meal instead of considering, as the judge had done, their cumula-
tive effect’. Likewise, Lord Scott described the approach whereby the constituent features
of the rival designs were isolated from the whole and compared with one another as
‘wrong in principle’, because the claim related to altered copying of the claimant’s design
as a whole.”

(i1i) Non-protection of ideas. Another factor which enables the public and the private
elements of a work to be distinguished derives from the long-established principle that
copyright protection is not granted to the ideas which are embodied in or which may have
inspired the work.>! In more positive terms this means that third parties are able to make
whatever use they wish of the ideas that are contained in a copyright work. Thus it is not
an infringement for someone to take the ideas or concepts ‘behind’ a painting, a book, or a
computer program and incorporate them into their own work. In this context it is import-
ant to note that ‘idea’ is a shorthand expression that covers an array of different things
such as the ideas which prompted the work (to explore the impact of copyright law on
artists); the subject matter of the work (a book on intellectual property law);** or the
general style in which the work is created (a cubist painting).>®

49 On the relationship between unoriginal works and the context in which they are taken see Biotrading &
Financing v. Biohit [1998] FSR 109, 122.

50 [2000] 1 WLR 2416, 2421 (Lord Hoffmann), 2434 (Lord Scott).

51 The dangers of copyright protection of ideas were recognized in the eighteenth-century discussions of
common law property, in particular Millar v. Taylor (1769) (1774) 2 Bro PC 129 and Donaldson v. Beckett,
Cobbett’s Parliamentary History xvii, 954. The principle that there can be no copyright in an idea has been
described at the highest level as ‘trite law’: L.B. (Plastics) v. Swish Products [1979] FSR 145, 160 (Lord
Hailsham), 165 (Lord Salmon). The non-protection of ideas has been recognized in international treaties: see
TRIPS Art. 9(2); WCT Art. 2; Software Dir., Art. 1(2).

52 Kenrick v. Lawrence (1890) 25 QBD 99, 102 (‘mere choice of subject matter can rarely if ever confer
upon the author of a drawing an exclusive right to represent the subject’).

53 Norowzian v. Arks [2000] FSR 67, 74, 76 (no copyright in film-editing style).
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Sometimes, the principle that copyright law does not protect ideas is referred to as the
idea—expression dichotomy. This is usually taken to mean that what is protected is not an
idea but its expression. In so far as the dichotomy implies that copyright predominantly
protects the mode of expression used by the author, rather than their ideas, the dichotomy
is not inaccurate. It is unhelpful, however, in that it wrongly suggests that copyright
protection is limited to the form or expression used by the author and that copyright does
not protect against change of form nor against non-literal copying.”* For as we noted
earlier, copyright law will protect many of the ideas expressed in a work. As Lord
Hoffmann explained in the Newspaper Licensing Agency case, copyright infringement ‘is
sufficiently flexible to include the copying of ideas abstracted from a literary, dramatic,
musical or artistic work, provided that their expression in the original work has involved
sufficient of the relevant original skill and labour to attract copyright protection’.

In Designers Guild v. Williams, Lord Hoffmann reviewed the case law on idea and
expression, and concluded that it supported two quite distinct propositions. The first is
that a copyright work may express certain ideas which are not protected ‘because they have
no connection with the literary, dramatic, musical or artistic nature of the work’.>> Lord
Hoffmann said this would be the case with a literary work which described a system or
invention. Although the work would be protected, copyright would not entitle the author
to claim protection for their system or invention as such. He gave, as a specific example,
the case of Kleeneze Litd v. DRG (UK), in which Whitford J found there had been no
infringement of copyright in the claimant’s drawing of a letterbox draught-excluder where
the defendant had merely taken the concept of the draught-excluder.”® The other propo-
sition is that certain ideas expressed by a copyright work may not be protected because,
although they are ideas of a literary, dramatic, or artistic nature, they are not original, or so
commonplace as not to form a substantial part of the work. Lord Hoffmann gave the
example of Kenrick & Co. v. Lawrence & Co., which we have already discussed. In that case
copyright subsisted in the drawing of a hand, but such copyright would not enable the
copyright owner to object to other people drawing hands, if in so doing all that was
reproduced was the idea. As Lord Hoffmann explained, ‘[a]t that level of abstraction, the
idea, though expressed in the design, would not have represented sufficient of the author’s
skill and labour as to attract copyright protection’.

Lord Hoffmann’s articulation of the rule that ideas are unprotected is helpful in that it
recognizes that the vagueness of the concept of ‘idea’ is likely to lead to misinterpretation
of the nature and scope of the exclusion. In fact, the exclusion is a relatively narrow one,
and does not encompass everything that might be referred to, in common speech, as an
idea. However, his attempt to pin down the rule that copyright is not infringed by the use

54 For a warning about the use of this aphorism see Designers Guild v. Williams [2000] 1 WLR 2416, 2422
(Lord Hoffmann); Ibcos Computers v. Barclays Mercantile Finance [1994] FSR 275 (Jacob J).

55 [2000] 1 WLR 2416, 2423.

56 [1984] FSR 399. The example is problematic for a number of reasons. First, because Whitford J’s
judgment is couched mainly in terms of whether there had been ‘copying’. Second, because the claimant’s
work had two components: Berry’s idea and Snow’s drawing which embodied the idea, and the decision
merely found indirect copying of Berry’s idea, not direct copying of Snow’s labour. The case would stand
better for the proposition that there cannot be copyright in ideas for new functional products (because there
are public policy reasons for promoting competition in that domain, as well as a specific intellectual property
regime, patents).
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of some ideas is open to the criticisms that it lacks clarity,”” is incomplete,®® and (by
collapsing the rule on the non-protection of ideas into a rule on originality, rather than
acknowledging its basis in public policy) may produce an unduly limited account of the
exception. Failing to acknowledge that the rule is based in public policy suggests that if
general ideas embody substantial labour and skill they will benefit from protection (unless
they are ‘unconnected’ with the work). This would be a novel, and undesirable, outcome.*
The exclusion of ‘ideas’ from the scope of protection is an important judicial technique
that is used to reconcile the divergent interests of copyright owners against the interests of
users, creators, and the public more generally. These interests include, but are by no means
confined to: the public interest in ensuring that new works can be made dealing with the
same topic, or subject matter;** the public interest in ensuring that copyright protection
does not undermine the free use of functional ideas (other than those protected by
designs);®! the desirability of allowing multiple works using the same techniques of pro-
duction (again subject to the limitation of patent law); the public interest in free expres-
sion; and particularly the free dissemination of political and economic ideas and historical
facts.%? The rule on non-protection of ideas is thus primarily directed at leaving free from
monopolization the building blocks of culture, communication, creativity, and
expression.®® It can be no surprise, then that given the potential variety of influences, the
application of the rule has been somewhat unpredictable. Moreover, in an era where there

57 In particular, his speech leaves unclear what kind of connections make ideas part of the protected
elements.

58 Lord Hoffmann’s account seems to be incomplete, in that it omits techniques, methods, or style, matters
which are usually considered unprotected: Harman v. Osborne [1967] 1 WLR 723, 728 (‘There is no copyright
in ideas or schemes or systems or methods: it is confined to their expression’); Norowzian v. Arks [2000] FSR
67, 74, 76 (no copyright in film-editing style).

59 There is an abundance of US literature: W. Landes and R. Posner, ‘An Economic Analysis of Copyright’
(1989), 12 J Legal Studies 325 (explaining idea-expression dichotomy in terms of law and economics); A. Yen,
‘Restoring the Natural Law: Copyright as Labour and Possession’ (1990) 51 Okhio State L] 517, 552 (arguing
that the idea-expression dichotomy is informed by natural law doctrines of possession, which recognize
certain things as being inherently incapable of possession and suggesting that copyright statutes should be
interpreted correspondingly, so that copyright protects only ‘the most concrete and obvious facets of a work’);
A. Yen, ‘A First Amendment Perspective on the Idea/Expression Dichotomy and Copyright in a Work’s “Total
Concept And Feel’ (1989) 38 Emory L] 393 (emphasizing role and limitations of dichotomy in protecting
freedom of speech); J. Litman, ‘“The Public Domain’ (1990) 39 Emory L] 965 (explaining the law’s reluctance
to protect ideas information, short phrases, simple plots, themes, stock scenes, and utilitarian solutions to
concrete problems on the ground that they are difficult to trace); S. Vaidhyanathan, Copyright and Copy-
wrongs: The Rise of Intellectual Property and How it Threatens Creativity (2001) (arguing that the distinction
has been steadily collapsing and that it is crucial that we rediscover, reinvent, and strengthen the idea-
expression dichotomy).

60 Jones v. London Borough of Tower Hamlets [2001] RPC (23) 407, 418-9 (‘If the idea were protected at law
that would prevent any subsequent person using that idea producing a variant. That would give the originator
of the idea a very wide monopoly and not one contemplated by law’).

61 Kleeneze Ltd v. DRG (UK) Ltd [1984] FSR 399 (permitting defendant to take idea of letterbox draught
excluder, and recognizing desirability of competition in production of articles which fulfill the same
function).

62 Ashdown v. Telegraph Group Ltd [2001] 3 WLR 1368, 1379; [2002] RPC 235 (Lord Phillips MR, discuss-
ing relation between copyright and freedom of expression, and noting that there will rarely be a conflict
between them because ‘only the form of the literary work is protected’ so copyright does not normally
prevent the publication of the information conveyed by the literary work. Understood in this way, the rule
cannot be limited to the general or abstract ideas or facts).

63 Jones v. London Borough of Tower Hamlets [2001] RPC (23) 407, 418-9 (referring to common stock of
architectural ideas which everyone is free to use).
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is increased international norm-setting in the definition of the rights of the copyright
owner, the non-protection of ideas represents one of the few avenues by which the courts
can take account of the individual circumstances and merits of particular decisions.

5.2 HAS THE DEFENDANT TAKEN THE WHOLE OR A SUBSTANTIAL
PART OF THE COPYRIGHT WORK?

Once the protected elements of the work have been identified, it is then possible to
consider what the defendant has taken from the copyright work and ask whether the
defendant has used the whole or a substantial part of the claimant’s work.®* Identical
copying (that is, copying in an identical form of the totality of the claimant’s work—
sometimes referred to as ‘piracy’) raises no analytical problems, and thus in the absence
of an exception (on which see Chapter 9) a finding of infringement follows inevitably.
Consequently, we say nothing further about such copying. Copyright law, however, has
long recognized that protection ought not to be limited to situations where the defendant
uses an exact copy of the work.®® The reason for this is that if copyright protection is
limited to situations where identical copies of the work were used, plagiarists would be
able to escape infringement simply by making minor variations to the copied work.*
Copyright law therefore provides protection not just where the whole work has been
used but also where a defendant has used a substantial part of the protected aspects of
the work. In extending protection from identical copying to copying of ‘any substantial
part’ of a work, the law enables a copyright owner to control situations where a defend-
ant takes part of a work (e.g. where half of a book is photocopied or a sample of a sound
recording is copied); and where the defendant changes the form of the work (e.g. where a
play is translated from English into Spanish, or is converted into a film).®” This move
from protecting only against identical copying to protecting partial copies or copies of
the substance of a work, inevitably has required the courts to make difficult value
judgments.

While it seems eminently defensible to protect a copyright work against ‘colourable
variations’, the term ‘substantial’ —introduced for the first time in the 1911 Act—has
allowed the courts to expand the scope of protection much further than the mere coverage
of substantially competing works.®® The term is one with a ‘wide range of meanings’ and

64 As Lord Millett emphasized in Designers Guild v. Williams [2000] 1 WLR 2416, 2425, copyright
infringement does not involve a work for work comparison. Rather it is important to focus on what the
defendant derived from the claimant’s work.

65 Thus, in the case of a book as well as protecting the surface of the text (the printed words), copyright law
also protects the intangible property that lies behind or, more accurately, is represented in the text.

66 As should be clear, the circumstances in which someone infringes copyright are different from the
circumstances in which someone might be regarded as a ‘plagiarist’. For discussions of the distinction, see
S. Green, ‘Plagiarism, Norms, and the Limits of Theft Law: Some Observations on the Use of Criminal
Sanctions in Enforcing Intellectual Property Rights’ (2002) 54 Hastings L] 167, 200-202; L. Stearns, ‘Copy-
wrong: Plagiarism, Process, Property and the Law’ (1992) 80 California LR 513, 525 ff.

67 These two situations are sometimes referred to as cases of ‘fragmented literal similarity’ and ‘com-
prehensive non-literal similarity’, or as ‘literal copying’ and ‘altered copying’. See, e.g. Designers Guild v.
Williams [2000] 1 WLR 2416, 2431 per Lord Scott, following Laddie et al.

68 CDPA s. 16(3). The term ‘substantial part’ was first introduced in CA 1911 s. 1(2). The term had
however been used in case law prior to 1911 (where taking was contrasted with ‘fair-use’ of a work).
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the courts have preferred those at the lower end of the range.®® This is not the place for an
historical review of the case law, but it can be said that there has been a discernible shift
towards allowing a copyright owner to control ever-smaller uses and re-uses of their
works. In the not too distant past, the courts often took the view that a person would only
infringe where the part taken was an essential, vital, or important part of the work.”® In
recent years, however, tribunals have being willing to find infringement as long as the
defendant’s use is not of an ‘insignificant’ or de minimis part.”! Indeed, in an important
speech by Lord Bingham (with whom all the other Lords agreed) in Designers Guild,”* the
concept of substantiality has been treated implicitly as leaving beyond the scope of the
copyright owner’s monopoly only trivial, valueless, and insignificant elements of the work.
More specifically, his Lordship explained section 16(3)’s reference to a substantial part as
the law ‘realistically recognising that no real injury is done to the copyright owner if no
more than an insignificant part of the copyright work is copied’. In our view, this tendency
to treat the test of whether the defendant has used a substantial part as merely a test of
whether a taking is more than de minimis involves an unjustified and undesirable exten-
sion of the copyright holder’s rights. We therefore proceed on the orthodox basis, that is
that for a defendant to be held to have infringed it is necessary to show that they have used
a substantial part of the claimant’s copyright work, that is, an important part of that work.

5.2.1 When is a part important?

The question of whether a restricted act carried out in relation to part of a work amounts
to an infringement always depends on the facts of the case. In particular, the question of
whether a copyright work has been infringed depends primarily on the nature of the
claimant’s work, and on what has been taken by the defendant. While the evidential nature
of the infringement inquiry means that each case will depend on its facts, it is possible to
make some general comments about the way that importance is likely to be judged. In
essence, the fate of a defendant depends on the relative importance of the part that is
taken.”?

(i) Types of evidence. The first and most general point is that the question of whether a
part is important and thus substantial is decided by the courts.”* In many cases, particu-
larly those involving more technical or esoteric subject matter, the courts may rely on
expert evidence from computer programmers, musicologists, choreographers, and other

69 Newspaper Licensing Agency v. Marks & Spencer plc [2001] Ch 257, 268 per Peter Gibson L] (citing Lord
Mustill in R v. Monopolies and Mergers Commission, ex p. South Yorkshire Transport Ltd [1993] 1 WLR 23, 29);
at 286-7, per Mance LJ.

70 Hawkes & Sons v. Paramount Film Service [1934] 1 Ch D 593, 606 (Slesser L]) (where the defendant’s
broadcast of part of the claimant’s song, while not prolonged, was held to be ‘a substantial, vital and essential
part’).

71 Designers Guild v. Williams [2000] 1 WLR 2416, 2418 (Lord Bingham). See also Newspaper Licensing
Agency v. Marks & Spencer plc [2001] Ch 257, 268 per Peter Gibson L] (substantiality describes something
‘more than de minimis, something considerable in amount; that is, of an amount to make it worthy of
consideration’); at 287, per Mance L] (specifically rejecting argument that substantial part meant the ‘essen-
tial part’, saying it set the test too high).

72 [2000] 1 WLR 2416, 2418.

73 Sillitoe v. McGraw-Hill Book Co. (UK) [1983] FSR 545, 549-50; Hawkes ¢ Sons v. Parmount Film Service
[1934] 1 Ch D 593, 605—6 (CA).

74 Ibcos Computers v. Barclays Mercantile Highland Finance [1994] FSR 275, 302.
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specialists as to the relative importance of the part.”> At the end of the day, however, it
is for the court to decide whether the part taken is important. Although, the focus of
the tribunal should be on whether the part taken was important to the copyright work,
in reaching a determination a court will inevitably be influenced by the surrounding
circumstances (including: the way the claimant’s work was created; the nature of the
work, for example, whether it is a work of information or fiction; the relationship
between the parties, in particular, whether they are in competition; the conduct of the
parties, in particular whether the defendant has copied merely to save itself expending
effort; the reason why the part was taken, for example, whether it has been used for the
purposes of parody; and whether the use is degrading).”® In addition, the tribunal is
likely to be influenced by its understanding of the functions of copyright law, its
approach to the legitimacy of copyright, and its general perceptions of the work and the
part used.”

(ii) Importance to claimant’s work. The next point to note is that the relative importance
of the part taken is judged in terms of its importance to the copyright work and not the
defendant’s work.”® The reason for this is that the test imposed by the statute is whether
the part used by the defendant is a substantial part of the claimant’s copyright work, not
whether it is a substantial part of the defendant’s work.” This has two consequences. First,
it means that it does not matter that the part taken forms an unimportant part of the
defendant’s work, nor that the defendant has expended considerable labour, skill, and
effort themselves. The contributions of the defendant in transforming a copyright work
have been regarded as largely irrelevant, the court preferring merely to attend to what the
defendant has taken.® Translations and abridgments, however valuable, have for more
than a century been regarded as infringements.®! Equally, in the case of copying of elem-
ents of an artistic work (as with that of Ixia by Marguerite in Designer’s Guild: Figs. 8.1 and
8.2), it is a matter of no relevance to a finding of substantial taking that the defendant’s
work gives off an overall different impression than the claimant’s. For the same reason
(most) parodic uses of copyright works are regarded as infringements, irrespective of the

7> Cantor Fitzgerald International v. Tradition (UK) [2000] RPC 95. The evidence assists the court to form a
view about the nature of the skill and labour involved in a particular work: The Newspaper Licensing Agency
Ltd. v. Marks and Spencer plc [2003] AC 551 (para. 21).

76 Laddie et al., para. 4.55.

77 This can be seen in the way data division of a program (which defines the nature and structure of the
files used by the program) were construed. In Total Information Processing [1992] FSR 171, Judge Baker
likened the data division to a table of contents of a book, which he said would be unlikely to be protected as
part of a book. Cf. Ibcos Computers v. Barclays Mercantile Highland Finance [1994] FSR 275, 303.

78 Designers Guild v. Russell Williams [2000] 1 WLR 2416, 2420, 2426.

79 Warwick Films v. Eisinger [1969] 1 Ch 508; Hyperion Records v. Warner Music (1991, unreported). (The
‘importance of the copied part to the defendant’s recording is a poor guide as to whether or not it is a
substantial part of the work from which it was taken’, particularly where the recordings were in different
styles.)

80 Tt was not always so: courts previously took into account any effort the defendant had made in trans-
forming the work into another work: if a transformation was substantial, as with a translation or abridgment,
there would be no finding of infringement, e.g. Gyles v. Wilcox (1741) 2 Atk 141.

81 D. Vaver, ‘Abridgments and Abstracts: Copyright Implications’ [1995] EIPR 225. R. Burrell, ‘Reining in
Copyright Law: Is Fair Use the Answer?’ [2001] IPQ 361, 365 ff. (pointing out that even cases such as Gyles v
Wilcox can be seen as pro-copyright owner, given the statutory starting point).
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parodist’s skill or the social value accorded to parody.®? The second consequence of focus-
ing on whether the part is important to the claimant’s work is that if it is not, then in
principle it does not matter whether the part is used repeatedly in the defendant’s work (as
often happens with the digital sampling of musical works).

(iii) Substantiality a qualitative criterion. While the use of the term ‘substantial’ suggests
that importance should be judged in terms of the amount taken, the inquiry is as much
concerned with the quality as the quantity of the part taken.® Indeed, in two recent
decisions Lord Hoffmann went further, saying that the question of substantiality is a
matter of quality rather than quantity.3* So long as a part is qualitatively an important part
of the work as a whole, even a very small part of a work may be a substantial part.

(iv) Assessing quality. To say that the issue is one of quality leaves open how quality is to
be determined. In The Newspaper Licensing Agency Ltd. v. Marks and Spencer plc, Lord
Hoffmann provided some guidance, when he stated that the qualitatively important parts
of a work were to be identified ‘by reference to the reason why the work is given copyright
protection’.® He explained that in the case of literary copyright, copyright is conferred
(irrespective of literary merit) upon an original literary work, and it followed that the
quality relevant for the purposes of substantiality is the ‘literary originality’ of that which
has been copied.®® In the case of an artistic work, Lord Hoffmann said, it is the ‘artistic
originality’ of that which has been copied—which primarily relates to the visual signifi-
cance of what has been copied.?” In relation to typographical arrangements, it is the labour

82 Glyn v. Weston Feature Film [1916] 1 Ch261; Joy Music v. Sunday Pictorial Newspapers (1920) [1960] 2 QB
60 (both suggesting that the defendant’s effort is relevant, and if sufficient, parodies are non-infringing);
Williamson Music v. Pearson [1987] FSR 97, 107; Schweppes v. Wellington [1984] FSR 210 (suggesting that what
the defendant added is irrelevant, so issue is whether defendant has taken a substantial part, which will usually
be the case with parodies—though it was not so on the facts in Williamson Music). The killing off of this
‘nascent exception for parodies’ is characterized by Burrell as ‘cavalier’: Burrell, ibid., 376. See also Laddie et
al., para. 3.142 and 4.62 (arguing that there is still room for the courts to indulge the parodist, and suggesting
a test based on injury to the economic interests of the copyright owner); M. Spence, ‘Intellectual Property and
the Problem of Parody’ (1998) 114 LQR 594; E. Gredley and S. Maniatis, ‘Parody: A Fatal Attraction?’ [1997]
EIPR 339.

83 Ladbroke (Football) v. William Hill (Football) [1964] 1 WLR 273, 276 (Lord Reid), 283 (Lord Evershed,
not just physical amount but substantial significance).

84 The Newspaper Licensing Agency Ltd v. Marks and Spencer plc [2003] 1 AC 551, 559 (para. 19); Designers
Guild v. Williams [2000] 1 WLR 2416, 2422. See also per Lord Millett [2000] 1 WLR 2416, 2426; Ladbroke
(Football) v. William Hill (Football) [1964] 1 WLR 273, 288 per Lord Hodson; L.B. (Plastics) v. Swish Products
[1979] FSR 145, 152 (Lord Wilberforce), 159 (Lord Hailsham).

85 The Newspaper Licensing Agency Ltd v. Marks and Spencer plc [2003] 1 AC 551, 559. Later he reiterated
that ‘the purpose of the copyright is something which can be taken into account in deciding the kind of skill
and labour which will attract protection’. Ascertaining parliamentary intention was relatively easy in relation
to ‘typographical arrangements’, but may be less easy in relation to other works.

86 At times the courts come dangerously close to analysing quality in aesthetic terms, and thus breaching
the ‘principle of non-discrimination’ which they attempt to apply in the context of determining subsistence.
In Chappell v. D. C. Thompson [1928-35] MacG CC 467, where four lines from a twenty-line poem (‘Her
Name is Mary’) were taken, the importance of the part was judged in terms of its literary merit. The lines—
‘Her name is Mary/The sweetest name I know/And she’s the one that I will love/For ever and a day’ were held
not to be a substantial part of the poem. This can be contrasted with Kipling v. Genatosan [1923-8] MacG CC
203 where it was suggested that four lines which formed the crescendo of Kipling’s thirty-two-line poem ‘I
were a substantial part of the poem.

87 In Billhofer Maschinenfabrik v. T. H. Dixon & Co. [1990] FSR 105 Hoffmann J (as he then was) said that
the question of whether part of an artistic work is substantial depends upon the importance of the particular
dimensions and spatial arrangements depicted.

© L. Bently and B. Sherman 2004



INFRINGEMENT 179

and skill invested in choosing the presentation and layout (as opposed to the particular
words and images published in the edition) that is protected.®®

(v) Quality of entrepreneurial works. It seems that the same approach is taken in assessing
what amounts to a substantial part of an entrepreneurial work as in the case of any other
work. A number of commentators had suggested that it was not possible to speak in a
meaningful way about the ‘important’ part of an entrepreneurial work, contending that
the quality of the entrepreneurial work will not change throughout the work.®* For
example, it was argued that while a three-second sample that contains the hook of a song
may be an important part of a musical work, it does not necessarily follow from this that
the way the three seconds were recorded will be any different from the way the rest of the
song was recorded.” Indeed it is more likely that the quality of the sound recording will be
the same throughout the recording than change from part to part. Following the decision
of the House of Lords in Newspaper Licensing Agency, it is evident that the same general
approach is taken at least in relation to typographical arrangements as in relation to
literary, dramatic, musical, and artistic works. However, while the decision applied only to
typographical arrangements, leaving the position in relation to sound recordings, films,
and broadcasts undecided, the better view is that the House of Lords decision applies to all
such works.

(vi) Photographs of films. In assessing substantiality in relation to films, account needs to
be taken of a special statutory provision. Section 17(4) of the 1988 Act states that copying
in relation to a film or television broadcast includes making a photograph of the whole or
any substantial part of any image forming part of the film or broadcast. This means that
where someone takes a photograph of a single image from a film and reproduces it on a
T-shirt, a poster, or a web site they would infringe.”!

(vii) Importance to audience. It is sometimes said that the importance of the part is judged
from the point of view of the person to whom the work is addressed.”? For example, in
dealing with an infringement action brought in 1934 in relation to the copying of twenty-
eight bars from the well-known military march called ‘Colonel Bogey’, the Court of
Appeal concluded that the part was substantial because anyone hearing the part taken

88 The Newspaper Licensing Agency Ltd v. Marks and Spencer plc [2003] 1 AC 551. However, it is not always
easy to determine exactly which labour and skill is ‘relevant’ because each category of works accommodate a
whole variety of different genres— ‘literary works” include novels, poems, tables and compilations, computer
programs; ‘artistic works’ include realist and abstract paintings and drawings, as well as engineering drawings
and maps; and so on. In turn there are potentially a wide variety of types of relevant skill and labour.

89 Laddie et al., paras. 7.59 (films), 9.20, 8.37 (broadcasts) (typographical arrangements). It had been
suggested that in this context a ‘substantial part’ simply means any part of the work so long as it is not so
small as to be trifling or insignificant: Laddie et al., para. 7.59.

90 Moreover, a substantial part of a newspaper protected by copyright as a ‘literary work’ may well not be a
substantial part of the ‘typographical arrangement’: Nationwide News v. Copyright Agency Ltd (1996) 34 IPR
53,71.

91 Although the existence of this provision indicates that the legislature is happy, on occasions, that
copyright protection extends to very small parts of works, it should be recognized, first, that this was done in
response to the existence of a market for film stills for use in posters; and second, that the express provision
only covers infringement by copying. The sub-section should not be read as a green light to those seeking to
transform the meaning of ‘substantial part” into ‘non-de minimis part’.

92 Billhifer Maschinenfabrik v. Dixon [1990] FSR 105; Francis Day ¢& Hunter v. Bron [1963] Ch 587, 623.
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would recognize it.”* It was also the part by which the march was chiefly known and the
cause of its popularity. In ITP v. Time Out, the court held that in copying part of the
claimant’s compilation of television and radio programmes, Time Out (a weekly listings
magazine) reproduced a substantial part of the copyright work.** The court stressed that a
key factor in finding that the part taken was important and thus substantial was that Time
Out had concentrated on the peak viewing times and on the programmes which occurred
at irregular times. In essence, Time Out took the parts of the TV listings that were of most
value to users. A similar approach was adopted in Express Newspapers. In considering
whether the copying of the small sequences (two sequences of five letters and a twenty-five
letter grid) from an original work of somewhere between 700 and 750 different sets of
grids and five-letter sequences (which was used in a newspaper game), the court said that
the part was substantial because it was ‘the only part of the work that on that day will be
any matter of consequence to anybody’.*> (See Fig. 3.2.)

While this approach to the determination of the importance of a part is not necessarily
wrong, it should be noted that it may be misleading. It is unobjectionable in those cases
where the audience’s view is founded on an appreciation of the relevant labour, skill,
judgment, or craftsmanship that has gone into the work. For example, in the ‘Colonel
Bogey’ case, the decision could as easily have been articulated in terms of the fact that the
part taken was that which was most musically original. Similarly, although in the Time Out
decision Whitford ] emphasized that the parts were important because they related to the
peak viewing times, his decision might have been justified by treating the taking of the
‘irregular scheduling’ as a substantial part because more skill and labour was required in
scheduling the irregular programs than the regular ones: Whitford J had earlier treated the
labour, skill, and judgment in choosing the programme times as well as compiling the list
as ‘relevant’ to the literary originality of the schedules.

Focusing on audience evaluation or commercial importance is, however, potentially
misleading because the audience to whom the work is addressed might be interested in
parts of the works which involve little relevant labour, skill, or investment. The key inquiry
is that stated by Lord Hoffmann: the importance of a part of a work is to be judged in
terms of criteria that are relevant to the type of work in question. In contrast, the mere fact
that part of a work becomes commercially significant or that there is a market for it should
not matter when deciding whether the part is substantial. For example, if a closed circuit
camera situated in a fixed position records incidents in a car park, while the incidents or
personalities recorded may hugely affect the commercial value of parts of the tape, they in
no way affect the qualitative importance of any part for copyright purposes.”® If we
consider exactly what the relevant labour, skill, and judgment invested by the creators was
in the Express Newspapers case, we might wonder whether the conclusion that there was

93 Hawkes & Sons v. Paramount Film Service (1934) 1 Ch D 593, 609 (CA); King Features v. Kleenman
[1941] AC 417.

94 [1984] FSR 64, 74.

95 Express Newspapers v. Liverpool Daily Post & Echo [1985] FSR 306, 311. See also PCR v. Dow Jones
Telerate [1998] FSR 170.

9 TIn the case of a sound recording, it seems on this basis it would be wrong to treat the part of which
embodies the most distinctive, unusual, or catchy sounds as automatically representing the important part of
the sound recording. This is because those parts may reflect, for example, the musical work, performance, and
so on, rather than labour, skill, and judgment in creating the recording itself.
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infringement was properly justified on the ground that the particular day’s grid was the
most important part of the claimants’ respective work.*” It seems that the court, no doubt
motivated by a desire to prevent ‘unfair competition’, stretched copyright too far.

(viii) Importance of ideas. One of the chief difficulties caused by Lord Hoffmann’s holding
that the qualitatively important parts of a literary work were to be identified by reference
to the ‘literary originality’ and the important parts of an artistic work by reference to
‘artistic originality’, is that the case law on ‘originality’ (described in Chapter 4) hardly
comprises an uncontroversial or settled body of law.”® One key difficulty it raises is know-
ing to what extent labour, skill, and judgment in producing ideas, information, or making
commercial decisions which precede the creation of the work itself can be treated as part
of the ‘literary or artistic originality’. In the context of determining originality, we saw that
the House of Lords in Ladbroke v. William Hill had said that the court should not dissect
labour, skill, and judgment in deciding what bets to offer from the labour, skill, and
judgment in creating the coupon thereafter.” If this general proposition also carries
weight when determining literary or artistic originality for the purpose of deciding
whether a part is important and thus whether there is infringement, we are a short step
away from concluding that the important parts of a copyright work may be those that
incorporate the ideas or carry the information that have taken the most labour or skill to
produce (rather than express).' And vyet, in Catnic v. Hill & Smith, (in a passage which
received the approval of the Privy Council in Interlego v. Tyco), Buckley LJ has said that
importance may be judged by how far a part contributes to conveying information, but
not to the importance of the information which it helps to convey. What is protected is the
skill and labour devoted to making the work not the skill and labour devoted to develop-
ing some idea or invention communicated or depicted in the work.!” In due course, the
courts will be forced to confront this apparent conflict. If current trends persist, it is likely
that they will reject the Catnic approach, which requires too subtle an analysis, and favour
the stronger protection that application of Ladbroke would produce.

(ix) Functional importance. A similar difficulty has arisen in relation to determining the
importance of parts of functional works. Here, the courts have held that while a part may
be important to the functioning of the work, if it is not also significant in terms of the
originality of the work it will not be substantial. In the case of an artistic work this means
that while a part may be important to the functioning of a work, if it is not visually
important then it will not be a substantial part. This can be seen, for example, in Johnstone
Safety v. Peter Cook where the Court of Appeal had to consider whether a relatively small
but functionally important feature of a sectional design of a plastic traffic cone which
enabled the cones to be conveniently stacked was a substantial part of the drawing. Ralph

97 Whitford ] was of the view that a good deal of labour had gone into ensuring the grids produced enough
winners to be attractive, but not so many as to render the game hopelessly uneconomic. In fact, the claimant
had developed a computer program, and then checked that the grids were acceptable. Perhaps the case can be
said to be one where there was a substantial taking from a quantitative point of view.

98 A further question is whether the European harmonization of originality in relation to computer
programs, databases, and photographs (described at pp. 101-6) affects the substantiality inquiry.

99 [1964] 1 WLR 273.

100 1. B. (Plastics) v. Swish Products [1979] FSR 145, 163 (Lord Hailsham) (all information embodied in the
design drawings could be considered when deciding if there was infringement).

101 Catnic Components v. Hill and Smith [1982] RPC 183; Interlego v. Tyco [1989] AC 217, 265.

© L. Bently and B. Sherman 2004



182 COPYRIGHT

Gibson LJ said that the fact that the feature was functionally important did not make it
‘more potent’ for demonstrating that a substantial part had been reproduced. As the
feature had ‘no substantial significance in the visual image of the artistic work’ it was not a
substantial part of the work.!%? Nevertheless, while ‘functional importance’ of a part is not
the test, it does not follow that a part taken from an artistic work is only substantial if it is
of visual significance to a layman. In the case of design drawings for a car exhaust system,
the salient features were not to be assessed by the visitor observing the exhaust pipe
mounted on a plinth at the Tate Gallery. Instead, they were to be judged by an engineer
wanting to make an exhaust pipe to fit under a car.'® Presumably, this person is in the best
position to assess the labour, skill, and judgment that the author has invested in the
drawings in question.

The relation between functional importance and ‘substantiality’ has also arisen where a
small part of a computer program is copied. In these circumstances it is sometimes
pointed out that the program will not function or will not function properly without the
part.' Given that ‘every part of a computer program is essential to its performance’ it has
been suggested by some commentators that every part, however small, should be treated as
a ‘substantial part’ of the program.!®® This approach has been rejected in the United
Kingdom.!% The reason for this is that it applies the wrong criterion to test whether the
part is important.'” While it may be clear that the functional importance of part of a
computer program is not a relevant consideration when deciding whether the work has
been infringed, it is not yet clear which aspects of a computer program will be relevant.

(x) The part must itself be capable of being protected. In some cases the courts have sug-
gested that a part will not be substantial if the amount that is taken would not itself attract
copyright.'® This can be seen in Francis Day ¢ Hunter where the owners of copyright in
the song “The Man Who Broke the Bank at Monte Carlo’ brought an infringement action
against a person who made a film of the same name. In response Lord Wright said that the
‘copying which is complained of is the use of the title, and that is too unsubstantial on the
facts of this case to constitute infringement’.'” In other words, Lord Wright thought there
was no copyright in the title by itself. A similar approach was adopted in the parody case of
Williamson Music v. Pearson where the only parts left in the defendant’s parody of the
claimant’s song ‘There is Nothin’ Like a Dame’ were the words ‘we got’, which were
repeated several times. Judge Baker QC held that the words were not a substantial part of

102 Johnstone Safety v. Peter Cook [1990] FSR 161, 178. See also Rose Plastics GmbH v. William Beckett ¢ Co
[1989] FSR 113, 123 (substantial importance from point of view of operation was not same as substantial part
of artistic work, which depended on visual significance).

103 Billhofer Maschinenfabrik v. Dixon [1990] FSR 105, 120.

104 Cantor Fitzgerald International v. Tradition (UK) [2000] RPC 95, 130; Ibcos Computers v. Barclays
Mercantile Highland Finance [1994] FSR 275, 285.

105 See Data Access Corp v. Powerflex Services (1999) 45 IPR 353 (HC of Australia) citing with approval
Cantor Fitzgerald v. Tradition [2000] RPC 95.

106 Cantor Fitzgerald International v. Tradition (UK) [2000] RPC 95, 130.

107" Interlego v. Tyco [1988] RPC 343 (PC); Electronic Techniques (Anglia) v. Critchley Components [1997]
FSR 401.

108 Ladbroke (Football) v. William Hill (Football) [1964] 1 WLR 273, 293 per Lord Pearce; Designers Guild
v. Williams [2000] 1 WLR 2416, 2423 per Lord Hoffmann (second interpretation of idea-expression rule);
Merchandising Corp v. Harpbond [1983] FSR 32, 47 per Lawton LJ.

109" Erancis Day & Hunter v. 20th Century Fox [1940] AC 112, 1234,
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the copyright work, noting that ‘in themselves the words would not be copyright as a
literary work’.1® While the rule that a part will not be substantial if it would not itself
attract copyright may be uncontroversial, it would be dangerous to infer from these cases
a different proposition, namely, that if the amount taken could itself have constituted a
protected work, then it necessarily follows that the amount taken is substantial.'! Such a
proposition would fail to take account of the importance of the part taken to the claimant’s
work as a whole: indeed, it would involve ignoring the rest of the claimant’s work.

(xi) Repeated takings. In certain situations the question has arisen as to whether the taking
of an insubstantial part of the copyright work over a period of time amounts to the taking
of a substantial part of the work. This question arises in two situations. The first is where a
defendant regularly takes insubstantial amounts from a single copyright work. For example,
while a student may not infringe the copyright in a 300-page textbook if they copied five
pages, what of the situation where over the course of an afternoon the same student went
to a photocopy machine twenty times and photocopied a different five-page section each
time? While the copying of five pages may not amount to an infringement, what of the
copying of 100 pages? The second scenario is where copyright works are created regularly
and the defendant consistently takes insubstantial amounts from different works. For
example, would it be an infringement for an evening newspaper to reproduce regularly an
insubstantial amount taken from daily financial reports of foreign markets that appeared
in a morning paper?

As regards the first situation, that is where a defendant regularly takes insubstantial
amounts from a single copyright work, the court in principle must decide whether there are
a number of takings or only one: a person will infringe if the acts can reasonably be seen as
a single act, and the cumulative taking is ‘substantial’.!!? Relevant factors would presum-
ably include whether the taking were used for the same purpose, and the time frame in
which the activities took place. Beyond those limited situations where a series of acts could
be interpreted as a single act, it seems the courts recognize a broader doctrine of ‘repeated
systematic copying from the same work’. Although Laddie J had observed that ‘the con-
cept of infringement by taking small and regular amounts was problematical’,'”® the
Court of Appeal in Newspaper Licensing Agency v. Marks & Spencer plc stated that such
systematic copying could be infringement.'* (The issue was not discussed in the House of
Lords). The Court of Appeal found support for its view from a case where a defendant
was held to infringe copyright in the fixture lists for the football season, because it had
copied a part of the list every two weeks.!!"> Nevertheless, the comments in NLA were

110 [1987] FSR 97, 107. After some early cases suggesting a different test for infringement by way of parody,
this case confirmed that no special rules apply.

U1 Cf. Laddie et al., para. 4.45 (arguing that if the part taken could have stood on its own as an original
work, the defendant’s work ‘is a plagiarism’).

112 Electronic Techniques (Anglia) v. Critchley Components [1997] FSR 401, 410.

U3 Electronic Techniques (Anglia) v. Critchley Components [1997] FSR 401, 410.

114 Newspaper Licensing Agency v. Marks & Spencer plc [2001] Ch 257, 269 (para. 33) per Peter Gibson LJ.
See also 288-9 (para. 108) (Mance LJ).

U5 Football League Ltd v. Littlewoods Pools Ltd [1959] Ch 637 (whether such fixture lists would now be
protected by copyright depends upon whether, as a result of the selection of arrangement, they could be said
to be their author’s own intellectual creation). Perhaps this would be the most satisfactory explanation for
Express Newspapers v. Liverpool Daily Post & Echo [1985] FSR 306 (which, as we saw earlier, is otherwise
problematical).
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obiter, and the Court gave no indication as to when (or why) copying would be treated as
‘systematic’.!!6

In contrast, where there is repeated copying of insubstantial parts from a series of
the claimant’s works there can be no finding of infringement (despite certain
nineteenth-century cases to the contrary).!"” Dismissing those authorities on the basis of
the different statutory terms, Peter Gibson L] said, ‘I do not understand how in logic what
is an insubstantial part of a work can when aggregated to another insubstantial part of
another work become a substantial part of the combined work’.!’® Here the only issue is
whether in each case the claimant can show some use of a substantial part of the
individual works.'®

5.2.2 Judicial and practical responses to the complicated inquiry

Having set out a structured approach suited to a rigorous analysis of copyright infringe-
ment, we should conclude our discussion of primary infringement with three points.
First, it should be noted that courts have not always been as rigorous or structured in
their analyses as we suggest is necessary in the preceding account. In most cases, in fact, the
court does not examine the nature of the claimant’s work, rather taking for granted the
boundaries of the work and that the work as a whole is protected. In these cases, the court
will merely go straight to the second issue, the substantiality of the taking.'? In yet other
cases, the court will not even examine the second, substantiality, issue with any rigour. In
some such cases, the court will utilize the ‘rough practical test’, that ‘what is worth copying
is worth protecting’.'?! This might be justified where there is an indication that the
defendant has deliberately copied, from which the court can at least draw an inference that
the defendant regarded the material it had appropriated as ‘worth taking’ and, therefore,
embodying original skill and labour.!?? In other circumstances, in particular where the
issue of derivation has been determined through a process of inference from multiple
similarities between the defendant’s material and the claimant’s work, the court may

116 Indeed, the fixture list case could have been an example of a single act, given that there was a pre-
conceived course of action.

17 Cate v. Devon Constitutional Newspaper (1889) 40 Ch D 500; Trade Auxiliary v. Middlesborough (1889)
40 Ch D 425. There is a possibility of infringing sui generis database right: see Ch. 13.

118 Newspaper Licensing Agency v. Marks & Spencer plc [2001] Ch 257, 269, 288.

19 PCR v. Dow Jones Telerate [1998] FSR 170, 183 (Lloyd J rejecting claimant’s argument that its two
articles and the defendant’s three articles should be taken together for the purpose of determining whether a
substantial part).

120 1hcos Computers v. Barclays Mercantile Highland Finance [1994] FSR 275.

121 University of London Press v. University Tutorial Press [1916] 2 Ch 601, 610. In Ladbroke (Football)
v. William Hill (Football) [1964] 1 WLR 273 the House of Lords misread Peterson J’s dictum (which was
directed at the issue of the originality of mathematics exams) and treated it as if it was concerned with
substantial taking.

122 A5 Laddie J said in Autospin (Oil Seals) v. Beehive Spinning [1995] RPC 683, a belief that taking was
blatant led courts, sometimes with almost evangelical fervour, to apply the commandment ‘thou shalt not
steal’. The test has been criticized by the lower courts on the ground that where the test is used, the tribunal
relinquishes the task of asking whether the work has been infringed according to the rules of copyright law
and focuses instead on the mere fact that the work has been copied. In so doing, all that a claimant has to
show to establish infringement is that their work has been copied. For criticisms, see Ibcos Computers v.
Barclays Mercantile Highland Finance [1994] FSR 275, 289 (Jacob J, test ‘proves too much’); Hyperion
Records v. Warner Music (1991, unreported) (Judge Laddie QC, saying test ‘goes too far’); Cantor Fitzgerald
International v. Tradition (UK) [2000] RPC 95, 131 (Pumfrey J, test ‘proves too much’).
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simply regard further inquiry as superfluous. This was the view of the majority of the
House of Lords in Designers Guild. For example, Lord Bingham there observed that ‘while
the finding of copying did not in theory conclude the issue of substantiality, on the facts
here it was almost bound to do so’. Lord Millett, too, agreed that while the issues of copying
and substantiality are treated as separate questions, in some circumstances, ‘the answer to
the first question will almost inevitably answer both, for if the similarities are sufficiently
numerous or extensive to justify an inference of copying they are likely to be sufficiently
substantial to satisfy this requirement also’.!*

Second, as should be clear, the factual nature of the infringement inquiry means that it
is often difficult to state in advance when a particular work may be infringed. This
uncertainty is particularly problematic for bodies such as libraries who deal with copy-
right works on a day-to-day basis and who need to provide advice as to the types of uses
which are permissible. Faced with this uncertainty, it is not surprising that standards and
protocols have been formulated in many industries that set out in a clear and readily
quantifiable manner the type of copying that is permissible. Perhaps the most well-known
example is the rule of thumb that 10 per cent or one chapter of a book may be copied.
Similar standards have also been formulated to deal with the digital sampling of musical
works and are currently being formulated in the multimedia industries. While these
standards do not take account of the qualitative nature of infringement, they do provide
an important and workable way of dealing with a difficult issue.

Third, and finally, as should be clear from the foregoing, the courts have recently
interpreted the rules on primary infringement in a way that leaves little scope for
unauthorized utilization of copyright protected material. Those parts of a work which are
not protected (as unoriginal, or as ideas) are defined increasingly narrowly. At the same
time, the courts are willing to treat virtually any appropriation as substantial (and pay no
attention to the way the material comes to be used). These trends reflect a widely-held
judicial understanding of copyright law as intended to protect all contributions of labour,
skill, and judgment. Copyright works are protected by the courts with a zeal that seems to
reflect a belief that the work is the absolute, despotic dominion of the copyright owner.
Yet, if we reflect on the dominant justification for copyright, namely that copyright is
intended to provide the minimum incentive necessary to the production of new works,
such an approach seems problematic.

6 SECONDARY INFRINGEMENT

In an attempt to inhibit the negative impact that illegal acts have upon copyright owners,
copyright law recognizes that it is not enough merely to provide remedies against those
who copy or perform the copyright work. Instead, copyright law recognizes that it is also
necessary to provide owners with protection against those who aid and abet the primary
infringer. Such accessorial infringement is known as secondary infringement.

123 [2000] 1 WLR 2416, 2418 (Lord Bingham), 2426 (Lord Millett), 2435 (Lord Scott). Lord Scott put the
proposition more forcefully still, stating that in cases of ‘altered copying’, ‘[i]f the similarities between the two
works were sufficient to justify the inference that one had been copied from the other, there was, in my
judgment, no further part for the concept of substantiality to play’.

© L. Bently and B. Sherman 2004



186 COPYRIGHT

There are two important differences between primary and secondary infringement. The
first relates to the scope of protection. Primary infringement is concerned with people
who are directly involved in the reproduction, performance, etc. of the copyright work. In
contrast, secondary infringement is concerned with people in a commercial context who
either deal with infringing copies, facilitate such copying, or facilitate public performance.
The second difference between the two forms of infringement relates to the mental elem-
ent that the defendant must exhibit in order to infringe. As we explain below, the state of
mind of the defendant is not formally taken into account when deciding whether an act of
primary infringement has occurred. In the case of secondary infringement, however, liabil-
ity is dependent on the defendant knowing or having reason to believe that the activities in
question are wrongful.'**

6.1 TYPES OF SECONDARY INFRINGEMENT

Secondary infringement can be divided into two general categories. First, those who distrib-
ute or deal with infringing copies once they have been made; and second, those who
facilitate copying by providing the equipment or means that enable the copying to take place.

6.1.1 The distribution of infringing copies

The first general category of secondary infringement is concerned with people who deal
with infringing copies of the work in a commercial context. To this end, sections 22 and 23
of the 1988 Act provide that the copyright in a work is infringed by a person who without
the licence of the copyright owner:

(1) imports an infringing copy into the UK otherwise than for their private and
domestic use,'®

(2) possesses an infringing copy in the course of business,'*
(3) sells or lets for hire, or offers or exposes for sale or hire an infringing copy,
(4) in the course of business exhibits in public or distributes an infringing copy,'?” or

(5) distributes an infringing copy, otherwise than in the course of a business, to such an
extent as to affect prejudicially the copyright owner.

Section 27(2) provides that an article is an ‘infringing copy’ if its making constituted an
infringement of the copyright in the work in question.'?® In the case of imported copies,
infringing copy also includes ‘notional infringements’, that is copies which if they had

124 CDPA ss. 224, 27. See Laddie et al., ch. 19. 125 CDPA s. 22.

126 Business is defined in CDPA s. 178 as including a ‘trade or profession’. In Pensher Security Doors v.
Sunderland City Council [2000] RPC 249, 280-2, Aldous L] held that (i) the letting of flats by a local authority
was a ‘business activity’, and (ii) that the council possessed infringing copies (in the case security doors which
infringed the claimant’s copyright in its design drawings) ‘in the course of that business even though there
was no intention to distribute the infringing copies. This was because possession of the doors was an integral
part of the business of letting the flats and thus not ‘incidental’ to the business.

127 An art gallery carries on business even though certain paintings are not for sale: Pensher Security Doors
v. Sunderland City Council [2000] RPC 249, 282.

128 But note the many situations in which the making of a copy is not infringing because of the existence
of a defence, but the statute requires the copy be treated as an infringing copy when subsequently dealt with
in specified ways: CDPA s. 27(6) referring to s. 32(5), s. 35(3), s. 36(5), s. 37(3), 5. 56(2), s. 63(2), 5. 68(4), and
s. 141.
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been made in the United Kingdom would have infringed copyright at the time of making,
or would have constituted a breach of an exclusive licence agreement relating to the
work.!? This provision has proved to be problematic.'* Its significance has been reduced,
however, by the extension of liability for primary infringement to include the issuing of
copies, including the importation of copies from outside the EEA. Liability for secondary
infringement by importation remains important in cases of importation from one EEA
state to another: however, this right is subject to the Treaty of Rome and the principle of
exhaustion.!?!

6.1.2 Providing the means for making infringing copies or performances

The second general category of secondary infringement is concerned with people who
facilitate copying. This occurs, for example, where someone provides the equipment or the
means that enables the copying to take place. There are a number of different situations
where the provision of the means for making infringing copies or performances will
amount to a secondary infringement.

Section 24(1) provides that a person is liable for infringement where they supply an
article that is specifically designed or adapted for making copies of the copyright work.
More specifically, section 24(1) provides that copyright in a work is infringed by a person
who without the licence of the copyright owner (a) makes, (b) imports into the United
Kingdom, (c) possesses in the course of business, or (d) sells, or lets for hire, or offers or
exposes for sale or hire an article specifically designed or adapted for making copies of that
work.

It should be noted that section 24(1) states that the article must be specifically designed
or adapted for the purpose of copying. This means that it is not enough that an article,
such as a photocopier or a tape-to-tape recorder, has the potential to copy. Rather, for the
section to operate the article must be specifically designed for the copying of a particular
work. This would be the case, for example, where someone makes a template or a mould of
a copyright work that is used to create infringing copies.

Special provisions are also made for people who transmit the work without the
appropriate permission. Section 24(2) states that copyright in a work is infringed by a
person who without licence transmits the work by means of telecommunications system
(such as a fax). It does not apply, however, to communications to the public. As with all
forms of secondary infringement, infringement is dependent upon the defendant ‘know-
ing or having reason to believe that infringing copies of the work will be made by means of
the reception of the transmission in the UK or elsewhere’.

Where the copyright in a literary, dramatic, or musical work is infringed by a perform-
ance at a ‘public place of entertainment’,'*? any person who gave permission for that place
to be used for the infringing performance is also liable for infringement. This does not

129 CDPA s. 27(3), Sched. 1, para. 14(3).

130 Described by Laddie et al., para. 19.16 as ‘far from straightforward’. One question that has been
debated is who does the hypothetical making—the maker abroad, the importer, or someone else.
See W. Rothnie, Parallel Imports (1993), 199-241. Laddie et al. argues that the identity of the maker is not in
issue, what is in issue is the purpose which the importation is intended to fulfill.

131 CDPA 5. 27(5). See above at pp. 1215, 43-6.

132 Defined in CDPA s. 25(2) to include premises occasionally used for public entertainment.
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apply, however, where the defendant gave permission on reasonable grounds that the
performance would not be infringed.'*

Special provisions also apply to those who facilitate an infringing performance. Section
26 deals with the situation where copyright is infringed by a public performance or by the
playing or showing of the work in public by means of apparatus for (a) playing sound
recordings, (b) showing films, or (c) receiving visual images or sounds conveyed by
electronic means. In these situations, the following people will infringe:

(i) The person who supplies the apparatus which enables the act of primary infringe-
ment to take place is liable for infringement. This covers someone who supplies
equipment to play records or show films. Infringement here is conditional on the
fact that where an apparatus is normally used in public, the defendant did not
reasonably believe on reasonable grounds that it would be used to infringe
copyright.13

(ii) An occupier of premises who gave permission for an apparatus to be brought on
to the premises will be liable if they knew or had reason to believe that the
apparatus was likely to be used to infringe copyright.'*

(iii) A person who supplies a copy of a sound recording or a film will be liable if they
knew or had reason to believe that the copy was likely to be used to infringe
copyright.!3

Finally, it should be noted that special rules, analogous to provisions on secondary
infringement, apply where persons do various acts that facilitate access to or duplication
of works that have been protected by technological measures. We deal with these in detail
in Chapter 13. For the moment we merely need to note that these rights cover (i) acts
which circumvent technological measures;'? (ii) the manufacture and distribution of
devices either ‘primarily designed, produced, adapted . . . for the purpose of enabling and
facilitating’ circumvention, or ‘promoted, advertised or marketed’ for that purpose and
ones having ‘only a limited commercially significant purpose or use other than to circum-
vent’;'*® and (iii) the provision of services for the purpose of enabling or facilitating
circumvention. Distinct, and narrower provisions apply where the measures protect

computer programs.'*

6.2 ACTUAL OR CONSTRUCTIVE KNOWLEDGE

One of the notable features of secondary infringement is that liability is dependent on the
defendant ‘knowing or having reason to believe’ that the activities in question are wrong-
ful. That is, liability is dependent on the defendant having either actual or constructive
knowledge. The question of whether a defendant has the requisite knowledge is decided
objectively.'® As such, it does not matter that the defendant may not have believed that the

133 CDPA s. 25(1). 134 CDPA s. 26(2). 135 CDPA s. 26(3).

136 CDPA s. 26(4). 137 CDPA s 296ZA. 138 CDPA s 296ZD.

139 CDPA, s. 296(1).

140 Cf. Laddie et al., paras. 19.4 ff. (arguing that a subjective element is appropriate, at least in cases where
the defendant is in possession of contradictory information).

© L. Bently and B. Sherman 2004



INFRINGEMENT 189

act in question was wrongful. All that matters are the conclusions a reasonable person
would have reached in the circumstances.

The question that needs to be asked is whether the defendant knew or had reason to
believe that they were dealing with or helping to facilitate the creation of an ‘infringing
copy’ of the copyright work. In answering this question, the courts have stressed that the
defendant must be in a position where they are able to evaluate the information that is
given to them.'"! This means that they must be given a reasonable period of time to
consider the information.!** It also means that the information that they are given must be
sufficiently detailed as to the nature of the work in question: general allegations about
infringement will not suffice."*® The courts have also said that it is 70t enough for the facts
to lead a reasonable person to suspect the relevant conclusion.!** Although it will enhance
the claimant’s case where the defendant is supplied with a copy of, or given reasonable
access to, the copyright work, the circumstances of the case may be such that the reason-
able defendant could have ‘known’ about the wrongful nature of their activities without
ever having seen the copyright work.'*®

141 LA Gear v. Hi-Tec Sports [1991] FSR 121, 129 (action for infringement of copyright in the drawings of
its shoes by importation of infringing copies. Since the claimant had sent the defendants a letter and copies of
the drawings, they had reason to believe these were infringing copies).

142 The normal period is often 14 days. Cf. Monsoon v. Indian Imports [1993] FSR 486.

143 Hutchinson Personal Communications v. Hook Advertising [1995] FSR 365; Metix UK v. Maughan
[1997] FSR 718.

144 7YX Music GmbH v. King [1997] 2 All ER 129.

145 Pensher Security Doors v. Sunderland City Council [2000] RPC 249.
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DEFENCES

1 INTRODUCTION

In this chapter we look at the exceptions that a defendant may rely upon when sued for
infringement of copyright. Most of these exceptions are found in Chapter III of Part 1 the
1988 Act (where they are referred to as permitted acts). As Laddie J said, Chapter III
‘consists of a collection of provisions which define with extraordinary precision and
rigidity the ambit of various exceptions to copyright protection’.! In addition to the
exceptions in the 1988 Act the courts have also developed a number of common law
defences that a defendant may rely upon when sued for infringement of copyright.

The exceptions examined here provide that certain acts that might otherwise constitute
an infringement of copyright do not incur liability. The exceptions only come into play
once a claimant has established that copyright has been infringed. Where this occurs, the
onus of proof falls on the defendant to prove that one of the exceptions applies.?

Given that the exceptions span a wide variety of activities, it is not surprising that they
perform a number of different roles. In some cases, the exceptions promote and encourage
the creation of works. This is particularly the case where the permitted use transforms the
original work in some way. In other cases, the exceptions overcome the market failure that
arises where an economically optimal use would not occur for one reason or other. This
occurs, for example, where the dealing is so small that the transaction costs of formulating
an agreement outweigh the value of any licence that may be negotiated between the
parties.’ In other cases the defences are intended to protect other non-copyright interests,
such as the protection of privacy and free speech.* In other cases the exceptions prevent
monopolies from being abused® and help to preserve material that is culturally and histor-
ically valuable.® Some of the defences encourage the parties to enter into collective
licences.”

L' Pro Sieben Media v. Carlton UK Television [1997] EMLR 509.

2 Rather surprisingly, given that the defences derogate from property rights, there does not appear to be
any consistent process of interpreting copyright exemptions strictly against the defendant.

3 W. Gordon, ‘Fair Use as Market Failure’ (1982) Columbia LR 1600. CDPA s. 30 (criticism or review), s. 59
(public recitation), ss. 57, 66A (difficulty locating author), s. 60 (abstracts), s. 74 (sub-titling), s. 35 (recording
of broadcasts for education), s. 36 (educational copying).

4 See, e.g. CDPA s. 29 (private study), s. 70 (home taping).

> CDPA s. 50B (decompilation), s. 73 (cable retransmission).

6 CDPA s. 61 (folksongs), s. 75 (archives).

7 CDPA s. 35 (recording of broadcasts for education), s. 36 (educational copying), s. 60 (copying of
abstracts), s. 66 (compulsory licensing of lending of works), s. 74 (sub-titling for hard of hearing etc), s. 143
(certification).
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As the 1988 Act reminds us, the mere fact that an activity falls within one of the
permitted acts does not mean that it does not contravene some other legal right.® An
obvious example being breach of contract. In recent years questions have arisen as to
whether the law should limit a person’s ability to contract out of the exceptions.” So far,
British copyright law has taken a piecemeal approach to these issues, and the various
provisions which prevent contracting-out are examined in their particular contexts.!® A
related problem is that raised by the interface between the exceptions to copyright and
technological measures of protection. If a person cannot take advantage of a defence
because of the application of access or copy control mechanisms, can that person legally
circumvent the measure in order to do so? So far, the UK legislature has answered this
question with a clear ‘no’, leaving users deprived of the ability to utilize some of the
exceptions with the possibility of applying to the Secretary of State. These provisions are
reviewed in Chapter 13."

For the most part, the exceptions to copyright protection available in the UK have
largely been unaffected by international influences. Under the Berne Convention,'? mem-
bers of the Union are permitted to create exceptions to the exclusive rights, in limited
circumstances.” In particular, exceptions to the reproduction right must satisfy the so-
called ‘three-step test’.!* According to this test, all exceptions must (i) be limited to certain
special cases, (ii) not conflict with a normal exploitation of the work, and (iii) not
unreasonably prejudice the legitimate interests of the author. As TRIPS requires that all
limitations comply with the three-step test, the test has become more important.'® Indeed,
in a notable decision it was held by the Dispute Panel that a provision of US law which
allowed certain establishments to play or show publicly works which were received from
broadcasts violated the ‘three-step test’.!® Although the United States has not been able, as
yet, to amend its law to comply with the Report, it has agreed to compensate European
copyright holders for the losses they have incurred.!” With the entry into force of the
WIPO Treaties, the same test is to be applied to the additional rights required to be
recognized, such as the distribution right and the right to make the work available to the

8 CDPAs. 28(1).

9 T. Vinje, ‘A Brave New World of Technological Protection Systems: Will there be room for copyright?’
[1996] EIPR 431; T. Heide, ‘Copyright, Contract and the Legal Protection of Technological Measures: Not
“The Old Fashioned Way”: Providing a Rationale to the “Copyright Exceptions Interface”’ (2003), 50
J. Copyr’t Soc’y USA 1001.

10 CDPA 5. 36(4), 5. 50A, 5. 50B, 5. 296A(1)(a), 5. 296A(1)(b), 5. 296A(1)(c), s. 296B. Broadcasting Act 1996,
s. 137. The more general issue about the relationship between contract and copyright is reviewed in Ch. 12.

11 CDPA s. 297ZA, 297ZE; Info. Soc. Dir., Art. 6. See below pp. 309-11.

12 As regards phonograms and broadcasts, see Rome, Art. 15(1).

13 Minor exceptions are permitted in accordance with the understandings expressed at various conferences
but these must be de minimis: see WTO Panel Report, United States: Sec. 110(5) of the US Copyright Act (15
June 2000) WT/DS160/R.

14 Berne, Art. 9(2). 15 TRIPS, Art. 13.

16 The WTO Dispute Panel has assessed whether various provisions of US law passed the test and thus
complied with Art. 13 TRIPS. WTO Panel Report, United States: Sec. 110(5) of the US Copyright Act (15 Jun.
2000) WT/DS160/R. For commentary, see L. Helfer ‘World Music on Stage: A Berne/TRIPS and Economic
Analysis of the Fairness in Music Licensing Act’ (2000) 80 Boston ULR 93; J. Ginsburg, “Toward Supranational
Copyright Law? The WTO Panel Decision’ (2001) 187 RIDA 3; Bettina C. Goldmann, ‘Victory for songwriters
in WTO music royalties dispute between U.S. and EU-background of the conflict over the extension of
copyright homestyle exemption’ [2001] IIC 412—429.

17" Richard Owens, ‘TRIPS and the Fairness in Music Arbitration: the Repercussions’ [2003] EIPR 49.
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public.'® The WPPT extends the application of the ‘three-step’ test to the exceptions from
rights in phonograms."

The three-step test sets general parameters to the freedom of national legislatures to
create exceptions: in contrast, European Community developments have had a more pro-
nounced impact upon the copyright exceptions available in the UK. The Software, Data-
bases, Rental and Information Society Directives require member states to operate certain
exceptions,”® and limit the circumstances in which other exceptions may be granted.* The
Information Society Directive, in particular, contains one mandatory exception as regards
transient or incidental acts of reproduction? and a huge list of optional defences, many
covering the analogue environment.”® The list is exhaustive: member states may not
maintain any other exceptions.”* The defences listed in the Directive are subject to the
three-step test.?

Finally, the European Convention on Human Rights, and the jurisprudence of the
Strasbourg Court, appears to offer an important backdrop for the interpretation of a
number of the defences (especially after the Human Rights Act 1998 came into force in
October 2000).2* As mentioned in Chapter 2, Article 10 of that Convention confers a
freedom of expression, limitations to which must be ‘necessary in a democratic society’. In
Ashdown v. Telegraph, the Court of Appeal acknowledged that Article 10 considerations
were to be taken into account, firstly, in the process of interpreting the existing exceptions;
secondly, in the formulation of remedies; and thirdly, if necessary, in the formulation of a
judicial ‘public interest’ exception to copyright.”

2 FAIR DEALING

Of the various permitted acts in Chapter III, perhaps the most significant (in terms of
their scope) are the fair-dealing defences that are found in sections 29 and 30.%® These
provide that a person will not be liable if they can show:

18 WCT, Art. 10.

19 WPPT, Art. 16. TRIPS, Art. 13 is not specific about exactly which rights to which it applies: in that it is
part of ‘section A’, it might be thought also to be applicable to phonograms. However, because it comes before
Art. 14(2), which requires Members to give reproduction rights to phonogram producers, and this is qualified
by Art. 14(6), the more obvious interpretation is that Art. 13 only affects Berne rights, and the Rental Right in
Art. 11. See also Rome, Art. 15(2) (permitting certain exceptions).

20 Software Dir, Arts 5 and 6; Database Dir, Art. 6.

21 Rental Dir., Art. 10, especially At 10(3) (three-step test, added by Info. Soc. Dir., Art. 11); Software Dir.,
Arts. 5 and 6; Database Dir., Art. 6.

22 See above at p. 222-3.

23 Info. Soc. Dir., Art. 5. Early proposals contained a very limited catalogue of exceptions, reflecting the
limited concerns of the Directive with the ‘information society’.

24 See Info. Soc. Dir., Recital 32. The Directive divides the exceptions into two categories: five that relate to
the reproduction right, and fifteen that relate to both the reproduction right and the communication right.
Member states are also able to extend the exceptions to cover distribution of copies ‘to the extent justified by
the purpose of the authorized act of reproduction’. Defences relating to public performance, e.g. in CDPA
s. 34, are unaffected.

25 Tbid., Art. 5(5). 26 R. Burrell, ‘Defending the Public Interest’ [2000] EIPR 394.

27 Ashdown v. Telegraph Group Ltd [2002] Ch 149, 167 [2001] 3 WLR 1368; [2002] RPC 235 (para. 46).

28 These defences were first introduced in the CA 1911 s. 2(1)(a).
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(1) fair dealing for the purposes of research or private study, section 29(1) and (1C);
(2) fair dealing for the purposes of criticism or review, section 30(1); or

(3) fair dealing for the purpose of reporting current events, section 30(2).

Before looking at the three defences, we wish to make some general comments about fair
dealing.

2.1 ‘DEALING’

It is important to note that all that is meant by dealing is that the defendant has made use
of the work. Dealing does not imply that there has to be some sort of transaction between
the parties.”

2.2 PURPOSE

One of the notable features of UK copyright law is that fair dealing is only permitted for
the purposes specifically listed in the 1988 Act. This means that the dealing must be fair for
the purpose of research or private study, criticism, or review, or the reporting of current
events. As such, it is irrelevant that the use might be fair for a purpose not specified in the
Act, or that it is fair in general. Thus, the fact that it may be impracticable for a commercial
organization to circulate and distribute articles cut from a newspaper does not make the
photocopying of the articles fair. Instead, it makes it a reason to seek an appropriate
licence.® The restricted approach adopted in the UK should be contrasted with American
copyright law which has a general defence of fair use such that if the court is satisfied that
the use is fair, then there will be no infringement.?!

In thinking about whether an alleged infringer falls within one of the purposes listed in
the 1988 Act, it is important to note two things. The first is that the courts have construed
the specific purposes liberally.*? As such, the first hurdle (namely that the dealing falls
within one of the purposes in the 1988 Act) has been relatively easy to satisfy. The second
point relates to the standpoint of interpretation that will be adopted when deciding the
purpose for which the work was used. At first glance the language of the statute seems to
suggest that the test for determining the purpose of the dealing should be decided accord-
ing to the subjective intentions of the alleged infringer. However, as Aldous L] pointed out
in Hyde Park, when deciding the purpose of the dealing, it is not necessary ‘for the court to
put itself in the shoes of the infringer of the copyright’.* Instead, a more objective
approach ought to be adopted. This ensures that the court does ‘not give any encourage-
ment to the notion that all that is required is for the user to have sincere belief, however
misguided, that he or she is criticizing a work or reporting current affairs’.>*

29 Copinger, paras. 9-06-07.

30 Newspaper Licensing Agency v. Marks & Spencer plc [1999] EMLR 369 (para. 18).

31 Copyright Act 1976 (US) s. 107. For a careful argument that the restrictive approach of British law
would not necessarily change were a fair use defence adopted, see R. Burrell, ‘Reining in Copyright Law: Is
Fair Use the Answer?” [2001] IPQ 368.

32 Newspaper Licensing Agency v. Marks & Spencer plc [2000] 4 All ER 239, 257 (Chadwick LJ) (CA). See
also Pro Sieben Media v. Carlton Television [1999] FSR 610, 620; Ashdown v. Telegraph Group Ltd [2002] Ch
149, 172 (para. 64).

33 Hyde Park Residence v. Yelland [2000] EMLR 363 (para. 21).

34 Pro Sieben Media v. Carlton Television [1999] FSR 610, 620.
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2.3 THE DEALING MUST BE FAIR

Once a defendant has shown that their dealing falls within one of the purposes listed in the
1988 Act, they must then show that the dealing was fair. The determination of whether a
dealing is fair is a question of degree and impression.*® While it is not possible to provide
precise guidelines as to when a dealing will be fair, it is possible to identify a number of
factors that may influence the way this question is answered. It should be noted that the
relative importance of each of these factors will vary according to the case in hand and the
type of dealing in question. Moreover, now the Human Rights Act 1998 is in force, as As
Lord Phillips MR stated, ‘[i]t is . . . essential not to apply inflexibly tests based on prece-
dent, but to bear in mind that considerations of public interest are paramount’.’* Where
‘freedom of expression’ is affected, this may require the courts to place less weight than
had previously been the case on factors such as whether the work was unpublished, or the
commercial purpose of the dealing, and more weight on factors, not previously to the fore,
such as the political importance of the contents of the copyright work, whether the subject
matter is at the margins of copyright, and perhaps even how old the work is.>”

2.3.1 Is the work unpublished?

Where the dealing takes place in relation to a work that has not been published or made
widely available to the public, this will weigh against the dealing being fair. In fact, in the
case of fair dealing for criticism or review, the defence is specified to be unavailable if the
work has not been previously ‘made available’ to the public.’® In other cases, particularly
that of reporting current event, the fact that a work has not been published will certainly
stand against a defendant.*® In this respect, it is likely that the weight a court gives to the
fact that a work is unpublished will vary according to the nature of the work in question:
carrying more weight in relation to private letters than it would be for official reports that
revealed matters of public importance.

2.3.2 How the work was obtained

The method by which the copyright material has been obtained has also been a factor in
determining whether the dealing is fair.®° It is less likely for a dealing to be fair if the
dealing relates to a work that is leaked or stolen, than a work that is obtained legitimately.*!

35 Hubbard v. Vosper [1972] 2 QB 84.

36 Ashdown v. Telegraph Group Ltd [2002] Ch 149, 173 (para. 71).

37 J. Griffiths, ‘Copyright Law After Ashdown—Time to Deal Fairly with the Public’ [2002] IPQ 240
(critical of Court of Appeal’s recourse to existing case law establishing ‘factors’ on this basis): M. Birnhack,
‘Acknowledging the Conflict Between Copyright Law and Freedom of Expression under the Human Rights
Act’ [2003] Ent LR 24, 33 (to similar effect). On the relation between the age of copyright and “fair use’ under
US law, see J. Liu, ‘Copyright and Time: A Proposal’ (2002) 101 Michigan LR 409; J. Hughes, ‘Fair Use Across
Time’ (2003) 50 UCLA LR.

38 CDPAs.30(1), (1A) (as amended to give effect to Info. Soc Dir. Art. 5(3)(d)). Cf. Lord Denning, Hubbard
v. Vosper [1972] 2 QB 84, a result which would now have to be justified on the basis of the public interest.

39 Hyde Park v. Yelland [2000] EMLR 363, 378 (para. 34) per Aldous LJ (it is ‘difficult to imagine that it
could be fair dealing to use a work that had not been published nor circulated to persons for the purpose
of . . . newspaper reporting’). But cf. CCH Canadian v. Law Society of Upper Canada [2004] SCC 13 (para. 58).

40 Beloff v. Pressdram [1973] 1 All ER 241.

41 Beloff v. Pressdram [1973] 1 All ER 241; Queensland v. TCN Channel Nine [1993] IPR 58 (Sup. Crt. of
QId.); British Oxygen v. Liquid Air [1925] 1 Ch 383. Cf. Time Warner v. Channel 4 [1994] EMLR 1.
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2.3.3 The amount taken

The quantity and quality of what is taken will be a crucial factor in deciding whether a
dealing is fair. As Lord Denning MR said in Hubbard v. Vosper, you ‘must consider the
number and extent of the extracts’ and ask are ‘they altogether too many and too long to
be fair?*? This is because lengthy and numerous extracts or extracts of the most important
parts of a work will reduce the expected returns to the copyright owner. By focusing on the
quantity and quality of what is taken, the courts have recognized that fair dealing should
not undermine the role copyright plays in encouraging creativity. In general, therefore, the
defence will only apply where part of a work was taken. Nevertheless, the courts have
acknowledged that in some cases, such as where the work itself is short, it may be fair to
reproduce the whole work.*

2.3.4 Use made of the work

Another factor that may influence the decisions as to whether a dealing is fair is the use
that is made of the work in question. In some instances, it may be possible to reproduce
someone else’s work without comment or analysis and it be a fair use. However, a use is
more likely to be fair if the defendant can show that they have added to or re-
contextualized the part taken. That is, a defendant will have a stronger case if they can
show that the dealing was transformative.** This is particularly the case with fair dealing
for criticism or review.

It seems that the fact that a defendant derives a commercial benefit from the dealing will
weigh against them when attempting to show that the dealing was fair. (Indeed, in the case
of fair dealing for purposes of research, the defence only applies to research for a
non-commercial purpose.)®® As Chadwick LJ said in the Court of Appeal decision of
Newspaper Licensing Agency v. Marks & Spencer plc, ‘a dealing by a person with a copyright
work for his own commercial advantage—and to the actual or potential commercial
disadvantage of the copyright owner—is not to be regarded as a “fair dealing” unless there
is some overriding element of public advantage which justifies the subordination of the
rights of the copyright owner’.*¢

2.3.5 Motives for the dealing

Another factor that may influence the decision as to whether a use is fair relates to the
motives of the alleged infringer.*” The court must ‘judge the fairness by the objective
standard of whether a fair minded and honest person would have dealt with the copyright
work in the manner’ in question.*® Thus, where a person acts dishonestly or for a motive

42 Hubbard v. Vosper [1972] 2 QB 84.

43 Ibid., 94-5, 98 (Megaw LJ) (example of a parishioner quoting an epitaph on a tombstone in the
churchyard); Sillitoe v. McGraw Hill [1983] FSR 545; Associated Newspapers Group v. News Group Newspapers
[1986] RPC 515, 520; cf. Zamacois v. Douville [1943] 2 DLR 257 where the Canadian Exchequer Court
suggested that the copying of an entire work cannot qualify as fair dealing.

44 Newspaper Licensing Agency v. Marks & Spencer plc [1999] EMLR 369, 380 (Lightman J).

4> CDPA 5. 29(1)(as amended, to give effect to Info. Soc. Dir., Art. 5(3)(a); Database Dir., Art. 6(2)(b)).

46 Tbid. [2000] 4 All ER 239, 257 (Chadwick L]) (CA).

47 Hyde Park v. Yelland [2000] EMLR 363, para. 36 (CA); Pro Sieben v. Carlton UK Television [1999] FSR
610, 614 (Walker LJ); Beloff v. Pressdam [1973] 1 All ER 241, 263.

48 Hyde Park v. Yelland [2000] EMLR 363, 379. Followed in Newspaper Licensing Agency v. Marks & Spencer
plc [2000] 4 All ER 239, 250 (Gibson LJ) (CA).
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that the courts finds questionable (such as being primarily motivated by financial gain), it
is likely to weigh against them. In contrast, if an alleged infringer can show that they were
acting benevolently or were motivated by some altruistic or noble cause, this will increase
the chances of them establishing that the dealing was fair.

2.3.6 Consequences of the dealing

Another factor that will influence the decision as to whether a dealing is fair relates to the
impact that the dealing will have upon the market for the work. This is particularly
important where the parties are in competition and the defendant’s use of the work acts as
a substitute for the purchase of the original work.* This would be the case, for example, if
in criticizing a work a defendant showed all of a film.

2.3.7 Could the purpose have been achieved by different means?

In some cases, the courts have asked whether the purpose could have been achieved in a
manner that is less intrusive on the copyright holder’s rights.”® While there can be few
objections to this test being used to determine whether a dealing is fair, problems may
arise in the way it is applied by the courts. This can be seen in Hyde Park v. Yelland. This
case concerned an application for summary judgment against the Sun newspaper for
publishing stills of Dodi Fayed and Diana, Princess of Wales, taken from security film, the
copyright in which was owned by the claimant. The defendant argued that the stills
revealed the times when Dodi and Diana were present at Villa Windsor and therefore
exposed the falsity of statements made by Mohammed Al Fayed. At first instance it was
argued that it was not necessary for the Sun to have published the images taken from the
video. Instead, it was suggested that the same result could have been achieved via written
word. In particular it was argued that the Sun could have interviewed the security guard
and said that they had seen the photographs without actually publishing them. The Court
of Appeal agreed. As Aldous L] said, ‘the information as to the timing of arrival and
departure of Dodi and Princess Diana could have been given in the articles by the reporter
in the Sun stating that he had seen the photographs which proved the Princess and Mr
Dodi only stayed at the Villa for 28 minutes’.! In so doing, the Court of Appeal implied
that the pictures were no more effective evidence than the written word.>

2.4 SUFFICIENT ACKNOWLEDGMENT

In certain situations, for the fair dealing defence to apply the dealing must be accompanied
by a ‘sufficient acknowledgment’. In essence this means that the author and the work must

49 Hubbard v. Vosper [1972] 2 QB 84.

50 Newspaper Licensing Agency v. Marks & Spencer plc [1999] EMLR 369, 382-3. Note also Info. Soc. Dir.,
Art. 5(3)(a), (¢), (d) (limiting scope of exceptions for research, reproduction by the press and criticism or
review respectively to ‘the extent justified’ by the non-commercial purpose, the ‘informatory purpose’ and the
‘specific purpose’). Such an approach seems difficult to reconcile with ECHR-informed jurisprudence, which
gives journalists leeway to determine what is necessary for a particular purpose: Fressoz & Roire v. France
[2001] 31 EHRR 28, 60 (para. 54); A v. B & C[2002] 3 WLR 542 (para. 11).

51 Hyde Park v. Yelland [2000] EMLR 363, 379.

52 Mance L] also said the interest ‘in resolving general falsity did not require the misappropriation of the
stills or their supply to the Sun, presumably for money or their publication by the Surn’. Hyde Park v. Yelland
[2000] EMLR 363, 392.
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be identified. It should be noted that sufficient acknowledgment is not required in all
cases.

(i) In relation to fair dealing for research for a non-commercial purpose or private
study, sufficient acknowledgment is only required where the dealing relates to research,

and acknowledgment is not impossible ‘for reasons of practicality or otherwise’.5

(ii) In relation to fair dealing for criticism and review, sufficient acknowledgment is
required for all works.>*

(iii) In relation to the reporting of current events, sufficient acknowledgment is
required for all works.”® However, no acknowledgment is required in connection with the
reporting of current events by means of a sound recording, film, or broadcast where this

would be not impossible ‘for reasons of practicality or otherwise’.>

Where required, the defendant must show that they have identified both the work and the
author of the work.”” A work can be identified by its title or by some other description.*®
The author can be identified by name, pseudonym, or by other means such as a photo-
graph or a logo.” Whatever method is chosen, it must convey ‘to a reasonably alert
member of the relevant audience that the identified person is the author’.®° It is important
to note that it is the author and not the owner of the copyright work who must be
identified.®! There is no need for the author to be identified where a work is published
anonymously or, in the case of an unpublished work, where it is not possible for a person
to ascertain the identity of the author by reasonable inquiry. It seems that even in these
cases the work still needs to be identified.

With these general points in mind, we now turn to consider each of the specific fair
dealing defences.

3 FAIR DEALING FOR THE PURPOSES OF RESEARCH
OR PRIVATE STUDY

Section 29(1) provides that fair dealing of a work for the purpose of non-commercial
research or private study does not infringe copyright in the work. The defence applies
where the dealing takes place with literary, dramatic, musical, and artistic works, as well as
to the typographical formats of published works.®* The exception does not apply where
the dealing is with a broadcast, sound recording, or film.®> The limited scope of the

53 CDPA s. 29(1), (1B) (as amended to give effect to Info. Soc. Dir. Art. 5(3)(c)).
4 CDPA s. 30(1). 55 CDPA s. 30(2). The exception does not apply to photographs.
6 CDPA s. 30(3) (as amended to give effect to Info. Soc. Dir., Art. 5(3)(c)). 57 CDPA s. 178.
58 Pro Sieben Media v. Carlton Television [1999] FSR 610, 616.
9 Ibid., 625. The logo of Pro Sieben, a stylized figure 7 (Sieben means seven in German) in the top right-
hand corner of the broadcast images was sufficient acknowledgment. Newspaper publishers need to be
identified by the name of the newspaper that they publish: Newspaper Licensing Agency v. Marks ¢ Spencer plc
[1999] EMLR 369, 384.

60 Pro Sieben Media v. Carlton UK Television [1997] EMLR 509, 597.

61 Express Newspapers v. Liverpool Daily Post [1985] 3 All ER 680.

62 CDPA s 29(2) (in relation to the typographical copyright, the defence is available for all research, not
just non-commercial research).

63 CDPA s. 29: Pro Sieben Media v. Carlton UK Television [1997] EMLR 509.

(S
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defence has been criticized because it ‘fails to reflect the increasing importance of non-
textual media for both study and research’.%* The defence is also of limited application to
computer programs.®

The rationale for this defence lies in the belief that research and study is necessary to
generate new works. It also recognizes that non-commercial research and study does not
normally interfere with the incentives and rewards that copyright provides to creators and
owners. In effect, the defence helps to fulfil copyright’s goal of maximizing the production
of works. The defence also takes account of the fact that dealings of this kind would often
be difficult to detect.

In order for a defendant to rely upon the research or private study defence they must
show (i) that the use made of the copyright work was for the purpose of non-commercial
research or private study and (ii) that the dealing was ‘fair’. In the case of research, the
work and the author must be sufficiently acknowledged (with certain exceptions).

3.1 IS THE DEALING FOR THE ‘PURPOSE OF RESEARCH
OR PRIVATE STUDY”?

To fall within section 29(1), the defendant must show that the dealing was for the purpose
of either research for a non-commercial purpose or private study. Private study is defined,
in section 178, as not including any study which is directly or indirectly for a commercial
purpose.®® The provisions therefore cover most research or private study for academic
purposes but will also potentially include situations where a person copies material to
investigate their family history. In contrast, where a work (such as a database) is used in
the market testing of new drugs or for a commercial training course, the defence would
not apply. Much research will, however, occupy a difficult middle ground. Here, useful
reference might be made to Recital 42 of the Information Society Directive which indi-
cates that the determination is to be by reference to the activity as such, rather than ‘the
organisational structure and the means of funding the establishment’. Research carried
out in an independent school or a private university may be non-commercial, and
research in a publicly-funded university may, depending on its orientation, be
commercial.®’

Prior to 2003, little turned on whether an activity was defined as research or private
study. It seemed that the only difference between the two concepts was that research was
seen as a process that is intended to lead towards a particular result (be it a conclusion, a
decision, an answer to a problem, an article, or a book), whereas study might be “for its
own sake’. However, the distinction may now prove more important, as the defence will
usually only apply to dealings for research where there is ‘sufficient acknowledgment’. The
terms must also be interpreted in the light of the Information Society Directive. In this
context, it seems that the key difference between private study and research is that research
may not be private. Private study can cover any private use, such as note-taking or

64 Copinger, para. 9-08.

65 CDPA s. 29(4)—(4A) (excluding from the fair dealing exceptions acts which are permitted in relation to
computer programs under CDPA ss. 50B and 50BA).

66 To give effect to the limitation in Info. Soc. Dir., Art. 5(b). The defence of fair dealing for private study is
available in relation to databases, whether electronic or not, despite Database Dir., Art. 6(1).

67 Davison, pp. 79-80.
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photocopying from a book, whether it be for its own sake or with a goal in mind®® whereas
‘research’ seems to relate to the use of copyright material in papers, documents, talks, and
other output which make arguments, observations, or draw conclusions. The research
exception is intended to be available to justify the public communication or distribution
of copyright material, as well as its reproduction. Indeed, the permitted exception in the
Directive relates to ‘use for the sole purpose of illustration for . . . scientific research’. It
seems therefore that the use of quotations in a book or journal article can be dealings for
research. However, not all public output is research. The book, paper, or article must have
been researched: that is, it must be a product of systematic inquiry (as opposed, for

example, to fiction).*’

3.2 THE DEALING MUST BE ‘FAIR’

The mere fact that a defendant can show that the work was used for private study or non-
commercial research does not necessarily mean that the dealing will be exempt from
liability. It is also necessary to show that the dealing was fair. As we explained earlier, a
number of different factors will influence the decision as to whether a particular dealing is
fair. In this context the most important are likely to be the amount taken,”® whether the
work is readily available, and the effect that the dealing has on the market for the original
work.

3.3 SPECIAL CASES

3.3.1 Copying by third parties

In many cases, the person who does the copying will also be the person who carries out the
research or study. Indeed, as a general rule, in order to come within the defence the dealing
must be for defendant’s own research or study. A publisher cannot, for example, rely on
the exception to justify reproducing parts of copyright-protected works in study guides.”!
However, in some circumstances, the defence is available even though the primary actor
may not be the person engaged in the research. This might be the case, for example, where
a research assistant or a librarian makes photocopies for academics or students. The 1988
Act recognizes that for the defence to apply, it is not necessary for the activity that leads to
the alleged infringement to be undertaken by the researcher or student. That is, it is
possible for an agent to do the copying on behalf of the researcher or student. However, an
important limitation to this possibility is imposed by section 29(3)(b).”* This provides

68 Thus, private study would include situations where a student is preparing for a seminar, or photocopies
material to assist in the writing of an essay or or where a person photocopies the racing results from various
newspapers to study the form of a particular horse or to help them decide what type of stove to buy.

69 The Federal Court of Australia has said that research means ‘a diligent and systematic inquiry or
investigation into a subject’: De Garis v. Neville Jeffress Pidler (1990) 18 IPR 292 (FCA).

70 Universities UK. v. Copyright Licensing Agency Ltd. [2002] RPC 693, 702 (para. 34) (student who
photocopies an article or short passage from a book is likely to be involved in a ‘fair’ dealing, while a student
who photocopies the whole of a textbook would not be).

71 Sillitoe v. McGraw Hill Book Co. [1983] FSR 545; Longman Group v. Carrington Technical Institute [1991]
2 NZLR 574 (CANZ).

72 This should be read in conjunction with the education copying defences discussed below (especially
CDPA s. 38) and the relevant collective licensing schemes (see below at pp. 212-14).
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that copying by a person other than a researcher or student is not a fair dealing if the
person doing the copying knows it will result in ‘copies of substantially the same material
being provided to more than one person at substantially the same time and for substan-
tially the same purpose’’® This means that lecturers are unable to use the research or
private study defence where they make multiple copies of a work for their students.

3.3.2 Limited application in relation to computer programs

As a result of changes introduced to implement the Software Directive, the research and
private study defence is limited in relation to computer programs. Section 29(4) provides
that it is not fair dealing to (a) convert a computer program expressed in a low-level
language into a version expressed in a higher-level language or (b) incidentally in the
course of so converting the program to copy it. Section 29(4) ensures that the decompila-
tion of computer programs is taken outside the remit of the research and private study
defence. Instead, defendants will have to resort to the more limited defence under section
50B (which is discussed below). Section 29(4A) similarly excludes from the scope of the
defence the acts of observing, studying, and testing the functioning of a computer pro-
gram in order to determine the ideas and principles which underlie it. Since the Software
Directive requires such acts to be permitted irrespective of whether the acts are done for
commercial purposes, it was decided to provide a special exemption in section 50BA,
which we will return to later. It should be noted that the fair-dealing defence is available
for other uses of computer programs.

3.4 SUFFICIENT ACKNOWLEDGMENT

Where a dealing is for purposes of non-commercial research, it can only benefit from the
exception if there is ‘sufficient acknowledgment’.”* However, this can be dispensed with
where the acknowledgment is impossible for reasons of practicality or otherwise. As
mentioned above, no such requirement is required as regards ‘private study’. Although the
exact distinction between research and private study will now require judicial articulation,
the requirement of sufficient acknowledgment seems to take account of the fact that

research output, whether papers or articles, is often circulated.

4 FAIR DEALING FOR CRITICISM OR REVIEW

Section 30(1) provides that fair dealing with any work for the purpose of criticism or
review does not infringe the copyright in the work. This defence recognizes the value of
criticism or review. It also recognizes that for a person to critique someone’s work, they
will normally need to cite the author—something that authors might be reluctant to allow.
The defence prevents copyright owners from using copyright to control who should
review their works, when they may do so, and what parts of the work may be used.”

73 CDPA s.29(3). Cf. Longman Group v. Carrington Technical Institute [1991] 2 NZLR 574 (CANZ).

74 Reflecting, and in such implementation eliding, Database Dir. Art. 6(2)(b) (‘as long as the source is
indicated’) and Info. Soc. Dir., Art. 5(3)(a) (‘as long as the source, including the author’s name, is indicated,
unless this turns out to be impossible’).

75 Time Warner v. Channel 4 [1993] EMLR 1, 14; Banier v. News Group Newspapers [1997] FSR 812.
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In order to rely upon the defence, a defendant must show that (i) the dealing was for the
purpose of criticism or review, (ii) the work had previously been made available to the
public, (iii) the dealing was ‘fair’, and (iv) the dealing was accompanied by sufficient
acknowledgment.

4.1 WAS THE DEALING FOR THE PURPOSE OF ‘CRITICISM
OR REVIEW?™?

For a defendant to rely upon section 30(1), they must show that the dealing was for the
purpose of criticism or review of the work, or of another work,”® or the performance of a
work. As we explained above, the courts take an objective approach when deciding the
purpose for which the work was used. The courts have also said that criticism and review
should be construed liberally.”” Consequently, the criticism or review may be of the work
as a whole or a single aspect of a work, the thought or philosophy underpinning a work,”®
or its social and moral implications.” Some decisions have seemed to suggest that the
criticism or review need not be of a work at all. For example, where a television pro-
gramme used extracts from Kubrick’s film A Clockwork Orange to criticize the decision to
withdraw the film from distribution, Henry LJ explained that this fell within the defence,
which applied ‘equally where the criticism is of the decision to withdraw from circulation
a film in the public domain, and not just the film itself’.®° In Pro Sieben, the Court of
Appeal treated the use of extracts from the claimant’s television broadcast (which featured
interviews with a woman who was pregnant with octuplets) as justified even though the
defendant’s programme criticized the practices of ‘cheque-book journalism’ of which the
claimant’s programme was said to be an example, rather than the claimant’s broadcast
itself.?! In recent cases, however, the courts have been more fastidious in relation to the
requirement that the criticism be of ‘that or another work or of a performance of a
work’.#? In Ashdown v. Telegraph, for example, the exception was held not to justify the
reproduction in the Sunday Telegraph of sections of Ashdown’s memorandum of a meet-
ing with Tony Blair where the gist of the article lay in criticizing the political event and
actors described in the memorandum, rather than the existence, style, or other aspects of
the memorandum.® If this narrow (though on the basis of the statutory wording hardly
unjustified) reading of the exception takes root, defendants will be forced to rely on the
other exceptions: an academic paper criticizing the Blair~Ashdown meeting might be able
to claim fair dealing for research, and a newspaper account (being for commercial

76 Beloff v. Pressdram [1973] 1 All ER 241; Associated Newspapers Group v. News Group Newspapers [1986]
RPC515.

77" Newspaper Licensing Agency v. Marks & Spencer plc [2000] 4 All ER 239, 257 (Chadwick LJ) (CA); Pro
Sieben Media v. Carlton Television [1999] FSR 610, 620.

78 Hubbard v. Vosper [1972] 2 QB 84, 94 ff.; Time Warner v. Channel 4 [1994] EMLR 1, 15.

79 Pro Sieben Media v. Carlton Television [1999] FSR 610, 621.

80 Time Warner v. Channel 4 [1994] EMLR 1, 15.

81 Pro Sieben Media AG v. Carlton UK Television Ltd. & Anor. [1999] EMLR 109

82 This limitation is not required by the Info. Soc. Dir., Art. 5(3)(d), where it is the ‘quotations’ that must
relate to a work rather than the criticism or review, and it is hoped that when the legislature comes to recodify
the 1988 Act, it seriously considers leaving the object of criticism or review at large.

83 Ashdown v. Telegraph Group Ltd. [2002] Ch 149, 171; [2002] RPC 235, 251.
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purposes) might be permitted as reporting current events or exceptionally disclosing
matters in the public interest.

42 THE WORK MUST HAVE BEEN MADE AVAILABLE

The defence is only available where the work has been made available to the public.
Making available is broadly defined to include the issuing of copies, making the work
available by an electronic retrieval system, rental, or lending of copies to the public, the
performance, exhibition playing, or showing of the work and the communication to the
public.®

4.3 WAS THE DEALING FAIR?

Once a defendant has shown that the dealing was for the purpose of criticism or review,
they must then show that the dealing was fair. As we explained earlier, a number of
different factors will influence the decision as to whether a particular dealing is fair. In this
context the most important of these are likely to be the amount taken,® the effect on the
market, and the nature of the dealing. When deciding whether a dealing for the purpose of
criticism or review is fair, the courts have not tended to consider whether the criticism
itself is fair.® Rather, they take account of whether the extent of the copying is fair to
illustrate or support the criticism. As such, the criticism may be malicious, unbalanced, or
motivated by insecurity without forfeiting the defence.®” While this is likely to continue to
be the general nature of the assessment, UK courts may now pay attention to the limita-
tion in the Information Society Directive that the use be ‘in accordance with fair practice,
and to the extent required by the specific purpose’.

4.4 SUFFICIENT ACKNOWLEDGMENT

The third and final factor that a defendant must show to fall within the criticism or review
defence is that the dealing was accompanied by ‘sufficient acknowledgment’. This is
required for all works.® The issue of sufficient acknowledgment was discussed above.

84 CDPA s. 30(1A) (added by SI 2003/2498 to give effect to Info. Soc. Dir., Art. 5(3)(d). Since this require-
ment was included by delegated legislation under the European Communities Act, it is difficult to see a
justification for applying it to databases and computer programs (which were unaffected by the Info. Soc. Dir.
(see Info. Soc. Dir., Art. 1), or typographical arrangements. However, in the light of Hyde Park v. Yelland [2000]
EMLR 363, 378 (para. 34) and British Oxygen Liquid Air [1925] 1 Ch 383, the addition of the requirement is
unlikely to be of material significance.

85 Rather oddly, the Info. Soc. Directive seems to require that the defence be confined to ‘quotations’,
implying that paraphrasing or summarizing is outside its scope. Given that Art. 5(3)(d) is built around an
idea of proportionality, it would seem sensible to interpret ‘quotations’ as covering ‘quotations and other
infringing uses’.

86 There is no need for the critical work to be representative of the original. Time Warner v. Channel 4
[1994] EMLR 1, 12.

87 Pro Sieben Media v. Carlton Television [1999] FSR 610, 619. In these circumstances an author’s remedy
for malicious and unjustified criticism lies in the law of defamation, not copyright.

88 CDPA s. 30(1).
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5 REPORTING OF CURRENT EVENTS

Section 30(2) provides that fair dealing with any work (other than a photograph)® for the
purpose of reporting current events does not infringe the copyright in the work provided

it is accompanied by a sufficient acknowledgment.”

No acknowledgment is required,
however, in connection with the reporting of current events by means of a sound record-
ing, film, or broadcast where this would be impossible by reason of practicality or
otherwise.”!

As Gibson L] explained, the reporting of current events defence aims to strike a ‘balance
between protection of rights of creative authors and the wider public interest (of which
free speech is a very important ingredient)’.”> In order to rely upon the defence, a defend-
ant must show (i) that the dealing was for the purpose of reporting current events, (ii) that
the dealing was ‘fair’, and (iii) that there was sufficient acknowledgment.”*> Before looking
at these, it should be noted that contractual restrictions on what would otherwise fall
within the defence of fair dealing for the purpose of reporting current events are void
insofar as the restriction relates to the inclusion of visual images taken from a broadcast in
another communication to the public.”

5.1 WAS THE DEALING FOR THE PURPOSE OF REPORTING A
CURRENT EVENT?

As we explained above, the courts take an objective approach when deciding the purpose
for which the work was used. The courts have also said that the reporting of current events
should be construed liberally.*®

To fall within the defence, the dealing must take place in relation to an event that is
current. An event will be current if it deals with a contemporary issue. The older the issue,
the less likely it is that it will be treated as having any currency. An event that took place
some time ago may however be current if it is still under discussion. For example, in Hyde
Park it was accepted, both at first instance and by the Court of Appeal (albeit grudgingly),
that although the stills in the Sun were published more than a year after the visit by Dodi
and Princess Diana to Villa Windsor, that the events still had some currency. As Jacob ]
said, ‘at the time of publication the events were still very much under discussion that it
would pedantic to regard them as anything other than current’.”®

89 This means that a newspaper is not able to take photographs from another paper and claim this defence.
Hence the need to rely on the criticism or review defence in Banier v. News Group Newspapers [1997] FSR 812.

% Cf. CA 1911, s. 2(1)(a) which referred to fair dealing with any work for the purposes of newspaper
summary. This became ‘reporting current events’ in CA 1956, s. 6(3).

91 CDPA s.30(3).

92 Newspaper Licensing Agency v. Marks & Spencer plc [2000] 4 All ER 239, 249 (Gibson LJ) (CA).

93 CDPA s. 30(2). 94 Broadcasting Act 1996, s. 137 (as amended).

95 The value placed on freedom of information and freedom of speech requires that gateway to be wide,
Newspaper Licensing Agency v. Marks & Spencer plc [1999] EMLR 369, 382; Ashdown v. Telegraph Group Ltd
[2002] Ch 149, 172.

96 Hyde Park Residence v. Yelland [1999] RPC 655, 661. See also Ashdown v. Telegraph Group Ltd [2002] Ch
149, 172 (meeting between Ashdown and PM in October 1997 was an event that was ‘a matter of current
interest to the public’ in Nov. 1999).
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For the defence to apply, a defendant must also show that the dealing took place in
relation to an event.”” It seems that certain matters by their very nature will be treated as
events. Thus, matters of national or political importance (planned minimum wage pro-
posals, campaign about child labour, a case about alleged race bias at a rival establishment,
or announcements about the Euro®®), as well as major sporting contests (the World Cup,”
Wimbledon, or the Olympics) are likely to be events.'®

In contrast, matters that are trivial, ephemeral, or immaterial will not be treated as
events. For example, it has been said that comparisons of products such as wines, chicken
Kiev, and taramasalata,'®" lifestyle articles on choice of underwear, and the times of televi-
sion programmes were not current events.!%? The fact that a matter is currently of interest
or in the press does not mean that it is a current event.'” However interesting an article
may be, the fact that it is reported in a newspaper does not necessarily make it a current
event. Thus, it was suggested in the NLA decision that the mere fact that a fashion editor of
a journal featured a Marks & Spencer garment did not make it a current event.'%*

While trivial or immaterial matters will not ordinarily be treated as events, it is possible
for such matters to be transformed into an event through media coverage. This can be seen
in Pro Sieben where a matter that was otherwise of limited and ephemeral interest (here it
was the sale by a member of the public of an interview about a women pregnant with
octuplets to German television),' was nonetheless treated as an ‘event’. This was because
the volume and intensity of the media coverage was sufficient to bring the media coverage
within the ambit of current events.

The material dealt with by the defendant must relate to or be relevant to the current
event in question. This means that the defence will not cover any dealing that takes place
outside of the current event in question. Thus, it was held that the Daily Mail newspaper
was unable to rely on the death of the Duchess of Windsor to justify the republication of
correspondence between her and her husband.'® Similarly in Hyde Park, the Court of
Appeal held that the publication of the driveway stills that showed the arrival and depart-
ure times of Dodi and Princess Diana did not fall within the current events defence. This
was because the material in question (the driveway stills) did not correlate with the event
in question (the purpose being to expose the lies of Mr Al Fayed).!%

97 The concept of ‘current events’ is narrower than ‘news’: Newspaper Licensing Agency v. Marks & Spencer
plc [1999] EMLR 369, 382; cf. [2000] 4 All ER 239, 249 (Gibson LJ) (CA).

98 Tbid., 267 (Mance LJ) (CA). According to Lightman J, the event ‘may be a matter of entirely local interest
or of interest to few people’: Newspaper Licensing Agency v. Marks & Spencer plc [1999] EMLR 369, 382 (para.
18).

9 British Broadcasting Corporation v. British Satellite Broadcasting [1992] Ch 141.

100 Chadwick LJ took a more subjective approach when he said the publication of an article which features
comments that relate to or impact upon the appellant’s products was an event: Newspaper Licensing Agency v.
Marks & Spencer [2000] 4 All ER 239, 257 (CA).

101 Newspaper Licensing Agency v. Marks & Spencer plc [1999] EMLR 369, 383.

102 Independent Television Publications v. Time Out [1984] FSR 64.

103 Newspaper Licensing Agency v. Marks & Spencer plc [1999] EMLR 369, 382.

104 Newspaper Licensing Agency v. Marks & Spencer plc [2000] 4 All ER 239, 250 (Gibson LJ); 267 (Mance
LJ) (CA).

105 pro Sieben Media v. Carlton UK Television [1999] FSR 610.

106 Associated Newspapers Group v. News Group Newspapers [1986] RPC 515.

107 The Court of Appeal looked to the relevant parts of the Sun to ascertain the perceived purpose of the
use of the work. Hyde Park v. Yelland [2000] EMLR 363, 374, 379-80.
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The upshot of this is that while the publication of historical material is not ordinarily a
current event,'% old information may become relevant in response to some fresh event. As
Walton J said:

[T]he publication of historical material, material that is strictly historical, may nonetheless
be of urgent necessity in reporting current events. One has only to think, for example, of
correspondence dealing with nuclear reactors that have just blown up or have had a core
melt-down: that might date from a very considerable period previous to the event happen-
ing, but would be of a topical nature in order to enable a report of what actually happened to
be properly prepared.'®

5.2 WAS THE DEALING FAIR?

Once a defendant has shown that their dealing was for the purpose of reporting of current
events, they must then show that the dealing was fair. According to the Court of Appeal,
the defence should be available ‘where the public interest in learning of the very words
written by the owner of the copyright is such that publication should not be inhibited by
the chilling factor of having to pay damages or account of profits’.!'® Although a number
of different factors will influence the decision as to whether a particular dealing is fair,
including how the information was obtained, the amount taken, and the motive for the
dealing,'""" the most important is likely to be whether it the dealing is reasonably necessary
to refer to the work in order to deal with the events in question.!!? It also seems that the
courts will be influenced by what is taken to be normal behaviour in the circumstances.
Thus, in the World Cup case, it was fair for the defendant to reshow the goals and match
highlights, typically thirty seconds of a ninety-minute match, even though these were
clearly the most important extracts. This was because the sequences were the normal and
obvious means of illustrating the news report.'

It has also been suggested that the commercial nature of a dealing will weigh against a
defendant trying to establish that the dealing was fair. A more extreme view was taken by
Mance LJ in the NLA decision. While he was not willing to express a final opinion on the
matter,'"* Mance LJ had doubts about whether it was possible to extend the fair-dealing
exception, which represents a public interest exception to copyright, to the reporting of
current events for private commercial purposes.'’® Such an approach is problematic in
that it will greatly restrict the ability of commercial media to rely upon fair dealing. A
more realistic approach was adopted by Jacob ] in the first instance decision of Hyde Park
v. Yelland, where he held that the fact that the security guard and the Sun had both
expected to make money from the publication of the pictures did not derogate from the

108 Ashdown v. Telegraph Group Ltd [2002] Ch 149, 166-7 (para. 44).

109 Associated Newspapers Group v. News Group Newspapers [1986] RPC 515.

110 Ashdown v. Telegraph Group Ltd [2002] Ch 149, 173 (para. 69).

U1 Newspaper Licensing Agency v. Marks & Spencer [2000] 4 All ER 239, 258 (Chadwick LJ) (CA).

12" Associated Newspapers Group v. News Group Newspapers [1986] RPC 515, 519; Hyde Park v. Yelland
[2000] EMLR 363, 393 (para. 78).

13 Although the BBC and the BSB were in competition, Scott ] did not think it to be important because
‘highlights’ of this nature do not really compete with a full-length live broadcast lasting 90 minutes.

114 Newspaper Licensing Agency v. Marks & Spencer plc [2000] 4 All ER 239, 267 (Mance LJ) (CA).

15 “The rationalization that in a capitalist society all economic activity serves the public good does not
avoid the distinctions’. Ibid.
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fair-dealing justification.''® As Jacob J said, the ‘press often have to pay for information of
public importance. And when they publish they will always expect to make money. They

are not philanthropists’.'"”

5.3 SUFFICIENT ACKNOWLEDGMENT

The third and final factor that a defendant must show to fall within the defence is that the
dealing was accompanied by ‘sufficient acknowledgment’ (which was discussed earlier).!!8
This is required for all works to which the defence applies.'"”® However, no acknowledg-
ment is required in connection with the reporting of current events by means of a sound
recording, film, or broadcast, where this would be ‘impossible for reasons of practicality or

otherwise’.1?°

6 INCIDENTAL USES

The urban landscape is full of works that are protected by copyright. Most city centres
contain an array of murals, buildings, sculptures, and advertisements.!?! This creates a
potential problem for photographers, film-makers, broadcasters, painters, and the like
who wish to represent that landscape. If a movie is filmed in a public place, it is highly
likely that the final product will include a number of different copyright works. This
gives rise to a potential problem in that the recording of these works is prima facie an
infringement of copyright.'??

To ensure that problems of this nature do not arise, section 31(1) provides that copy-
right in a work is not infringed by its ‘incidental inclusion’ in an artistic work, sound
recording, film, or broadcast.!* This means that a defence is available where a copyright
work, such as a painting, is incidentally included in the background of another work, such
as a film. Section 31(2) extends the defence to include the exploitation of works that
incidentally include other works. This ensures that the showing, as distinct to the making,
of a film does not infringe.

The question of when a work is ‘incidentally included’ in another work was considered

116 Cf. Initial Services v. Putterill [1968] 1 QB 396.

U7 Hyde Park v. Yelland [1999] RPC 655, 663. The Court of Appeal overturned Jacob J’s decision. While
the Court of Appeal did not address the issue directly, the fact that the security guard and the Sun benefited
financially from the dealing seems to have influenced the finding that the use was not fair. When combined
with other factors, the Court of Appeal concluded that to ‘describe what the Sun did as fair dealing is to give
honour to dishonour’: Hyde Park v. Yelland [2000] EMLR 363, 379 (para. 40).

118 See above at pp. 196-7. 119 CDPA s. 30(2). 120 CDPA s. 30(3).

121 See also CDPA s. 62 (re public display of artistic works).

122 For similar issues raised in the context of Canada’s right to use one’s own image, see Aubry v. Editions
Vice Versa Inc 157 DLR (4th) 577 (paras. 58-9).

123 CDPA s. 31(1). For a discussion of the relationship between this section and its predecessors (CA 1956,
s. 9(4) (works of architecture), s. 9(5)), see Football Association Premier League Ltd v. Panini UK Ltd [2004]
FSR 1 per Chadwick LJ (paras. 19-20) (doubting whether linguistic differences would have any affect on the
result in a particular case); but cf. Mummery LJ (para. 39). There is no defence of incidental inclusion in a
web site, because Internet transmissions fall outside the scope of the meaning of broadcast in CDPA s. 8.
However, the inclusion in a web site of a work which incidentally includes another work, and thus benefits
from the exception in CDPA s. 31(1) will not infringe: CDPA s. 31(2).
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in Football Association Premier League Lid v. Panini UK.'** There, the Premier League, its
members, and Topps brought an action alleging that Panini had infringed copyright in
their club emblems and the Premiership heraldic lion emblem by distributing stickers
depicting well-known footballers, for purchase and collection in a book. Topps had
obtained an exclusive licence from the claimant to use the emblems in this way, and Panini
had lost out in the tendering process for the licence but nevertheless gone ahead and
produced an ‘unofficial’ product. In Panini’s product, most players were in club strip, with
their club emblems and the Premiership heraldic lion emblem often visible. The defendant
argued that the emblems were artistic works which were incidentally included in other
artistic works (photographs). Peter Smith ] rejected the defence, and this was affirmed by
the Court of Appeal. There, the Court of Appeal declined to define the term ‘incidental’,'
Mummery LJ stating that the ‘range of circumstances in which the word “incidental” is
commonly used to describe a state of affairs is sufficiently clear to enable the courts to
apply it to the ascertainable objective context of the particular infringing act in question’.
The question whether the uses were incidental did not have to be determined at the time
the photograph was taken, but rather when the sticker was created.!” The question was
why one work was included in another, and the court could take account of commercial
as well as artistic or aesthetic reasons.'” Given that the answer in the case was the self-
evident one of producing ‘something which would be attractive to a collector’, in this
case a player in their authentic club strip, the Court concluded that the inclusion of the
emblem was ‘essential to the object for which the image ... was created’ rather than
incidental. In an earlier case the High Court held that by featuring the claimant’s maga-
zine, Woman, in a TV advertising campaign run for the defendant’s own magazine, the
defendant had infringed the claimant’s artistic copyright in the masthead, the layout, and
the photographs on the magazine cover. The defendant’s argument that the use was
incidental was rejected ‘since the impact of the advertisement would be lost entirely if the
front cover of Woman was not used. The inclusion of the copy of Woman was an
essential and important feature of the advertisement. The impact could not be more
obvious’.!?

The defence will apply irrespective of whether a work is accidentally or deliberately
included." This is not the case, however, with musical works or lyrics (as well as a sound

124 12004] FSR 1. For commentary, see K. Garnett, ‘Incidental Inclusion under .31’ [2003] EIPR 579.

125 In contrast with Richard McCombe QG, sitting as Deputy High Court judge in IPC Magazines v. MGN
[1998] FSR 431, 441 (a use was incidental if its inclusion was ‘casual, inessential, subordinate, or merely
background’).

126 This rather technical approach, requiring the assessment of whether the inclusion is ‘incidental’ to be
made for every act of infringement, undermines the value of CDPA s. 31(2). This implies that if copyright in
the emblems is not infringed by taking the photograph, it is not infringed by issuing copies of the photograph.
However, the Court of Appeal decision suggests that this inference is incorrect: whether the inclusion inci-
dental must also be assessed when the commercial form of the copy (here the sticker) is determined.

127 Cf. IPC Magazines v. MGN [1998] FSR 431, 441 where the judge suggested that the question of whether
a work was incidentally included does not depend on the user’s intention or on the views of those who
witness the use.

128 Tbid. This was, evidently, a case of comparative advertising: the argument that it should therefore be
permitted under the Comparative Advertising Directive was rejected at [1998] FSR 431, 447. See pp. 918-19
below.

129 Football Association Premier League Ltd v. Panini UK Ltd [2004] FSR 1 (para. 24) (‘ “incidental” was not
intended to mean “unintentional” ’). However, the courts may well resort to the ‘logic’ that if something was
deliberately included, then it must be of more than ‘incidental’ significance.
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recordings, or broadcasts of a musical work or lyrics). The reason for this is that section
31(3) says that musical works or lyrics shall not be regarded as being incidentally included
if they are deliberately included. This means that the defence is not available where a song
is chosen for the background of a film, or a song from a radio is deliberately played in the
background to a broadcast. Thus, if the makers of the police drama, The Bill decide to have
a scene where a character is listening to a radio playing a Rolling Stones’ song, this is not an
incidental inclusion. However, if a musical work is accidentally included in a live broad-
cast, this is within the defence. Thus, a broadcast of a football match that accidentally
includes a sound recording played over the public address system falls squarely within the
defence.!®

7 DISCLOSURE IN THE PUBLIC INTEREST

Despite the lack of any statutory provision on point,'*!

a defendant may—probably, though
only in very rare instances—resist an action for copyright infringement on the grounds
that the use in question is necessary ‘in the public interest’. Although such a defence was
recognized by the High Court in the 1970s and Court of Appeal in the 1980s, the reason-
ing in those cases and thus the existence and scope of this defence has been heavily
debated, both by courts and commentators, over the last few years.*? In order to gain an
appreciation of the uncertainty surrounding the existence and scope of the defence, it is
necessary to pay close attention to three Court of Appeal decisions: Lion Laboratories v.
Evans, Hyde Park v. Yelland, and Ashdown v Telegraph.

In Lion Laboratories v. Evans,'*® the manufacturers of a breathalyser (the Lion Intoxi-
meter) sought to prevent the defendant newspaper, the Daily Express, from publishing
extracts of a confidential internal memorandum which cast doubt on the accuracy of the
breathalyser. The defendant claimed that the public had an interest in knowing that the
breathalyser might be faulty. They also said that the public interest should override
the rights of the copyright owner. All three members of the Court of Appeal accepted that
the public interest defence was available in an action for infringement of copyright.
According to the Court of Appeal, if the alleged fault with the breathalyser was not
investigated, a significant number of motorists could have been wrongly convicted of
driving with excess alcohol. On the basis that there was a seriously arguable case that the
disclosure was justified in the public interest, the Court refused to grant interim relief.

130 Laddie et al., para. 2.161.

131 The validity of the common law defence recognized in case law under the 1956 Act seemed to have
been recognized by CDPA s. 171(3) which says that nothing in the Act ‘affects any rule of law preventing or
restricting the enforcement of copyright, on grounds of public interest or otherwise’. This is confirmed by
Hansard, which shows that Parliament intended to preserve a common law public interest defence. Lord
Beaverbrook, 491 Hansard, HL, 8 Dec. 1987, col. 77. See Copinger, para. 22.48; G. Dworkin and R. Taylor,
Blackstone’s Guide to the Copyright Designs and Patents Act 1988 (1989), 81-2.

132 See Lion Laboratories v. Evans [1985] QB 526 (esp. at 536 per Stephenson LJ and 550 per Griffiths L]).
Beloff v. Pressdram [1973] 1 All ER 241 is usually regarded as the first case to recognize the public interest
defence for an infringement of copyright. There, drawing inspiration from the public interest defence in
breach of confidence, Ungoed-Thomas J said that the ‘public interest is a defence outside and independent of
statutes, is not limited to copyright cases and is based on a general principle of common law’.

133 [1985] QB 526.
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It will be recalled that Hyde Park v. Yelland concerned an application for summary
judgment against the Sun newspaper for publishing stills of Dodi Fayed and Diana,
Princess of Wales, taken from security film, the copyright in which was owned by the
claimant.!** The defendant argued that the stills revealed the times when Dodi and Diana
were present at Villa Windsor and therefore exposed the falsity of statements made by
Mohammed Al Fayed. As such, the publication was in the public interest. The Court of
Appeal found that there was no arguable defence. The Court did not consider that it was in
the public interest to publish the stills to prove that Al Fayed’s statements were false: the
information could have easily been made available by the Sun without infringing the
claimant’s copyright. While the Court could have argued that the public interest defence
did not succeed on the facts, the majority (Aldous L], with whom Stuart-Smith L] agreed)
said that there is no general public interest defence to an action for infringement of
copyright in the UK (though this was not how Ashdown, a later case, interpreted Aldous
L]). He gave three reasons. First, on the basis that the statutory regime was exhaustive,
Aldous L] observed that no such defence is recognized in the code. Second, he said the
defence of disclosure of information in the public interest was inappropriate, because
copyright restricts reproduction of the form of a work, not the information it contains.
Third, Aldous L] argued that the defence was incompatible with the Berne Convention.!*
In addition, Aldous LJ held that the reasoning in Lion Laboratories lacked any substantial
basis in precedent.’®® In contrast, Mance L] accepted that Parliament had intended, via
section 171(3), that the courts should retain some discretion to refuse to enforce copyright
on public interest grounds.

In Ashdown v Telegraph,'”” a differently constituted Court of Appeal rejected the
approach of the majoity in Hyde Park, preferring that of Mance L] and referring with
approval to Lion Laboratories. As we have seen, the Ashdown case concerned the publica-
tion in the Sunday Telegraph of sections of a secret memorandum written by the leader of
the Liberal party, Paddy Ashdown, about a meeting that had taken place with Tony Blair
concerning a possible pact between the Liberal party and he Labour party. Ashdown
sought summary judgment, and the newspaper sought to justify its infringement on the
basis of the public interest defence (the criticism defence having failed because there was
no criticism of a work, and the reporting current events defence because the use was not
fair). Although the Court of Appeal rejected the Sunday Telegraph’s arguments on the

134 Hyde Park Residents v. Yelland [2000] EMLR 363. For criticism, see R. Burrell, ‘Defending the Public
Interest’ [2000] EIPR 394.

135 Cf. Berne, Art. 17. See Ricketson, para. 9.72.

136 Although Aldous LJ denied the existence of a public interest defence, he recognized that the courts do
retain a power under their ‘inherent jurisdiction’ to refuse to enforce copyright where it offends against the
‘policy of the law’. In effect, Aldous LJ sought to conflate the case law on ‘public interest’ with the general
power of the courts to refuse to enforce copyright in scandalous, libelous, seditious, or blasphemous works
employed in cases such as Glyn v. Weston Feature Film Co. [1916] 1 Ch 261 (immoral) and discussed at pp.
111-13 above. Thus, for Aldous LJ, the courts would refuse to enforce copyright on the basis that it would be
against the ‘policy of the law’ where the work is scandalous, immoral, or contrary to family life; the work itself
is injurious to public life, public health, and safety, or the administration of justice; or where a work incites or
encourages others to act in a way which is injurious to public life, public health, and safety, or the administra-
tion of justice: Hyde Park v. Yelland [2000] EMLR 363, 389.

137 Ashdown v. Telegraph Group Ltd [2001] 3 WLR 1368; [2002] RPC 235 (Lord Phillips MR, Keene L], and
Robert Walker LJ). For commentary, see R. Burrell, ‘Reining in Copyright Law: Is Fair Use the Answer?’
(2001) IPQ 368.
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facts,!8

it reviewed the law relating to the ‘public interest defence’ in the light of the
Human Rights Act 1998. While the Court explained that copyright was not normally in
conflict with freedom of expression, because copyright does not prevent the publication of
information,'* there could be such a conflict where expression required reproduction of
specific text or images.!* In such cases, if fair dealing and refusal of discretionary relief
would not protect the public interest, a defendant could invoke the public interest defence,
as developed by the common law and acknowledged by section 171(3) of the 1988 Act.!*!
In the absence of a decision of the House of Lords on this issue, the view favoured by the
majority on the Court of Appeal over the three cases thus seems to be that a ‘public
interest’ defence might justify an act otherwise infringing copyright. But in what circum-
stances? The Court of Appeal in Lion Laboratories failed to draw any distinction between
the application of the public interest defence to a case of breach of confidence, and one
based upon copyright. The Court was clear that the defence was not confined to cases of
iniquity, but covered situations where there was ust cause or excuse’ for breaking con-
fidence.'*? In Hyde Park, Mance L] had declined to define the exact circumstances in which
the defence would be available, but said that this discretion is much more limited than the
defence recognized in breach of confidence cases. According to Mance LJ, the countervail-
ing public interest was of more limited scope in the case of copyright, given that it is a
property right and regulated by statute.’*> The Court of Appeal in Ashdown said it agreed
with Mance LJ that the circumstances in which the public interest may override copyright
are not capable of precise categorization or definition, but indicated that the defence
would only succeed in ‘very rare’ circumstances.** The more recent decisions therefore
offer little assistance as to when the ‘public interest defence’ would apply, except to
indicate that the circumstances were more limited than in cases of breach of confidence.

8 LIBRARY USES

The 1988 Act provides librarians with a number of defences.!*> Most of these apply only to
prescribed, non-profit libraries, that is libraries prescribed by the Secretary of State and
the defences cover infer alia school, university, and local authority libraries.!4¢

138 Tbid., at para. 02. 139 Tbid. [2002] Ch 149, 163 (para. 31).

140 12002[ Ch 149, 166 (para. 39).

141 Thid, [2002] Ch 149, 164 (para. 34), 170-1 (paras. 58-9).

142 See Lion Laboratories v. Evans [1985] QB 526, 538 (Stephenson LJ), 548 (O’Connor LJ); 550 (Giffiths
L)).

143 Hyde Park v. Yelland [2000] EMLR 363, 392. See R. Burrell, ‘Defending the Public Interest’ [2000] EIPR
394.

144 Hyde Park Residents v. Yelland [2000] EMLR 363 (Mance LJ); Ashdown v. Telegraph Group Ltd [2002]
Ch 149, 170 (para. 59).

145 CDPA ss. 37-44; Copyright (Librarians and Archivists) (Copying of Copyright Material) Regulations
1989 (SI 1989/1212). Different classes of library are prescribed by the Regulations in relation to different
exemptions. Such exemptions are permitted by Info. Soc. Dir. Art. 5(2)(c) at least as they relate to ‘specific acts
of reproduction made by publicly accessible libraries, educational establishments or museums, or by archives,
which are not for direct or indirect economic or commercial advantage’.

146 CDPA s. 37(1)(a). See J. Griffiths, ‘Copyright and Public Lending in the United Kingdom’ [1997] EIPR
499, 501

NS
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8.1 COPIES FOR RESEARCH OR PRIVATE STUDY

Librarians (from a prescribed, non-profit library) are permitted, in specified circum-
stances, to copy works in order to supply them to individuals at cost and for purposes of
non-commercial research or private study.'”” In the case of articles, they may copy up to
one article in an issue of a periodical."*® In the case of published literary, dramatic, or
musical works, they may copy no more than a reasonable proportion of the work.!* In
the case of unpublished works, librarians may make and supply single copies of a
literary, dramatic, or musical work as long as the copyright owner had not prohibited
copying thereof.!® The requirement that the recipient satisfy the librarian or archivist
that they require the copies for the purposes of research for a non-commercial purpose
or private study, is likely to place librarians in a difficult position. For example, if a
person requires copies because they are researching a topic for publication in a book
(and they will receive royalties from the publisher), in the absence of guidance the
librarian will have to determine whether this is for a ‘commercial purpose’. The legisla-
tion fortunately provides that librarians may rely on signed declarations by any person
requesting a copy.

8.2 LENDING OF WORKS

Special defences also exist where libraries lend copyright works. Section 40A provides that
copyright in a work of any description is not infringed by the lending of a book by a public
library if the book is eligible to be within the Public Lending Right Scheme."' The second
defence that relates to the lending of works is found in section 40A(2). This states that
copyright in any work is not infringed by the lending of copies of the work by a prescribed
library or archive (other than a public library) that is not conducted for profit.

8.3 LIBRARY COPYING

Prescribed libraries are allowed to make copies of periodical articles, or the whole or part
of a published edition of a literary, dramatic, or musical work in order to supply another
prescribed library.!> Libraries are also able to copy from any item in order to preserve or
replace material in a library’s permanent collection without infringing copyright in any
literary, dramatic, or musical work.'>®

147 The immunity conferred relates not just to copyright in the article or literary, dramatic, or musical
work, but also in any illustrations accompanying the work or in the typographical arrangement.

148 CDPS s. 38.

149 CDPA s. 39. ‘Prescribed library’ means those specified in Part A, Sched. 1 to the Regulations. CDPA
s. 40 qualifies s. 38 and s. 39 so that it cannot be used as a mechanism to facilitate multiple copying.

150 The provisions in CDPA ss. 38-9 and s. 43 require the person requiring the copy to pay the cost price of
its production.

151 Rental Dir., Art. 5. On the uncertain scope of the provision see Griffiths, ‘Copyright and Public
Lending’ [1997] EIPR 499, 502.

152 CDPA s. 41. This does not apply if at the time the copy is made the librarian knows or could reasonably
ascertain the name and address of a person entitled to authorize the making of the copy: CDPA s. 41(2).

153 CDPA s. 42. This applies to prescribed libraries and archives where the item is in the permanent
collection and it is not reasonably practicable to purchase a copy for that purpose.
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9 EDUCATIONAL USES

The copying that takes place in educational institutions is governed by a complex web of
provisions. In addition to the fair-dealing defences and the defences for library copying we
have already looked at, the 1988 Act contains a number of defences that relate to the
copying carried out by schools and other educational establishments (which includes
universities and colleges of further education).'™

9.1 COPYING FOR INSTRUCTION AND EXAMINATION

The 1988 Act contains a number of defences that relate to copying carried out for peda-
gogical purposes. Section 32(1) provides that copyright in a literary, dramatic, musical, or
artistic work is not infringed if it is copied in the course of, or preparation for, instruction.
This is subject to four provisos: that the copying is done by the person either giving or
receiving the instruction (i.e. the teacher or student), that the instruction is for a non-
commercial purpose, that the copying is not done by means of a reprographic process and
that the copying in accompanied by sufficient acknowledgment.!>> The defence applies
whether the work in question is published or not, and there appears to be no limit on the
quantity of copying. This exception enables, for example, a student or a teacher to write
out a whole poem, or extensive passages from a book, in longhand without fear of
infringing copyright in the work. A second exception applies as regards copying of literary,
dramatic, musical, or artistic works in slightly different circumstances. Section 32A pro-
vides that copyright in a literary, dramatic, musical, or artistic work is not infringed if it is
copied in the course of, or preparation for, instruction but is subject to five provisos: that
the work has been made available to the public,' that the copying is a fair dealing with
the work, that the copying is done by the person either giving or receiving the instruction
(i.e. the teacher or student), that the copying is not done by means of a reprographic
process, and that the copying in accompanied by sufficient acknowledgment (but it is not
a requirement that the instruction be for a non-commercial purpose). Both provisions
appear to be of limited value since neither allows for reprographic copying. It is unclear
whether the defence would apply to digital copying carried out for the purpose of
instruction.'”

A related defence exists for copying done for the film-making courses. Section 32(2)

154 As specified by the Secretary of State under his powers under CDPA s. 174(1)(b); s. 174(3). ‘School” is
defined by reference to the Education Act 1996, the Education (Scotland Act) 1962 and the Education and
Libraries (Northern Ireland) Order 1986 (SI 1986/59: NI 3). The Copyright (Educational Establishments)
(No. 2) Order 1989 (SI 1989/1068) specifies that universities, theological colleges, and various institutions
providing further education are ‘educational establishments’. These provisions have been extended to apply
to teachers employed by a local authority to give instruction to pupils unable to attend an educational
establishment: the Copyright (Application of Provisions relating to Educational Establishments to Teachers)
(No. 2) Order 1989 (SI 1989/1067).

155 CDPA s.32(1) (as amended by SI 2003/2498, introducing the sufficient acknowledgement requirement
(reflecting Art. 5(3)(a)) and the non-commercial purpose limitation reflecting Info. Soc. Dir. Art. 5(2)(c)). This
does not apply to subsequent dealings (sale, hire, or offering for sale or hire or communicating to the public).

156 As defined in CDPA s 30(1A).

157 Reprographic copying is defined in CDPA s. 178.
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states that the ‘copyright in a sound recording, film, or broadcast is not infringed by its
being copied by making a film or film sound-track’ in the course of, or preparation for,
instruction in the making of films or film soundtracks. This is subject to three conditions:
that the person giving or receiving the instruction does the copying, that the copying
is accompanied by sufficient acknowledgment, and that the instruction is for a
non-commercial purpose.

A special defence applies to copying done for the purpose of preparing or giving exam-
inations. Copyright is not infringed by anything done for the purposes of setting exam
questions, communicating the questions to the candidates, or answering the questions,
provided that the questions are accompanied by sufficient acknowledgment. The classic
form of exam question, familiar to all law students, which comprises a quote followed by
the instructions ‘critically discuss’, must therefore be appropriately attributed. This defence
does not apply, however, to the making of a reprographic copy of a musical work to be
used in an exam.!*

9.2 COPYING SHORT PASSAGES IN ANTHOLOGIES
AND COLLECTIONS

Section 33 provides that copyright is not infringed where a ‘short passage’ from a pub-
lished literary or dramatic work is included in a collection that is intended for use in an
educational establishment.'™ This is subject to the proviso that (i) the collection consists
mainly of material in which no copyright subsists, (ii) the inclusion is acknowledged, and
(iii) the inclusion does not involve more than two excerpts from copyright works of the
same author in collections published by the same publisher over any period of five years.
These restrictions greatly restrict the utility of the defence.!®® The defence would be used,
for example, to compile a collection of cases, many of which were out of copyright.

9.3 PERFORMING, PLAYING, OR SHOWING WORKS

A special defence exists to protect the performing, playing, or showing of literary, dra-
matic, or musical works before an audience consisting of teachers and pupils at an edu-
cational establishment.!®! Section 34(1) operates by deeming certain performances not to
be public performances and hence not to be infringements of the performing right. To fall
within the defence, the performance must be before an audience consisting of teachers and
pupils at an educational establishment. The performance must be carried out either by a
teacher, a pupil, or by any other person for the purposes of instruction. This will exempt
performances, whether by students or outsiders, before students in a drama class. It does
not cover pupil performances to audiences of parents.!?

A similar defence exists with regard to the showing of films and broadcasts and the

158 CDPA s. 32(3) (as amended by SI 2003/2498). On subsequent dealings with copies see CDPA s. 32(5).

159 CDPA s. 33; CA 1956 s. 6(6); CA 1911 s. 2(1)(iv).

160 The work from which the passage is taken must itself not be intended for use in an educational
establishment, and no more than two excerpts from copyright works by the same author may be published in
collections by the same publisher over any period of 5 years. Moreover, the collection in question must be
described as being for use in educational establishments, must consist mainly of material in which no
copyright subsists, and there must be a sufficient acknowledgment.

161 CDPA s. 34(1). 162 CDPA s. 34(3).
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playing of sound recordings before an audience of teachers and pupils for the purposes of
instruction.'®®> While this would cover the showing of a documentary about the first moon
landing to a primary-school class, it would presumably not cover school film societies
since they are for pleasure and not instruction.

9.4 RECORDING OF BROADCASTS

Section 35 provides that in the absence of a ‘certified licensing scheme’,'®* educational

establishments may make a recording of a broadcast, or a copy of such a recording for the
educational purposes of that establishment, provided that there is sufficient acnowledge-
ment of the broadcast and the educational purposes are non-commercial.'®> As edu-
cational establishments have entered into a number of relevant certified licensing schemes,
section 35 has little practical importance.'®

9.5 REPROGRAPHIC COPYING

Section 36 provides that to the extent that licences are unavailable, educational establish-
ments may reprographically copy 1 per cent of literary, dramatic, and musical works per
quarter of a year for the purposes of instruction without infringing copyright.'®’” The excep-
tion only operates where the copies are accompanied by sufficient acknowledgment (except
where this would be impossible), and the instruction is for a non-commercial purpose.
Again, the operation of the section 36 defence is limited as a result of the fact that educational
establishments have entered into a number of relevant certified licensing schemes.

9.6 LENDING OF COPIES

Copyright in a work is not infringed by the lending of copies of the work by an edu-
cational establishment.'®®

10 USES OF WORKS FOR THE HANDICAPPED

Two sets of provisions are designed to facilitate the making available of works to persons
whose aural or visual senses are impaired.

10.1 MODIFICATION OF BROADCASTS FOR THOSE WITH
POOR HEARING

Section 74 allows a designated body to make copies of broadcasts to provide subtitled or
modified copies of broadcasts to people who are deaf, hard of hearing, or physically or

163 CDPA s. 34(2). These are deemed not to be public performances.

164 CDPA s. 143. 165 CDPA s. 35(1).

166 ¢.g Copyright (Certification of Licensing Scheme for Educational Recording of Broadcasts and Cable
Programmes) (Educational Recording Agency Ltd) Order 1990 (SI 1990/879); Copyright Certification of
Licensing Scheme for Educational Recording of Broadcasts) (Open University) Order 2003 (SI 2003/187).

167 CDPA s. 36.

168 CDPA s. 36A was introduced into the 1988 Act by the Related Rights Reg. 11. See Rental Dir., Art. 5(3).
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mentally handicapped.'® The making, supply, or lending of such copies does not infringe
any copyright in the broadcasts or in any work included in them.'”° This defence does not
apply, however, if there is a relevant certified licensing scheme in existence.!”!

10.2 MODIFICATIONS FOR BENEFIT OF VISUALLY-IMPAIRED

The Act permits the making of copies of commercially published literary, dramatic,
musical, and artistic works, as well as of published editions, for the personal use of visually
impaired persons.'’? In addition, in the absence of a licensing scheme notified to the
Secretary of State,'”® an educational establishment, or a body not conducted for profit is
permitted to make and supply, other than for profit, accessible copies of commercially
published literary, dramatic, musical, or artistic works, or of published editions, for the
personal use of visually impaired persons.'”* Most obviously, this would include transliter-
ations into braille, or the making and issue of recordings of spoken versions of those
literary works.!”®> The exemption does not apply if copies making the works accessible to
visually impaired persons are already commercially available.!7®

11 PUBLIC ADMINISTRATION

The 1988 Act contains a number of defences that facilitate involvement in, and the dis-
semination of information about, public administration.'”” To this end the 1988 Act
provides that copyright is not infringed by anything done for the purposes of parlia-
mentary or judicial proceedings,!”® or for proceedings of a Royal Commission or statutory

169 CDPA s. 74; Copyright (Subtitling of Broadcasts and Cable Programmes) (Designated Body) Order
1989 (SI 1989/1013) (designating The National Subtitling Library for Deaf People). See Info. Soc. Dir., Art.
5(3)(b).

170 CDPA s. 74(1). 171 CDPA s. 74(4) and s. 143.

172 CDPA s. 31A (added by the Copyright (Visually Impaired Persons) Act 2002). The exception does not
apply to copyright databases. It is subject to the following conditions: (i) the visually impaired person has
lawful possession or use of a copy; (ii) the copy is not accessible to them because of their impairment; (iii)
copies that would be accessible to them are not commercially available; (iv) the copy states it was made under
s. 31A; (v) there is acknowledgement of author and title. A ‘visually impaired person’ is defined in CDPA
s. 31F(9) as a person: (a) who is blind; (b) who has an impairment of visual function which cannot be
improved, by the use of corrective lenses, to a level that would normally be acceptable for reading without a
special level or kind of light; (c) who is unable through physical disability, to hold or manipulate a book; or
(d) who is unable, through physical disability, to focus or move their eyes to the extent that would normally
be acceptable for reading. For background, see, Copyright Directorate, Summary of Responses to the Consulta-
tive Exercise on a Possible Copyright Exception for the Benefit of Visually Impaired People that took place from
February to May 2001 (2001). For commentary, see K. Garnett, ‘The Copyright (Visually Impaired Persons)
Act 2002 [2003] EIPR 522.

173 CDPA 5. 31D(1). The scheme must not be ‘unreasonably restrictive’.

174 CDPA s. 31B (added by the Copyright (Visually Impaired Persons) Act 2002). For background, see
Copyright Directorate, Summary of Responses to the Consultative Exercise on a Possible Copyright Exception for
the Benefit of Visually Impaired People that took place from February to May 2001 (2001).

175 CDPA s. 31B(2) states that the exemption does not apply ‘if the master copy is of a musical work, or
part of a musical work, and the making of an accessible copy would involve recording a performance of the
work or part of it.” The exemption also does not apply if the work concerned is a database.

176 CDPA s. 31B(3), (4). 177 Info. Soc. Dir., Art. 5(3)(e).

178 CDPA s. 45(1); CA 1956 ss. 6(4), 9(7), 13(6), 14(9), 14A(10).
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inquiry.'”® This means that copyright is not infringed if a barrister digitally scans a case
report, or a police officer photocopies a statement for use in a trial. The 1988 Act also
provides that copyright is not infringed by anything done for the purposes of reporting
such proceedings.'®® This means that law reports do not infringe copyright in the bar-
risters’ statements, a defendants’ evidence, or a speech of a judge. It should be noted that
these defences do not extend to the copying of the published reports of such proceed-

ings.'®! As such, the defence does not apply, for example, to the photocopying of law

reports.
Special defences also enable the copying of material that is open to public inspection
pursuant to a statutory requirement (this would apply to material on the patents, designs,

and trade mark registries);'®? to material that is communicated to the Crown in the course

of public proceedings;'®® and, in certain circumstances, to material on public records.'®

12 CULTURAL PRESERVATION

A number of defences aid in the preservation of cultural objects.!®> A designated non-
profit organization may record a song and make copies available for non-commercial

research or private study even though there is copyright in the words or music. This is

subject to the proviso that the words are unpublished and are of unknown authorship.!8

In addition, where an article of culture or historical importance cannot lawfully be
exported from the UK unless a copy of it is made and deposited in an appropriate library
or archive, it is not an infringement to make that copy.'®” Finally, a recording of a broad-
cast of a designated class,'® or a copy of such a recording, may be made for the purpose of

being placed in an archive maintained by a designated body without thereby infringing

any copyright in the broadcast or in any work included in it.'®

179 CDPA s. 46(2).

180 CDPA ss. 45(2); 46(2). The latter, which relates to Royal Commissions and statutory inquiries, is
limited to the reporting of any such proceedings held in public.

181 This would include arbitration proceedings, London & Leeds Estates v. Paribas (No. 2) [1995] 1 EGLR
102, 106. Note also A v. B [2000] EMLR 1007 (refusing summary judgment in a case where defendant had
copied pages from claimant’s diary with a view to using them in divorce proceedings, even though those
proceedings had not yet begun); cf. Auckland Medical Aid Trust v. Commissioner of Police [1976] 1 NZLR 485
(proceedings must have commenced); Television New Zealand v. Newsmonitor Services [1994] 2 NZLR 91, 100
(High Court of Auckland) (extends to situation where a work is required to be reproduced so that legal
advisers can properly advise client whether or not it is appropriate to commence legal proceedings or to
defend proceedings which are threatened).

182 CDPA s. 47. 183 CDPA s. 48.

184 CDPA ss. 47 and 49. CDPA s. 50 provides a defence for acts specifically authorized by an Act of
Parliament.

185 See above at p. 211 (ability of libraries to make copies for purposes of preservation).

186 CDPA s. 61. The making of the recording must not infringe any other copyright and must not have
been prohibited by any of the performers. For designated bodies, see Copyright (Recordings of Folksongs for
Archives (Designated Bodies) Order 1989 (SI 1989/1012).

187 CDPA s. 4.

188 All broadcasts other than encrypted transmissions and all cable programmes have been designated for
this purpose.

189 CDPA s. 75. The Copyright (Recording for Archives of Designated Class of Broadcasting and Cable
Programmes) (Designated Bodies) Order 1993 (SI 1993/74).
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13 EXCEPTIONS FOR ARTISTIC WORKS

A number of defences exist in relation to artworks. Given that artistic works protect a
broad array of subject matter from paintings and sculpture through to typefaces and
industrial designs, it not surprising that these defences are similarly eclectic. In addition to
the defences listed below, it should be noted that a number of defences exist in relation to
industrial designs. These are discussed in Chapter 29.'

13.1 REPRESENTATION OF WORKS ON PUBLIC DISPLAY

A special defence exists in relation to the representation of artistic works on public dis-
play."! Section 62 provides that copyright in (a) buildings and (b) sculptures, models for
buildings, and works of artistic craftsmanship if permanently situated in a public place or
in premises open to the public, may be represented in a graphic work, photographed,
filmed, or broadcast without a licence. The defence also applies to subsequent dealings of
the representation. Thus, a postcard of a sculpture in Trafalgar Square can be reproduced
and distributed without infringing copyright in the sculpture. Similarly, a film of a new
building could be made or broadcast without the consent of the owner of copyright in the
building.!®* It seems that the defence applies to both private and public buildings. If so,
this means that a company that was taking photographs of private homes to be stored on a
database for use by real estate agents could rely upon the defence to avoid a claim for
infringement of any copyright in the building.

One potential problem with the defence is that section 62 says that copyright in such a
work is not infringed. As such the defence would seemingly not apply to any preliminary
drawings or plans that were used to create the public work. If so, it greatly reduces the
scope of the defence.'”?

13.2 ADVERTISEMENTS FOR SALE OF AN ARTISTIC WORK

Section 63 declares that it is not an infringement of copyright in an artistic work to copy it
or to issue copies to the public in order to advertise the sale of the work. This means that it
is permissible when selling a painting to take a photograph of the painting and to publish
it in a catalogue. Section 63 serves to reconcile the conflict that may arise where the artistic
work and the copyright in that work are owned by different parties. It does this by
preventing the copyright owner from exercising their copyright so as to hinder the owner

190 CDPA ss. 51-3. See below at pp. 662—6.

191 See also incidental use defence in CDPA s. 31 discussed at pp. 206-8 above (but with CDPA s. 62 there
is no need for the use to be incidental). Info. Soc. Dir. Art. 5(3)(h) permits member states to have an exception
relating to ‘use of works, such as works of architecture or sculpture, made to be located permanently in public
places’.

192 Though (as a consequence of amendments made by SI 2003/2498) while a film of a building could be
placed on a web site without infringing (CDPA s. 62(3) referring to communications to the public of anything
whose making was not an infringement), a direct live feed of images of the building would appear to fall
outside the scope of the exception (CDPA s. 62(2) referring to broadcasts).

193 Copinger, para. 9-90.
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of the artistic work from selling it. It should be noted that subsequent uses of the copy, such
as selling it, are not covered by the defence.”® This means that the sale of a catalogue
formerly used to advertise the sale of the work is prima facie an infringement of copyright.'*

13.3 SUBSEQUENT WORKS BY THE SAME ARTIST

It is common practice for artists to build upon and develop earlier works they have
created. A potential problem that arises for artists who sell the copyright in their works is
that copyright owners may object to the artist continuing to work in the same style. Under
general copyright principles, artists are able to develop the same ideas as long as they do
not copy a substantial part of the expressive form of the earlier work. To ensure that
owners of copyright in an earlier work are unable to stifle an artist’s ability to work in the
same style, section 64 adds that an artist is able to copy their earlier works, provided they
do not repeat or imitate its main design.

13.4 RECONSTRUCTION OF BUILDINGS

Section 65 allows for the reconstruction of a building without infringement of any copy-
right in the building or in the original drawings or plans for it."”® This ensures that an
owner of a building is able to carry out repairs without having to seek the approval of the
copyright owner.

13.5 USE OF TYPEFACES IN THE ORDINARY COURSE OF PRINTING

A special defence exists where typefaces (which are protected as artistic works) are used in
the ordinary course of printing. Section 54 provides that it is not an infringement of
copyright in an artistic work consisting of the design of a typeface to use the typeface in
the ordinary course of printing activities. The section also provides that it is not an
infringement to possess or do anything in relation to the material produced by such a

use.'”’

14 EXCEPTIONS FOR COMPUTER PROGRAMS

Special provisions in the 1988 Act, which follow from the Software Directive, govern how
far it is permissible to copy and otherwise use computer programs without infringing.
These defences ensure that a lawful user is able to make a back-up copy, to decompile a
program for certain purposes, to study the program, and to adapt or copy the program
where necessary for the lawful use of the program. The first three of these exceptions
cannot be excluded or restricted by contract, and provisions attempting so to do are to be
treated as null and void.””® A report by the European Commission in 2000 on the

194 CDPA s. 63.

195 Info. Soc. Dir., Art. 5(3)(j) permits member states to have an exception for such advertising ‘to the
extent necessary to promote the event, excluding any other commercial use’.

196 CDPA s. 65; Info. Soc. Dir., Art. 5(3)(m).

197 CDPA s. 54. The typeface itself may be reproduced 25 years after the year of authorized marketing.
CDPA s. 55. See J. Watts and F. Blakemore, ‘Protection of Software Fonts in UK Law’ [1995] 3 EIPR 133.

198 CDPA s. 50A(3), s. 50BA(2), s. 50B(4), s. 296A(1), reflecting Software Dir., Art. 9(1), Recital 26.
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implementation of the Software Directive concluded that overall the aims of the Directive
had been achieved. The Commission did however make some comments about the way
that the Directive had been implemented in the United Kingdom, which may require
adjustment in the future.!®

One issue that may impact upon the scope of the defences relates to the question of
whether computer programs are seen as databases (and thus protected under the database
right). As we alluded to in our discussion of the database right, if ‘database’ is defined
broadly enough it may include computer programs. If so, this will impact upon the
relevance of the copyright defences. This is because there are fewer defences available to
a defendant in relation to infringement of the database right than are available for
infringement of copyright.

14.1 MAKING BACK-UP COPIES

Section 50A(1) provides that it is not an infringement of copyright for a ‘lawful user’*® of
a copy of a computer program to make any back-up copy of it, which is necessary for them
to have for the purpose of their lawful use.?”! By enabling users to make back-up copies, it
provides a form of insurance in case a computer program fails or is corrupted. Import-
antly section 50A(3) provides that any term or condition in an agreement that purports to
prohibit or restrict an act that is permitted under section 50A is void.**

The scope of the defence will depend on when it is ‘necessary’ for a lawful user to make
a back-up copy. It is likely that this will depend on factors such as the relative stability of
the program (the more vulnerable the program the more the need for back-up), the
environment in which the program operates, and the consequences of a program failing
(it is more likely that a court will consider it necessary to make a back-up copy where the
program is used for air traffic control or to assist in heart surgery than where it is a
computer game). Indeed, in Sony Computer Entertainment Inc. v. Owen it was held that,
when a person buys a computer game on a CD, it is not ‘necessary’ for that person to make
a back up copy of the disk.?*

142 DECOMPILATION

One of the problems facing creators of computer programs is that they have to ensure that
their creations can be used in conjunction with existing products and processes. In the
same way in which a manufacturer of spare parts for cars needs to ensure that their

199 Report from the Commission on the implementation and effects of Directive 91/250/EEC on the legal
protection of computer programs, COM (2000) 199 final (Brussels, 10 Apr. 2000), 12—-14. The UK has since
added CDPA s. 50BA which meets one of the Commission’s criticisms.

200 Defined as a person who has a right to use the program: CDPA s. 50A(2). In its Report on the Software
Directive, the Commission said that ‘lawful acquirer’ (which was the term used in the Directive), meant a
‘purchaser, licensee, renter or a person authorized to use the program on behalf of the above’. Report from the
Commission on the implementation and effects of Directive 91/250/EEC on the legal protection of computer
programs COM (2000) 199 final (Brussels 10 Apr. 2000), 12.

201 The Commission said that the notion of ‘back-up’ meant “for security reasons’ and that the result of
the wording of Art. 5(2) was that only one copy is permitted. Report from the Commission on the implementa-
tion and effects of Directive 91/250/EEC on the legal protection of computer programs COM (2000) 199 final
(Brussels 10 Apr. 2000), 18.

202 CDPA 5. 50A(3), s. 296A. 203 [2002] EMLR 742.
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products are the appropriate size and shape, so too producers of computer programs and
devices used in conjunction with existing programs need to ensure that their products
comply with the pre-existing standards. While some of this information will be generic
and widely available, some of it may be hidden in the program. For a producer to ensure
that their creations are compatible (or inter-operable) with pre-existing systems, they need
to have access to the information that is hidden in the program. Some developers (most
famously IBM) publish such information to encourage others to construct further appli-
cation programs or add-on devices, whereas others license the information. In some
circumstances, the only way in which the relevant information can be obtained is by
decompiling or reverse engineering the program. The process of decompilation reduces
the object code in the program to a form that approximates with the source code. The
potential problem with this is that as decompilation involves intermediate copying of a
program, it is prima facie an infringement of copyright.***

After considerable debate it was decided to include a defence for decompilation in the
Software Directive.?*® This found its way into British law via section 50B. Before looking at
the defence it should be noted that the parties cannot contract out of the decompilation
defence.?® It should also be noted that the importance of section 50B is reinforced by
the fact that fair dealing for the purpose of research and study does not apply to the
decompilation of computer programs.?”’

Section 50B provides that it is not an infringement of copyright for a lawful user of a
copy of a computer program expressed in a low-level language to convert it into a higher-
level language (that is, to ‘decompile’ it) or incidentally in the course of converting the
program, to copy it. This is subject to the proviso that:

(a) it is necessary to decompile the program to obtain the information necessary to
create an independent program which can be operated with the program decompiled, or
with another program (the ‘permitted” objective); and

(b) the information obtained is not used for any purpose other than the permitted
objective.

These conditions will be not be met, for example, where (i) the relevant information is
readily available to the lawful user, (ii) the decompilation is not confined to acts necessary
to achieve the permitted objective, (iii) the lawful user supplies the information to any
person to whom it is not necessary to supply it in order to achieve the permitted objective,
or (iv) the lawful user uses the information to create a program which is substantially
similar in its expression to the program decompiled or to do any act restricted by
copyright.?%®

In its Report on the Implementation of the Software Directive, the Commission was
critical of the way Article 6 had been implemented in the United Kingdom. (Article 6 sets
out the decompilation exception.) In particular, the Commission said there are four
reasons why section 50B may be non-conforming. First, section 50B’s use of ‘lawful user’
appears not to include a ‘person authorized on behalf of the licensee or person having a

204 See Copinger, para. 9—61. S. Chalton, Tmplementation of the Software Directive in the UK’ [1993]
EIPR 138,

205 Software Dir., Art. 6. 206 CDPA ss. 50A(3), 50B(4), 50D(2). 207 CDPA 5. 29(4).

208 CDPA s. 50B(3).
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right to use a copy of the program’. Second, while Article 6 mentions ‘reproduction of the
code and translation of its form’, this has been implemented in section 50B as ‘expressed
in a low-level language to convert it into a higher-level language’. Third, there is no
restriction in the UK to ‘parts’ of the decompiled program: instead section 50B is
restricted to ‘such acts as are necessary to achieve the permitted objective’. The final
criticism is that the section 50B defence is not expressly subject to the three-step test (as is
required under Article 6(3)).2% It is possible that British courts could construe section 50B
in such a way as to comply with many of the criticisms (if it was felt desirable).

14.3 OBSERVING, STUDYING, AND TESTING PROGRAMS

Section 50BA, introduced in October 2003,21° implements Article 5(3) of the Software
Directive, by providing that a lawful user of a copy of a program is not liable for infringe-
ment if, when carrying out an act they are entitled to do (such as to load, display, run,
transmit or store the program), that person observes studies or tests the functioning of the
program in order to determine the ideas or principles which underlie any element of the
program.

144 COPYING AND ADAPTING FOR LAWFUL USE

In the absence of contractual terms to the contrary, section 50C(1) allows a lawful user of a
computer program to copy or adapt it if ‘it is necessary for his lawful use’.?!! An example
of a situation where it will be necessary to copy for a lawful use is given by section 50C(2).
This says that it is not an infringement for a lawful user of a copy of a computer program
to copy or adapt it for the purpose of correcting errors. Another obvious example is
copying that occurs in the RAM of a computer that enables the program to run. In
contrast, it has been held that a licence to use a computer game in Japan did not justify
adaptation to circumvent copy-protection so as to enable its use in the UK.?!? Given the
limits of the licence to Japan, there was no lawful use in the UK.

15 EXCEPTIONS FOR DATABASES

Section 50D provides that it is not an infringement of copyright in a database for a person
who has a right to use the database or any part of the database (whether under a licence to
do any of the acts restricted by the copyright in the database or otherwise) to do, in the

209 Report from the Commission on the implementation and effects of Directive 91/250/EEC on the legal
protection of computer programs COM(2000) 199 final (Brussels, 10 Apr. 2000), 14.

210 A noted earlier, these acts no longer fall to be treated as fair dealing under CDPA s. 29. The specific
implementation of Software Dir., Art. 5(3) seems to have been required now that the notion of fair dealing for
research and private study has been limited to non-commercial ends.

211 Note the contradictory provisions of Software Dir., Art. 5(1) and Recital 18 (stating that the acts of
loading and running necessary for use of the program and the act of correction of its errors may not be
prohibited by contract. This defence does not apply to the making of back-up copies (s. 50A), to the
decompilation of programs (s. 50B) or to acts carried out to study or test the program (s. 50BA).

212 Sony Computer Entertainment Inc v. Owen [2002] EMLR 742, 747. See B. Esler, ‘Judas or Messiah? The
Implications of the Mod Chip Cases for Copyright in an Electronic Age’ (2003) Hertfordshire Law Journal 1.
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exercise of that right, anything which is necessary for the purposes of access to and use of
the contents of the database or of that part of the database. This means that if in the course
of searching a database, the database is downloaded into the memory of a computer, this
will not be an infringement. Although in situations where the copyright owner and the
user are in a contractual relation (as a subscriber to Lexis would be) the user would have, at
the very least, an implied licence covering these acts, this exception seems to operate in
favour of others with a right to use the database, such as transferees of material copies of
databases (such as the purchaser of a second hand CD-ROM of the Oxford English
Dictionary). It is important to bear in mind that fair dealing for the purposes of research
and study is not available for databases. This increases the relative importance of
the section 50D defence. As with the defences for the making of back-up copies and

decompilation, it is not possible to contract out of the section 50D defence.?!®

16 EXCEPTIONS FOR WORKS IN ELECTRONIC FORM

Under section 56, if the purchaser of a work in electronic form (such as a computer
program or an e-book) is entitled to make further copies or adaptations of the work, then
unless there is an express stipulation to the contrary, so too is anyone to whom the
ownership of the copy has been transferred. That is, the defence applies when a back-up
copy is transferred if the original copy is no longer usable. Any copies remaining with the

original purchaser after transfer are infringing.*'*

17 TEMPORARY TECHNOLOGY-DICTATED COPIES

In order to implement Article 5(1) of the Information Society Directive, a new defence
was introduced in October 2003 relating to the temporary copying of copyright works
other than programs or databases. This applies only if four conditions are met: (i) the copy
must be transient or incidental; (ii) the making of the copy must be ‘an integral and
essential part of a technological process’; (iii) the copying must take place to enable either
transmission of the work in a network between third parties and an intermediary, or a
lawful use of the work; and (iv) the temporary copy must have ‘no independent economic
significance’. Lawful use is defined to include uses ‘authorised by the rightholder or not
restricted by law’.?!> The provision appears to have been designed to allow ‘caching’,?'®
that is the temporary storage of information in the user’s computer or server which allows

for speedier access to web sites.?!” Such activities are positively desirable, since they enable

213 CDPA s. 50D(2). For speculation as to the scope of this exception and criticism, see Davison, 77-8.

214 CDPA s. 56(2)—(3). See C. Millard in H. Jongen and A. Meijboom (eds.), Copyright Software Protection
in the EC (1993), 224.

215 Tnfo. Soc. Dir., Recital 33.

216 TInfo. Soc. Dir., Recital 33. This seems to impose further conditions parallelling those set out in the E-
commerce Directive. These are: first, that the intermediary does not modify the information; and that he does
not interfere with the lawful use of technology, widely recognized and used by industry, to obtain data on the
use of information.

217 See P. B. Hugenholtz, ‘Caching and Copyright: The Right of Temporary Copying’ [2000] EIPR 482, 483
(in particular focusing on ‘proxy (web) caching’ and ‘client caching’).
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the ‘web’ to function speedily and efficiently, and seem to have no obvious impact on the
economic interests of content-holders. Nevertheless, while the provision may have been
designed to exempt such acts (which might otherwise technically infringe the reproduc-
tion right in the content being stored),?'® the conditions imposed make it difficult to
predict when (if at all) such acts will in fact be legitimate. First, the requirement that the
reproduction be an ‘integral and essential” part of a technological process raises a difficult
hurdle. This is because while digital transmission is more efficient if caching occurs, such
transmission can occur without caching. Can it then be said that caching is ‘integral and
essential’ rather than desirable??!’® Second, the requirement that the acts be of no
‘independent economic significance’ raises the question as exactly how a defendant
might prove that (as well as how a court is to determine whether) activities have any
‘independent economic significance’.

18 DEFENCES FOR FILMS AND SOUND RECORDINGS

18.1 EXPIRY OF FILM COPYRIGHT

As we saw earlier, one of the changes brought about as a result of the Duration Directive is
that copyright in films expires seventy years from the end of the calendar year in which the
death occurs of the last to die of the following: the principal director, the author of the
sceenplay, the author of the dialogue, or the composer of any music specifically created.??
One of the consequences of this is it may be difficult to determine when copyright in a
film actually expires. To ensure that this uncertainty does not unduly hinder subsequent
uses of the film, section 66A provides that copyright in a film is not infringed if (i) it is not
possible by reasonable inquiry to ascertain the identity of any of the relevant persons and
(ii) that it is reasonable to assume that the copyright has expired or that the last relevant
person has been dead for over seventy years.

18.2 CHARITABLE USES OF SOUND RECORDINGS

Another exception operates in favour of non-profit, charitable organizations and permits
those organizations to play sound recordings as part of the activities of, or for the benefit
of, the organization without infringing copyright in the sound recording.”*! As a practical
consequence, charitable organizations do not need to obtain licences from PPL (the col-
lective body that deals with the public playing of sound recordings), but only from PRS
(since the exception does not apply to copyright in the literary and musical works). Not
surprisingly, this exception has long been a source of resentment to the record industry
and performers’ groups who see no reason why the revenues to which they would
otherwise be entitled (and which other authors do get) should be compulsorily given to

218 But note P. B. Hugenholtz, ‘Why the Copyright Directive is Unimportant and Possibly Invalid’ [2000]
EIPR 499, 501 (‘A common sense interpretation of the reproduction right would have done the job [of
exempting caching and browsing] as well, if not much better’).

219 See P. B. Hugenholtz, ‘Caching and Copyright: The Right of Temporary Copying’ [2000] EIPR 482,
488-9.

220 CDPA s. 13B(2). See above at pp. 157-8. 221 CDPA s. 67(1) does not apply to musical works.
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charity. Because of a belief that the exception in the form originally enacted in the 1988
Act fell foul of the ‘three-step test’, it has been amended, and is (after 31 October 2003)
subject to a host of conditions.?*

First, the exception only applies if the organization is not established or conducted for
profit, and that its main objects are charitable or are otherwise concerned with the
advancement of religion, education, or social welfare.’”® Second, the exception only
applies if the sound recording is played by a person who is acting primarily and directly
for the benefit of the organization and who is not acting with a view to gain. This means
the exemption does not apply if the organization hires a disc-jockey to choose and play
the recordings. Third, the exception only applies if the proceeds of any charge for admis-
sion to the place where the recording is to be heard are applied solely for the purposes of
the organization. Finally, for the exemption to operate it is required that the proceeds
from any goods sold by or on behalf of the organization (in the place where the sound
recording is heard and when the recording is played) are applied solely for the purposes of
the organization.””* The effect of this last condition depends particularly on what is
meant by ‘good or services sold by, or on behalf of, the organisation’. If a charitable
organization has a fund-raising event at which recorded music is played, but obtains the
services of the local publican to serve drinks (and the publican keeps the profits from
such sales), are the bar services provided ‘on behalf of the organisation” so that the
defence does not apply? Or are the services provided by and on behalf of the publican,
with the paradoxical consequence that the exception applies? If the aim of the limitations
is to restrict the operation of this defence to events where everybody involved gives their
services and profits to the charity, it is likely that the publican who has been invited to sell
drinks at the event (primarily for their own benefit), would be treated as acting ‘on behalf
of the charity.

19 BROADCASTS

Various acts are permitted in relation to the making, retransmission, and reception
of broadcasts. In addition to the provisions we have already looked at in relation to

archives’® education, and sub-titling for the hard of hearing®?

may apply.

the following defences

222 The Info. Soc. Dir., Art. 11 amended the Rental Dir., Art. 10, by adding that limitations to the
fixation, broadcasting, communication, and distribution rights are only applied in accordance with the three-
step test. See also WPPT, Art. 16(2). It is not obvious why the three-step test led to the imposition of the new
conditions. For example, why would the mere fact that the organization paid a professional disc-jockey
render the activities prejudicial to the legitimate interests of the ‘rightsholders’, or mean that the use conflicts
with ‘normal exploitation’? The view seems to be that if anyone is paid or makes a private profit, then so
should the record companies and performers.

223 A local government authority was held to be neither an ‘organization’ similar to a club or society nor
an organization whose main objects was the advancement of ‘social welfare’: Phonographic Performance Ltd v.
South Tyneside Metropolitan Borough Council [2001] RPC 594 (exemption held not to cover playing sound
recordings at fitness classes run by the local authority).

224 CDPA 5. 67(2). 225 CDPA s. 75. 226 CDPA ss. 32(2), 34(2), 35.
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19.1 INCIDENTAL RECORDING FOR THE PURPOSE
OF BROADCASTING

A person authorized to broadcast a work may make a recording of it for purposes of the
broadcast.?”” This is subject to the requirement that the recording should not be used for
any other purpose and should be destroyed within twenty-eight days of first being used.?*®
This ensures that any temporary copies that are made in the course of broadcasting will
not infringe.

19.2 RECORDING FOR PURPOSES OF SUPERVISION

As part of the regulatory framework that governs the broadcasting industry, a number of
organizations are given the task of supervising broadcast programmes. To ensure that
these bodies are able to fulfil these tasks, the 1988 Act provides that supervisory bodies (in
particular, after the Communication Act 2003, the new unitary body, OFCom) may make

recordings of broadcast for the purpose of controlling broadcasting.?”

19.3 TIME-SHIFTING

Section 70 provides for the much-debated time-shifting defence that allows for the private
recording of broadcasts so that they may be watched at a later time. The making in
domestic premises for private and domestic use of a recording of a broadcast solely in
order to view it or listen to it at a more convenient time does not infringe any copyright in
the transmission, or of works included in the transmission.?*® This enables a person to
video a programme to watch at a more convenient time or tape radio programmes so that
they can be listened to later. Since broadcasts do not include most ‘Internet transmissions’
this defence cannot be employed to justify private copying from web sites. Moreover, the
limitation of the defence to recordings made ‘in domestic premises’ means it cannot
justify acts of recording broadcasts in commercial establishments, such as the recording of
simultaneous Internet broadcasts in Internet cafés.”®! Rather strangely, however, it means
that if a person tapes a radio programme on their cassette-recorder situated in their office
they will infringe, whereas they would not do so were they at home. In an era where it is
increasingly important for the rules relating to copyright-liability to make sense to the
public, this differentiation seems regrettable.

227 CDPA s. 68; Info. Soc. Dir., Art. 5(2)(d); Rental Dir., Art. 10(1)(c); Berne, Art. 11 bis(3).

228 See Phonographic Performance v. AEI Rediffusion Music [1998] Ch 187; [1997] RPC 729 (holding that
the making of permanent recordings for the purpose of broadcast could not be treated as authorized under
compulsory licence).

229 CDPA s. 69; Info. Soc. Dir., Art. 5(3)(e). Communication Act 2003, Sched. 17, para. 91(3).

230 CDPA s. 71. Presumably this is thought to be within Info. Soc. Dir., Art. 5(2)(b), and that under Recital
35 no compensation need be paid. The requirement that the recording be on domestic premises may have
been intended to ensure compliance with the requirement that the reproduction be not for ends which are
directly or indirectly commercial.

231 Even prior to the addition of this requirement by SI 2003/2498 it had been held that the exception did
not justify the copying of such material by a commercial organization at the request of individuals, because
the copying was not for the ‘private and domestic use’ of the organization: Sony Music Entertainment (UK)
Ltd v. EasyInternetcafe Ltd. [2003] FSR (48) 882 (paras. 40-1). For commentary, see K. Garnett, ‘The Easy
Internet Café Decision’ [2003] EIPR 426.
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19.4 FREE PUBLIC SHOWING OR PLAYING

Although having a radio or television on in public normally infringes the public perform-
ance right in the broadcast, and any works therein, a special defence limits the scope of
such liability where a broadcast is shown or played to a non-paying audience.”* An
audience will be paying if they have paid admission, or if goods or services are supplied at
that place at prices which are substantially attributable to the facilities afforded for seeing
or hearing the broadcast or programme, or at prices exceeding those usually charged there
and which are partly attributable to those facilities.”**> So a wine bar wishing to have a
television on for the benefit of customers, but which does not alter its prices, would fall
within the exception, whereas a bar which charges an entry fee when broadcasts are being
shown would not. The free-showing defence also covers the showing or playing of broad-
casts to residents of hotels, inmates in prisons, patients in hospitals, and members of clubs.
It also covers free demonstrations of broadcast receiving equipment, for example in shop
windows.

The free-playing defence only applies to claims relating to infringement of copyright in
the broadcast or any film included in it and, in certain specified situations, to the copyright
in sound recordings. Permissions as regards other works included in the broadcast, for
example music and lyrics of songs, will be required (so a PRS licence will be required).**
In the case of sound recordings, the section distinguishes between two categories of sound
recordings. If the sound recordings are either not recordings of music or songs (for
example, recorded interviews with politicians) or are musical recordings of which the
author is also the author of the broadcast (such as sound recordings created as theme
music for the channel or to accompany a programme), it is not an infringement of the
copyright in the recording to show in public a broadcast which includes the recording.*®
The exception however does not excuse any infringement of the copyright in other sound
recordings i.e. those which are recordings of music and songs where the author of the
recording is not the author of the music (termed ‘excepted sound recordings’). These
excepted sound recordings encompass most commercially-distributed popular and clas-
sical music, so that the general ‘free-playing’ defence would not apply to sound recordings
featured on the radio or Top of the Pops. For these ‘excepted sound recordings’, a much
more limited exception exists as regards the free playing or showing of a broadcast which
‘forms part of the activities of an organisation that is not established or conducted for
profit’.>*® So, while a wine bar or hotel will benefit from the broad free-playing defence as
regards broadcasts and films included therein, a PPL licence will therefore need to be

232 CDPA's. 72.

233 CDPA s. 72(2)(b). Residents or inmates and the members of a club or society are not normally
regarded as having paid for admission.

234 Hence many electrical retailers allow the demonstration of television equipment with the sound off.

235 CDPA s. 72(1A), introduced by SI 2003/2498 to implement Rental Dir., Art. 10(3). The EC Commission
announced on 26 July 2001 that it had referred the question of whether the UK had failed to implement the
Rental Directive to the European Court of Justice: the action may now be dropped.

236 CDPA s. 72(1B)(a). A further exception applies where the broadcast is played for the purposes of
repairing equipment for the reception of broadcasts, demonstrating that such repair has been carried out or
demonstrating such equipment. This is acceptable under Info. Soc. Dir., Art. 5(3)(1), and implicitly therefore
under Rental Dir., Art. 10(2).
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obtained to cover the ‘excepted sound recordings’ included in the broadcast.””” In contrast,
the defence will extend to broadcasts which include excepted sound recordings where the
broadcast is played to an NHS Hospital or government-owned prison, since these activ-
ities fall within both within the broad free-playing defence and the narrower version of the
free-playing defence which applies to excepted sound recordings.”*®

19.5 PHOTOGRAPHS OF TELEVISION BROADCASTS

The making in domestic premises for private and domestic use of a photograph of an
image from a broadcast is not an infringement of copyright in the broadcast or any film
included in it.?** The exception does not extend to photographs of artistic works included
in TV broadcasts.?*

19.6 RECEPTION AND RETRANSMISSION OF WIRELESS
BROADCAST BY CABLE

A special defence in section 73 deals with the retransmission of wireless broadcasts by
cable operators. The defence helps to ensure that people in areas where reception of the
broadcast is very poor or restricted are able to get access to programmes.**' The defence
also takes account of the fact that certain cable operators are under a ‘must carry’
obligation.?*?

Section 73 applies where a wireless broadcast made from a place in the United Kingdom
is received and immediately retransmitted by cable. Such retransmissions would, in the
absence of any exceptions, infringe copyright in the broadcast and any works included
therein.** However, retransmissions are often done merely to enable potential customers
of a broadcast to obtain reception in areas where the signal is weak. In these cases, where
there is no alteration of the transmission at all, it is difficult to see in what way the
copyright owners in the works included in the broadcast are prejudiced by the act of
retransmission (after all, they have been paid by the initial broadcaster). Consequently, the
Act provides that copyright in any work included in the broadcast is not infringed when
the broadcast is retransmitted by cable if and to the extent that the broadcast is made for
reception in the area in which it is retransmitted by cable.?** The broadcaster’s permission
is, however, required unless the broadcast is part of a qualifying service (such as the BBC,

237 CDPA ss. 128A-B requires that such licensing arrangements should be notified to the Secretary of State
by a licensing body, before it comes into effect, and the Secretary of State may refer the licence or scheme to
the Copyright Tribunal.

238 The government has indicated that it will consider modifications of this provision, and doubts have
been raised as to the compatibility of the provision with the EC Rental Directive.

239 CDPA s. 71. Justifiable, possibly under Info. Soc. Dir., Art. 5(2)(b) or Art. 5(3)(i).

240 In these circumstances, it would be necessary to rely upon other defences (e.g. CDPA s. 31).

241 Copinger, para. 9-108.

242 Such obligations are imposed under the Communications Act 2003, s. 64. For the background see
Copinger, para. 9-107.

243 CDPA s. 20(1), s. 6(5A) (defining broadcast to include relaying by reception and immediate
retransmission).

244 CDPA s. 73(2). However, where the making of a broadcast was an infringement of copyright in the
work, the fact that the broadcast was retransmitted is to be taken into account in assessing damages for that
infringement. Note also CDPA s. 73(9), empowering the secretary of State to limit the operation of's. 73(3).
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Channel 3, 4, or 5), and was made for reception in the area in which the retransmission is
provided.?*®

Some other acts of transmission are obligatory under the Communications Act 2003. As
it would be grossly unfair to make a person who is obliged to transmit a broadcast liable to
the copyright owner, either in the broadcast, or the works contained therein, the Act
exempts such a person from infringement. As regards copyright in the broadcast itself,
retransmission is permitted if the retransmission takes place in pursuance of a ‘relevant
requirement’ (whether the transmission extends beyond the intended broadcast area or
not).**¢ As regards copyright in the underlying works, retransmission in the same area as
the broadcast is exempted by section 73(3). Where a cable retransmission goes beyond the
area of reception of the broadcast, and the retransmission has been required under a
‘relevant requirement’, the Act provides that the retransmission of any work included in
the broadcast is to be treated as licensed by the owner of copyright, subject to the payment
of a reasonable royalty by the person making the broadcast.

20 MISCELLANEOUS DEFENCES

20.1 NOTES OR RECORDINGS OF SPOKEN WORDS

As a result of changes introduced by the 1988 Act, it is now possible for a person who
makes a speech to have copyright in the speech. This innovation gave rise to a concern that
speakers would be able to use the new copyright to restrict people who record speeches
(such as journalists) from making use of their recordings. To avoid this, section 58 pro-
vides that the copyright that vests in a person who makes a speech cannot be used to
restrict the use of recordings made of their speech for the purpose of reporting current
events, or recordings made for communicating to the public the whole or part of the
work.?” For the defence to operate the recording must be a direct record of the spoken
words, and the speaker must have not prohibited the recording of their speech.*

20.2 PUBLIC RECITATION

Section 59(1) provides that the reading or recitation in public by one person of a reason-
able extract from a publicized literary or dramatic work does not infringe any copyright in
the work so long as it is accompanied by a ‘sufficient acknowledgment’.?* Section 59(2)
provides that copyright in a work is not infringed where a recording or recitation covered
by section 59(1) is included in a sound recording, or communicated to the public.?*

245 CDPA s. 73(2)(b). Qualifying service means a regional or national Channel 3 service, Channel 4, 5, and
$4C (both analogue and digital); the teletext service; and the television and teletext services of the BBC. CDPA
s. 73(6).

246 CDPA s. 73(2)(a).

247 CDPA s. 58; cf. Info. Soc. Dir., Art. 5(3)(f) (which requires that the source, including the author’s name,
is indicated).

248 CDPA s. 58. 249 Defined in CDPA s. 178.

250 As long as the recording or communication consists mainly of material in relation to which it is not
necessary to rely on CDPA s. 59. CDPA s. 59(2) may be justified by reference to Info. Soc. Dir., Art. 5(3)(0) on
the basis that recitation is an ‘analogue use’.
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20.3 ABSTRACTS

Where an article on a scientific or technical subject is published in a periodical accom-
panied by an abstract indicating the contents of the article, it is not an infringement of
copyright in the abstract or in the article to copy the abstract or issue copies of it to the
public.”! This provision does not apply, however, if or to the extent that there is a relevant
licensing scheme certified under section 143 of the Act.>>* As no licensing scheme has been
established in this area, the defence plays an important role in ensuring the circulation of
scientific information.

20.4 DIFFICULTIES WITH IDENTIFYING AUTHORS

Where works are of unknown authorship, a fixed term of copyright replaces the normal
post-mortem term.>* Similarly, in the case of films, where it is not possible to identify any
of the persons by whom the calculation of the term of protection is normally made, a fixed
term operates. In both situations the possibility arises that while a user may rely on the
fixed term, the author may later become known. If so, the longer conventional term would
apply.® In order to ensure that this does not create problems, there is a defence to
infringement where reasonable inquiry cannot ascertain the identity of any author of a
work and it is reasonable to suppose that copyright has expired in the work.>

20.5 TIT-FOR-TAT COPYING

The courts have refused to enforce copyright because the claimant was involved in activ-
ities similar to the defendant. In Express Newspapers v. News (UK), Browne-Wilkinson V-C
refused to enforce the copyright owned by one newspaper against a competitor who
copied a story. This was because the claimant newspaper had itself indulged in a similar
act of appropriation.?®® The judge explained that the claimant should not be allowed to
‘approbate and reprobate’. This is sometimes referred to as the tit-for-tat defence. It is
probably better seen, however, as an exercise of the court’s judgment as to the balance of
convenience in proceedings for an interim injunction, or as an exercise of the equitable
discretion to refuse injunctive relief where the claimant has unclean hands. It is not a
defence to an action for damages.

20.6 RIGHT OF REPAIR

As part of the general jurisdiction to refuse to enforce copyright where it would contra-
vene public policy, the courts have sometimes treated a person as having a right to repair
their property even though to do so would be a direct or indirect reproduction of a
copyright work.”” This was taken furthest by the House of Lords in British Leyland

251 CDPA 5. 60(1). The retention of this defence might be justified on Info. Soc. Dir., Art. 5(3)(a) or (o) (for
analogue uses).

252 CDPA s. 60(2). 253 CDPA s. 12(3).

254 CDPA ss. 12(4); 13(4). Cf. CDPA 13(9) where there is no person.

255 CDPA ss. 57, 66A. The retention of this defence might be justified under Info. Soc. Dir., Art. 5(3)(0)
(though this is confined to analogue uses).

256 11990] FSR 359.

257 See Info. Soc. Dir., Art. 5(3)(1) (allowing exceptions relating to use in relation to repair of equipment).
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v. Armstrong,®® where it was held that manufacturers were entitled to make spare parts for
motor vehicles (even though to do so would be to indirectly reproduce the claimant’s
design drawings) so as to facilitate the repair of such vehicles. However, the defence
enunciated in British Leyland has subsequenly been qualified to such an extent that it is
hard to imagine any situations where it might apply. In Canon Kabushiki Kaisha,>® Lord
Hoffmann said that for the defence to apply it must be plain and obvious that the circum-
stances are unfair to customers and that the monopoly is anti-competitive. Soon after that
decision, the scope of the repair defence was further restricted in Mars v. Teknowledge.**
There Jacob ] held that the British Leyland defence could not be applied to claims for
infringement of copyright in computer software or to rights in databases because those
rights stemmed from exhaustive European statutory regimes.?®! The upshot of this is that
the right of repair has effectively been abolished.?®

258 [1986] RPC279. 259 [1997] FSR 817. 260 [2000] FSR 138.

261 Mars v. Teknowledge [2000] FSR 138 (the defence was unlikely to succeed unless the court can be
reasonably certain that no right-thinking member of society would quarrel with the result).

262 See G. Llewellyn, ‘Does Copyright Recognize a Right to Repair?” [1999] EIPR 596, 599.
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MORAL RIGHTS

1 INTRODUCTION

Once a work qualifies for copyright protection two distinct categories of rights may arise.
In addition to the economic rights that are granted to the first owner of copyright, the
1988 Copyright Act also confers moral rights on the authors of certain works.'

Moral rights? protect an author’s non-pecuniary or non-economic interests.” The 1988
Act provides authors and directors with the right to be named when a work is copied or
communicated (the right of attribution), the right not to be named as the author of a work
which one did not create (the right to object against false attribution), and the right to
control the form of the work (the right of integrity). The moral rights recognized in the
United Kingdom are more limited than the rights granted in some other jurisdictions
where, for example, authors are provided with the right to publish or divulge a work, to
correct the work, to object to the alteration or destruction of the original of a work, to
object to excessive criticism of the work, and to withdraw a work from circulation on the
ground that the author is no longer happy with it (because, for example, it no longer
reflects the author’s world view, or because the person to whom the economic rights in the
work have been assigned has failed to exploit it).

Infringement of a moral right in the United Kingdom is actionable as a breach of a
statutory duty* and will result in an award of damages. The moral rights of integrity and
attribution recognized under the 1988 Act last for the same time as the copyright in the
relevant work. The right to object to false attribution is less extensive, only lasting for
twenty years after the author’s death.® After the author’s death, moral rights usually are

1 See W. Cornish, ‘Moral Rights under the 1988 Act’ [1989] EIPR 449; R. Durie, ‘Moral Rights and the
English Business Community’ [1991] Ent LR 40; J. Ginsburg, ‘Moral Rights in a Common Law System’ [1990]
Ent LR 121; Copinger, ch. 11; Laddie et al., ch. 27; P. Anderson and D. Saunders (eds.), Moral Rights Protection
in a Copyright System (1992).

2 The term ‘moral rights’ is derived from the French droit moral.

3 Ginsburg, ‘Moral Rights in a Common Law System’ [1990] 121. This does not mean that they cannot be
used to secure economic benefits. The estate of French painter Maurice Utrillo has benefited considerably
from the grant of the right to use Utrillo’s name in relation to certain paintings. See J. Merryman, “The Moral
Right of Maurice Utrillo’ (1993) 43 American Journal of Comparative Law 445; A. Dietz, ‘The Artist’s Right of
Integrity under Copyright Law: A Comparative Approach (1994) 25 IIC 177.

4 CDPA s. 103.

5 UK law also describes a further right, that of privacy in photographs, as a ‘moral right’: CDPA s. 85. We
consider this briefly in Ch. 6. Breach of confidence may provide something akin to a divulgation right: see, e.g.
Prince Albert v. Strange (1848) 2 De G & Smith 652 (1849) 1 MacG CC 25 (preventing unauthorized disclosure
of previously unpublished artwork on grounds of common law copyright and breach of confidence).
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exercised by their heirs,® but in some countries may be enforced by executive bodies such
as the Ministry for Culture.

The moral rights in the 1988 Act were introduced to give effect to Article 6 bis of the
Berne Convention,” which requires that members of the Union confer on authors the right
of attribution and integrity.? More specifically, it states that:

Independently of the author’s economic rights, and even after the transfer of the said rights,
the author shall have the right to claim authorship of the work, and to object to any
distortion, mutilation or other modification of, or other derogatory action in relation to, the
said work, which would be prejudicial to his honour or reputation.

Instead of replicating Article 6 bis verbatim, the British legislature chose to introduce a
series of detailed statutory provisions, each of which contains a number of conditions,
limitations, and exceptions.’ This has led commentators to suggest that the manner in
which Article 6 has been implemented in the United Kingdom is ‘cynical, or at least half-
hearted’.!® Given that failure to give effect to Article 6 bis does not represent a ground of
objection to the World Trade Organization,'! it is unlikely that much will come of these
complaints.

While moral rights have received a considerable amount of support,'? particularly from
creators, they have also been subject to a degree of criticism.!” At a general level, moral
rights have been criticized for the fact that they are founded upon a romantic image of the
author as an isolated creative genius who in creating a work imparts their personality
upon the resulting work. Under this model, moral rights enable the author to maintain the
‘indestructible creational bond’ that exists between his or her personality and the work.'*

6 The rights pass on death to the person nominated by testamentary disposition, or else to the person to
whom copyright is being passed; otherwise they are to be exercised by personal representatives, CDPA
s. 95(1). As an exception, the right against false attribution passes to the author’s personal representatives:
CDPA 5. 95(5).

7 While various moral rights existed in the UK prior to 1989, it was widely believed that the protection was
not sufficient to meet the criteria in the Berne Convention. The Gregory Committee (1952), Cmnd. 8662,
paras. 219-26 had been reluctant to introduce such rights in 1956, anticipating difficulties in their drafting.
The Whitford Committee, Cmnd. 6732, paras. 51-7, impressed by the form of their implementation in Dutch
law, recommended their adoption in 1977. See G. Dworkin, ‘Moral Rights and the Common Law Countries’
(1994) 5 AIPJ 5, 11.

8 These were introduced at the Rome Conference in 1928. See Ricketson, paras. 8.92-8.116. Art. 6 bis was
in some ways a compromise. Durie tells us that the terms ‘honour and reputation’ were introduced in place of
‘moral interests of the author’ to satisfy objections of common law jurisdiction. Most importantly, Art. 6(2)
left Union countries free to determine the conditions under which the rights were to be exercised. Durie,
‘Moral Rights and the English Business Community’, [1990] Ent LR 40; Ricketson, para. 8.98.

9 CDPA ch. IV. The criticisms are that the provisions do not implement Berne; do not improve the
position of authors; are, in practical terms, ineffective; and neglect the essential characteristics of moral rights.

10 Ginsburg, ‘Moral Rights in a Common Law System’ [1990] Ent LR 121, 129.

11 Cornish has suggested that the express recognition of moral rights may lay the foundation for less
meagre treatment in future—particularly by penetrating judicial attitudes. Cornish, ‘Moral Rights under the
1988 Act’ [1989] EIPR 449.

12- Although TRIPS requires member states to comply with Arts. 1 to 21 of Berne, it is notable that
the agreement says that ‘Members shall not have rights or obligations under this Agreement in respect
of the rights conferred under Art. 6 bis of that Convention’.

13 Dworkin, ‘Moral Rights and the Common Law Countries’ (1994) 5 AIP] 5, 34 (opposition to moral
rights has at times bordered on the hysterical).

14 Dietz, ‘The Artist’s Right of Integrity Under Copyright Law’ (1994) 25 IIC 177, 182.
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The notion of the romantic author, which has become unfashionable in the second half of
the twentieth century, has been criticized because it presents an unrealistic image of the
process of authorship. In particular, it has been criticized for the fact that it fails to
acknowledge the collaborative and inter-textual nature of the creative process."

Another criticism made about moral rights focuses on what is perceived as their foreign
or alien nature.'® More specially, it has been suggested that moral rights, which have their
origin in continental copyright systems,'” cannot be readily absorbed or transplanted into
a common law system.'® Any attempt to do so will not only fail, it will also upset the
existing copyright regimes.

Moral rights have also been criticized on the basis that they represent an unjustified
legal intervention into the working of the free market. Such arguments highlight the fact
that moral rights typically secure authors’ interests at the expense of entrepreneurs, dis-
seminators, and exploiters of copyright.!” Given this, it is not surprising that while
authors’ groups argue for further entrenchment of the rights (so that they are inalienable),
the entrepreneurial interests lobby for further restrictions on the rights and their subjuga-
tion to voluntary market transactions.”® Another criticism made of moral rights is that
they prioritize private interests over the public interest. More specifically, it has been
suggested that moral rights may inhibit the creation and dissemination of derivative
creations, such as multimedia works and parodies.?! For example, if an author was to
use their moral right of integrity to prevent the publication of a parody of their work,
this would conflict with the right to free expression, and thus with broader public
interests.?

15 P Jaszi, ‘On the Author Effect: Contemporary Copyright and Collective Creativity’ (1992) 10 Cardozo
Arts and Entertainment L] 293.

16 For a discussion of tension along such ‘comparative’ lines, see I. Stamatoudi, ‘Moral Rights of Authors
in England: The Missing Emphasis on the Role of Creators’ (1997) 4 IPQ 478. For similar concerns see the
Gregory Report. For a less caricatured approach, see G. Dworkin, ‘Moral Rights and the Common Law
Countries’ (1994) 5 AIPJ] 5, 6.

17 The earliest French cases based moral rights on contract. However, by the end of the nineteenth century
the courts recognized an artist’s moral rights in their own right. For the French and German histories, see
D. Saunders, Authorship and Copyright (1992), chs. 3 and 4. For a recent statement of the position in France,
P. Dulian, ‘Moral Rights in France through Recent Case Law’ (1990) 145 RIDA 126. For an exhaustive (if
dated) account, S. Stromholm, Le Droit Moral de L’ Auteur en droit Allemand, Frangaise et Scandinave (1966).

18 While historically, there have been those who have wished to confine copyright to the protection of an
author’s pecuniary interests, they have not in general succeeded. The Engravings Act of 1735, for example,
was directed, in part, to protecting an engraver against ‘base and mean’ imitations. See Gambart v. Ball (1863)
14 CB (NS) 306; 143 ER 463 (submission that Engravings Acts could not be relied on to prevent photography
on grounds that the Act’s sole purpose was protection of reputation and quality, which was not diminished in
a photograph, was rejected).

19 Moral rights have been characterized as limits on the ‘right of the owner of the copyright to do what he
likes with his own’. Preston v. Raphael Tuck [1926] Ch 667, 674.

20 Dworkin, ‘Moral Rights and the Common Law Countries’, 5, 36 argues for ‘a fair balance between the
genuine moral interests of the author and the genuine economic interests of those using and exploiting
copyright works’, but his employment of the language of balance does not take the analysis very far.

21 G. Pessach, ‘The Author’s Moral Right of Integrity in Cyberspace—A Preliminary Normative Frame-
work’ (2003) 34 IIC 250 (proposing a ‘liberal’ approach to use of components of existing works in new
digi